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CBG P.O. BOX 1451

Alexandria, VA 22313-1451
General Contact Number: 571-272-8500
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Inre ACT, Inc.
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Serial No. 88693155
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By the Trademark Trial and Appeal Board:

ACT, Inc. (“Applicant”) filed application Serial Nos. 88693022, 88693155,

88693139 and 88693119 seeking registration on the Principal Register of the

standard character certification marks BRONZE, SILVER, GOLD and PLATINUM,

respectively, all for

The rendering and performance of workplace services in
the nature of business management services, business
administration services, financial operations services,
architecture, construction and engineering services,
Information technology services, agriculture services,
namely, contract farming for others; natural resource
services, namely, natural resource management and
research in the field of natural resources; food preparation
and serving services; arts services, namely, graphic art
design;, entertainment services, namely, media production
services for film, television and theatrical performances;,
media services, namely, media relations and media
production services; communications services namely,

1 The Board consolidated proceedings on February 18, 2022 because the appeals present the
same issues and are based on similar records. 7 TTABVUE.
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telecommunications services; education and training
services, government relation services; public
administration services; health science services;
hospitality and tourism services; human resource services;
legal services; public safety services in the nature of
firefighting, police and civil protection services; corrections
penal services, namely, providing correctional facilities and
security services; contract manufacturing services;
marketing and sales promotion for others; transportation
services; logistics management services; community and
social services in the nature of education courses at the
primary and secondary level, public housing services and
public medical clinic services; and installation,
maintenance and repair services In the field of
automobiles, electronics, appliances and residential and
commercial buildings provided to an employer by
individual employees or prospective employees who
possess the necessary foundational skills in core
disciplines, namely, reading, math and graphic literacy, in
Class B (no International Class).2

Each application includes the following certification statement:
The certification mark, as used by persons authorized by the
certifier, certifies that the services are being performed by
a person who meets certain standards and measures of
competency set by certifier relating to necessary
foundational skills to meet the needs of the employer with
respect to reading, math and graphic literacy.

The Examining Attorney refused registration of each mark on the following

grounds: (1) the specimens do not show use of the proposed marks in commerce as

certification marks under Sections 1, 4 and 45 of the Trademark Act, 15 U.S.C.

§§ 1051, 1127, and (2) the activities recited in the identification of services provided

2'The applications were filed on the following dates: 88693022 (BRONZE)—November 14,
2019; 88693155 (SILVER)—April 18, 2020; 88693139 (GOLD)—April 25,2020; and 88693119
(PLATINUM)—dJune 23, 2020. Each application is based based upon Applicant’s claim of first
use anywhere and use in commerce since at least as early as October 1, 2006, under Section
1(a) of the Trademark Act, 15 U.S.C. § 1051(a).
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by employees to employers or prospective employers are not registrable services
under Sections 1, 2, 3 and 45 of the Trademark Act, 15 U.S.C. §§ 1051-1053, 1127.
Applicant appealed the refusals, and the appeals have been fully briefed.

A review ofthe files showsthat whenthe Examining Attorneyissued the specimen
refusals on November 2, 2020, the Examining Attorney did not provide Applicant
with the option3 to submit substitute specimens in response to the refusals as TMEP
§ 904.07(a) requires:

A § 1(a) application for registration or an allegation of use
for a certification mark must include one specimen per
class showing how a person other than the owner uses the
mark to reflect certification of regional or other origin,
material, mode of manufacture, quality, accuracy, or other
characteristics of that person’s goods or services...
(citations omitted).

If the specimen submitted does not show the applied-for
mark in actual use in commerce, for the identified goods or
services, the examining attorney must refuse registration
because the applicant has not provided evidence of use of
the applied-for mark in commerce. The statutory bases for
refusal are § 1 and § 45 of the Trademark Act, 15 U.S.C.
§§ 1051, 1127. The examining attorney must also
require the applicant to submit a substitute
specimen and, if necessary, a supporting affidavit or
declaration under 37 C.F.R. § 2.20. See 37 C.F.R.
§ 2.59. (Emphasis supplied.)

Inasumuch as the Examining Attorney never provided response options to

Applicant, the June 8, 2021 Final Office Actions were issued prematurely. See

Trademark Act § 12(b), 15 U.S.C. § 1062(b) and TBMP § 1201.02 (2022).

3Infact, the Examining Attorney provided noresponsesoptions to Applicant in the November
2, 2020 Office Actions or in the June 8, 2021 Final Office Actions. See, e.g., TMEP § 806.03.
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Accordingly, the Board’s orders instituting the appeals are vacated and
jurisdiction of the applications is hereby restored to the Examining Attorney for
further appropriate action.* As explained in TBMP § 1201.02, the appropriate action
generally is that the finality of the Examining Attorney’s Office Action is withdrawn
and a new nonfinal Office Actionisissued in each application. If, upon consideration
of Applicant’s responses to the new nonfinal Office Actions, the Examining Attorney
finds that the application(s) is/are in condition for publication, the Examining
Attorney may simply approve the application(s) for publication. If the Examining
Attorney ultimately issues new Final Office Actions, and Applicant wishes to appeal,

Applicant should file new notices of appeal along with the requisite fees.

4 The matters will be forwarded to TM Finance to process the refunds of the fees submitted
with the appeals.



