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United States Patent and Trademark Office (USPTO)
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Mark: MORE DEVELOPMENT
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Reference/Docket No. 0088126-010

Correspondence Email Address:
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EXAMINING ATTORNEY’S APPEAL BRIEF

INTRODUCTION

Applicant has appealed the examining attorney’s requirement to disclaim “DEVELOPMENT” in the
applied-for marks due to descriptiveness under 15 U.S.C. §1056(a); TMEP §§1213, 1213.03(a) and has

also appealed the refusal to register the trademarks “MORE DEVELOPMENT” on the grounds that they



are likely to cause confusion within the meaning of Section 2(d) of the Trademark Act, 15 U.S.C Section

1052(d).

STATEMENT OF THE CASE

On May 23, 2019, the applicant filed four applications to register the trademarks “MORE
DEVELOPMENT” for “real estate management; financial consultancy; Leasing of real estate; Rental of
real estate; Building management; Real estate services, namely, property management services for
condominium associations, homeowner associations and apartment buildings; Real estate services,
namely, rental, brokerage, leasing and management of commercial property, offices and office space” in
International Class 36 (U.S. Serial No. 88443364), ! “Real estate development; Real estate development
and construction of commercial, residential, and mixed-use properties; building construction,
supervision, repair and maintenance” in International Class 37 (U.S. Serial No. 88443386),2 for
“architecture and architectural consultation; surveying; urban planning” in International Class 42 (U.S.
Serial No. 88443413) and for “landscape gardening; landscape design; landscaping maintenance

services” in International Class 44 (U.S. Serial No. 88443474).2

The examining attorney refused registration in all four applications for the following relevant
reasons: (i) the application required a disclaimer of the word “DEVELOPMENT” due to descriptiveness

when used in connection with the applied-for services; and (ii) on the basis that the applicant’s mark,

! Applicant amended International Class 36 in its February 18, 2020 Response to the following: “Real estate
management services; financial consultancy; Leasing of real estate; Rental of real estate; Building management; Real
estate services, namely, property management services for condominium associations, homeowner associations and
apartment buildings; Real estate services, namely, rental, brokerage, leasing and management of commercial property,
offices and office space”.

2 Applicant amended International Class 37 in its February 18, 2020 Response to the following: “Real estate
development; Real estate development and construction of commercial, residential, and mixed use properties;
Building construction, construction supervision, building repair and maintenance”.

3 Applicant amended International Class 44 in its February 18, 2020 Response to the following: “Landscape gardening;
landscape design; Landscaping maintenance services, namely, care and upkeep of gardens and grounds”.



when applied to the identified services, so resembles the mark in U.S. Registration No. 4862280,
“MORE”, for “Real estate services, namely, commercial and residential real estate agency services and
real estate brokerage.” in International Class 36, as to be likely to cause confusion under Section 2(d) of

the Trademark Act, 15 U.S.C. 1052(d).

The requirements and refusals were ultimately made final. This appeal now follows.

ISSUES ON APPEAL

The issues on appeal are whether the wording “DEVELOPMENT” in the proposed marks is
merely descriptive of the identified services and therefore requires a disclaimer statement and whether
there exists a likelihood of confusion of the proposed marks “MORE DEVELOPMENT” with the registered

mark “MORE” in U.S. Registration No. 4862280.

ARGUMENTS

I THE WORD “DEVELOPMENT” IN APPLICANT’S MARKS, AS USED ON THE APPLICANT’S
SERVICES, IS DESCRIPTIVE AND REQUIRES A DISCLAIMER.

Applicant must disclaim the wording “DEVELOPMENT” in the marks because it is not inherently
distinctive and is thus unregistrable. See 15 U.S.C. §1056(a); TMEP §§1213, 1213.03(a). These
unregistrable term at best is merely descriptive of an ingredient, quality, characteristic, function,
feature, purpose, or use of applicant’s services. See 15 U.S.C. §1052(e)(1); DuoProSS Meditech Corp. v.
Inviro Med. Devices, Ltd., 695 F.3d 1247, 1251, 103 USPQ2d 1753, 1755 (Fed. Cir. 2012); TMEP §§1213,

1213.03(a).

A. The word “Development” is Descriptive of Applicant’s Services



Determining the descriptiveness of a word or term in a mark is done in relation to an applicant’s
services, the context in which the mark is being used, and the possible significance the mark would have
to the average purchaser because of the manner of its use or intended use. See In re The Chamber of
Commerce of the U.S., 675 F.3d 1297, 1300, 102 USPQ2d 1217, 1219 (Fed. Cir. 2012) (citing In re Bayer
Aktiengesellschaft, 488 F.3d 960, 963-64, 82 USPQ2d 1828, 1831 (Fed. Cir. 2007)); TMEP §1209.01(b).
Descriptiveness of a mark is not considered in the abstract. In re Bayer Aktiengesellschaft, 488 F.3d at

963-64, 82 USPQ2d at 1831.

In this instance, applicant is utilizing the term “DEVELOPMENT” in connection with the following
services- “Real estate management services; financial consultancy; Leasing of real estate; Rental of real
estate; Building management; Real estate services, namely, property management services for
condominium associations, homeowner associations and apartment buildings; Real estate services,
namely, rental, brokerage, leasing and management of commercial property, offices and office space” in
International Class 36 (U.S. Serial No. 88443364), “Real estate development; Real estate development
and construction of commercial, residential, and mixed-use properties; building construction,
supervision, repair and maintenance” in International Class 37 (U.S. Serial No. 88443386), “architecture
and architectural consultation; surveying; urban planning” in International Class 42 (U.S. Serial No.
88443413) and for “landscape gardening; landscape design; landscaping maintenance services” in

International Class 44 (U.S. Serial No. 88443413).

The record indicates that “DEVELOPMENT” refers to “developed tracts of land”, as well as “[t]he
act of developing or the state of being developed, as: The business of constructing buildings or
otherwise altering land for new uses.” See dictionary evidence from the Merriam-Webster Dictionary in
the August 16, 2019 Office action, TSDR (PDF) pp 9-15 (U.S. Serial No. 88443364) and from The American

Heritage Dictionary of the English Language in the March 17, 2020 Final action, TSDR (PDF) pp 9-10 (U.S.



Serial No. 88443364). Further, attached to this appeal brief is dictionary evidence from the Collins
Dictionary which defines “DEVELOPMENT” as being “an area of houses or buildings which have been
built by property developers.”* These definitions show that the word “DEVELOPMENT” is used to
describe land that has been altered for other uses and land where buildings have been constructed, as

well as to the constructed building themselves.

U.S. Serial No. 88443364

Further supporting the Collins Dictionary definition that “DEVELOPMENT” refers to an area of

buildings is the evidence below from the March 17, 2020 Final action in U.S. Serial No. 88443364:

o Western Development Corporation — Refers to building as “mixed-use development” with
images of retail and residential buildings TSDR (PDF) p 93;

e Neighborhood Development - Shows examples of their developments which include
condominium, apartments and retail buildings TSDR (PDF) pp 94-97; and

e Douglaston Development evidence which states that “development types” include “mixed-use,
high rise luxury rentals and condominiums, affordable housing, hospitality, senior housing and

more” TSDR (PDF) pp 98-102.

When the term “DEVELOPMENT” is used in connection with applicant’s services of real estate
management services, building management, property management services for condominiums, houses

and apartments as well as real estate services dealing with the rental, brokerage, leasing and

4 Dictionary definition comes from the Collins English Dictionary - Complete & Unabridged 2012 Digital Edition.
The Trademark Trial and Appeal Board may take judicial notice of dictionary definitions that (1) are available in a
printed format, (2) are the electronic equivalent of a print reference work, or (3) have regular fixed editions. See Inre
Inn at St. John’s, LLC, 126 USPQ2d 1742, 1747 n.15 (TTAB 2018) (taking judicial notice of definition from
Dictionary.com because it was from The Random House Unabridged Dictionary), aff’d per curiam, 777 F. App’x 516,
2019 BL 343921 (Fed. Cir. 2019); TBMP 81208.04; TMEP 8710.01(c); see also Fed. R. Evid. 201; 37 C.F.R.
82.122(a).



management of commercial property, offices and office space, it merely describes the buildings it
services through its real estate services. Applicant is in the business of managing developed property

and the word “DEVELOPMENT” immediately conveys that to consumers.

In addition, the term “DEVELOPMENT” is utilized by third parties to describe services similar to
those provided by applicant. First of all, as shown by the evidence of record, many third-party uses of
the term are part of the parties trade names, demonstrating how well understood the term is within the
field. The evidence from Realty Development Services shows that it is “a diversified organization
providing professional real estate services to owners and investors including acquisitions, development,
and management of residential, commercial and retail properties.” See August 16, 2019 Office action at
TSDR (PDF) p 16. As seen here, this entity provides management services in a similar manner as the
applicant. Realty Development Services not only provides actual development of land but also manages
the developed buildings. Similarly the previously mentioned Neighborhood Development evidence in the
Final action really speaks to the descriptive nature of “DEVELOPMENT” in connection to applicant’s real
estate services as the evidence states that Neighborhood Development “control[s] all elements of
development in-house, including design, development, marketing and management of our products”.
(Emphasis added). See Final Action, TSDR (PDF) pp 94-97. This evidence shows that Neighborhood
Development’s “products” are its developed properties, which it manages. Lastly, the evidence from
Graco Real Estate Development, Inc. and Concorde Management & Development show how intertwined
real estate development services and real estate management services are as both entities use the term
“DEVELOPMENT” in connection with their property management services for their developments. See
Final Action, TSDR (PDF) pp 80-83 and 85-87. They are as the Landsman Development Corp describes
itself- a one stop shops for commercial and residential real estate needs- which include the

management, brokerage and general real estate services of and for developments.



Additionally, the use of the word “DEVELOPMENT” by these third parties is not merely part of
their trademark or tradename, but rather shows that “DEVELOPMENT” also conveys a feature of the
applied-for services - that applicant manages developed property for others, provides brokerage
services for developed property and provides general real estate services of developed property for
others. This is unlike the non-precedential case cited by the applicant, In re Toon Kicker where the Board
found that “[t]he fact that a term may be used in a trademark does not prove that the term is merely
descriptive”. See Ser. No. 861280, *7 (TTAB August 3, 2016). While it did appear that the term “TOON”
was derived from the word “Pontoon”, there was no dictionary evidence showing that “toon” was an
abbreviation of “pontoon”. Such dictionary evidence would show that that the term was recognized in
the industry, and thus the use of “toon” was not descriptive. See id. In this case, the record shows
multiple dictionary definitions of the term “DEVELOPMENT” and when viewed in connection with the
website excerpts, immediately shows that “DEVELOPMENT” is not derived from anything or is in some
way suggestive of real estate, but rather directly describes the altered land and constructed buildings

that applicant manages and provides real estate services for in International Class 36.

As such, the word “DEVELOPMENT is descriptive of applicant’s class 36 services.

U.S. Serial No. 88443386

When the term “DEVELOPMENT” is used in connection with applicant’s International Class 37
services of real estate development and the construction of commercial, residential and mixed-use
properties, it immediately describes the exact services that applicant provides. Applicant is in “the
business of constructing buildings or otherwise altering land for new uses”, as defined in The American

Heritage Dictionary of the English Language.



In addition, the evidence of record from the March 17, 2020 Final action shows that this term is

frequently used by entities that provide the same real estate development services as applicant:

Valor Development (Emphasis Added)- Faith based real estate development- TSDR (PDF) pp 85-
88

Western Development Corporation (Emphasis Added)- D.C.-based real estate development
company with a forty-four year history of innovative mixed use development — TSDR (PDF) pp 89
Neighborhood Development Company (Emphasis Added)- A fully integrated Real Estate
development company located in Washington DC. Create and own exciting, high-quality
residential real estate... Control all elements of development in-house, including development,
marketing, and management of our products - TSDR (PDF) pp 90-93

Douglaston Development (Emphasis Added)- A Strategically minded real estate development
company, highly proficient in a wide range of development types, including, mixed-use, high-rise
luxury rentals and condominiums, affordable housing, hospitality, senior housing and more-

TSDR (PDF) pp 94-98

As such, the word “DEVELOPMENT is descriptive of applicant’s class 37 services.

U.S. Serial No. 88443413

Adding to the definitions provided above, the Wikipedia evidence found in the March 17, 2020

Final action states that urban planning, is a “technical and political process concerned with the

development and design of land use and the built environment, including air, water, and the

infrastructure passing into and out of urban areas [...]”. (Emphasis added). When the term

“DEVELOPMENT” is used in connection with applicant’s International Class 42 services, in particular, the

urban planning services, it conveys to consumers that applicant’s services deal with the development of



land use, and that applicant formulates “plans for the development and management of urban and
suburban areas, typically analyzing land use compatibility as well as economic, environmental and social

trends.” See Wikipedia evidence in the March 17, 2020 Final action, TSDR (PDF) 35-38.

The evidence of record from the March 17, 2020 Final action also shows that this term is used in

connection with urban planning services and architectural services, like those provided by applicant:

e American Structure Point, Inc.- Community planning, Economic Development (Emphasis Added)
and Urban Design and Landscape Architectural services- TSDR (PDF) pp 58-61

e Urban Vantage- Urban Planning & Economic Development Consulting- The firm works with
multiple developers and community groups on planning project implementation to create better
neighborhoods, towns and cities. The five step planning and implementation process includes

economic and real estate development —(Emphasis Added) TSDR (PDF) pp 62-23

As such, the word “DEVELOPMENT” is descriptive of applicant’s class 42 services.

U.S. Serial No. 88443474

The dictionary evidence of record also shows that “landscaping”, which are applicant’s
International Class 44 services, refers to improving “the appearance of (an area of land, a highway, etc.),
as by planting trees, shrubs, or grass, or altering the contours of the ground”. See Dictionary.com
evidence from the March 17, 2020 final, TSDR (PDF) pp 26-30. This evidence shows that landscaping
essentially develops the land by planting trees, shrubs, or grass, or altering the contours of the ground.
When the term “DEVELOPMENT” is used in connection with applicant’s services of landscape gardening;

landscape design; landscaping maintenance services, it immediately describes to consumers that



applicant’s service develop or alter land for new use by planting trees, shrubs, or grass, or altering the

contours of the ground.

The evidence of record from the March 17, 2020 Final action shows that this term is also used

by third-parties in connection with landscaping services such as those provided by applicant:

e landscape Development (Emphasis Added)- Provide landscaping maintenance services- TSDR
(PDF) pp 52-53

e BrightView- (Emphasis Added)- From landscape design to development, maintenance to
enhancements, our comprehensive services make your job easy- Services provided described as:
Design, Develop, Maintain, Enhance— TSDR (PDF) pp 54-58

e Summit Landscape Development (Emphasis Added)- a landscape design/build and maintenance
firm that creates unique outdoor living areas in the York, Lancaster and Hanover areas. In
addition to outdoor living areas, also provide: patios, walkways, steps, hardscapes, water
features, ponds, outdoor kitchens, outdoor fireplaces, retaining walls, sitting walls, poolscapes,
paintings, sodding, seeding, bed maintenance, lighting... - TSDR (PDF) pp 59-60

e Site Landscape Development (Emphasis Added)- provides construction of outdoor areas,

irrigation and landscape maintenance services- TSDR (PDF) pp 61-63

As such, the word “DEVELOPMENT is descriptive of applicant’s class 44 services.

The evidence of record shows that the term “DEVELOPMENT” is not at all vague when used in
connection with the applied-for services and is thus distinguishable from the non-precedential case, In
re Lufthansa Technik AGI, cited by the applicant. Here, “DEVELOPMENT” is not just a term that “has
something to do” with real estate, real estate development, urban planning, architecture and

landscaping series, as was the case with the term “TIM”, which was found to be “a term that has



something to do with aviation”. See Serial No. 75824687, 11 (TTAB Sept. 23, 2004). The evidence of
record shows that “DEVELOPMENT” immediately and unequivocally identifies the altered land and
constructed buildings (i.e. developments) that applicant manages and provides real estate services for
and describes the actual business of developing land and buildings. The term “DEVELOPMENT” is also
not just a term that has something to do with urban planning, architectural services or landscaping
services- there is a very specific and well-understood meaning of “DEVELOPMENT” when used in
connection with applicant’s services. This term describes the development and design of land use, that
is, how buildings and land will be developed and constructed to best fit the relevant community and the
evidence of record also shows that urban planning services involves working with developers and
includes a process of economic and real estate development. As for the landscaping services, the term
describes the actual development or altering of land for new use by planting trees, shrubs, or grass, or
altering the contours of the ground to create outdoor spaces. The evidence of record and applicant’s
identification of services show that “development” immediately and unequivocally identifies applicant’s

services.

For the reasons set forth above and in the previous Office actions, the term “DEVELOPMENT” is

descriptive of applicant’s services in International Classes 36, 27, 42 and 44 and should be disclaimed.

B. Applicant’s mark, “More Development” is not Unitary

A term or phrase is unitary if it consists of elements that create a single commercial impression
or have a distinct commercial impression independent of the constituent elements. TMEP §1213.05, (b).
A number of factors should be considered in determining whether matter is part of a single or unitary
mark: (1) whether it is physically connected by lines or other design features; (2) the relative location of
the respective elements; and (3) the meaning of the words, including how the meanings relate to each

other and to the goods. See citing Dena Corp., 21 USPQ2d at 1052. However, if the elements are



considered separable, the matter is not unitary and the unregistrable constituent elements may be
disclaimed. See In re Nino Salvaggio Fruit & Vegetable Market, Inc. Serial No. 88138756, 11 (TTAB
August 18, 2020) citing Dena Corp.v. Belvedere Int’l, Inc., 950 F.2d 1555, 21 USPQ2d 1047, 1052 (Fed. Cir.
1991). However, if the elements are considered separable, the matter is not unitary and the
unregistrable constituent elements may be disclaimed. See In re Ginc UK Ltd., 90 USPQ2d 1472, 1477

(TTAB 2007); TMEP §1213.05(b)(iv), (g), (g)(i).

Here, the words “MORE” and “DEVELOPMENT” in applicant’s standard character mark are not
physically connected by lines or other design features and are not placed in any special manner,
appearing in a straight line, one word after the other, with only a space between them. As for the

meaning of the words, “DEVELOPMENT” identifies the following:

e The altered land and constructed buildings (i.e. developments) that applicant manages and
provides real estate services for others in International Class 36;

e The “developed tracts of land”, as well as “the act of developing” as in “the business of
constructing buildings or otherwise altering land for new uses”, which is what applicant’s
services consist of in International Class 37;

e The “act of developing” and also refers to the “technical and political process” of urban
planning that is “concerned with the development and design of land use” in International Class
42;

e The “business of constructing buildings or otherwise altering land for new uses”. In this
instance, applicant’s International Class 44 landscaping services alter land as landscaping
essentially develops the land by planting trees, shrubs, or grass, or altering the contours of the

ground to create outdoor living spaces.



These two elements comprising the applied-for mark are separable, physically and in meaning.

Applicant did not submit evidence showing that the two elements combined create a distinct
meaning of its own independent of the meaning of its constituent parts. Applicant merely stated in its
brief that “MORE” acts a comparative adjective that modifies “DEVELOPMENT”, a noun” and “[t]ogether
MORE DEVELOPMENT acts as a grammatical unit that conveys comparative superiority...” See
Applicant’s Brief at pg. 9. Given the evidence of record and the consistent use of “DEVELOPMENT” by
third parties offering similar services, the term is separable from the applied-for mark just like it
separable from Graco Real Estate Development, Concord Management & Development, Valor
Development, Western Development Corporation, Neighborhood Development Company, Douglaston

Development, and other examples in the record.

For the reasons set forth above and in the previous office actions, the applied-for mark is not
unitary and thus the term “DEVELOPMENT” should be disclaimed as it is descriptive of applicant’s
services in International Classes 36, 37, 42 and 44.

1. APPLICANT’S MARKS, “MORE DEVELOPMENT”, AS USED ON THE APPLICANT’S SERVICES,

ARE LIKELY TO CAUSE CONFUSION WITH THE REGISTERED MARK “MORE” AS USED ON
REGISTRANT’S SERVICES.

Each case must be decided in two steps to determine whether there is a likelihood of confusion.
First, the examining attorney must look at the marks themselves for similarities in appearance, sound,
connotation, and commercial impression. In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177
USPQ 563, 567 (C.C.P.A. 1973). Second, the examining attorney must compare the services to determine
if they are related or if the activities surrounding their marketing are such that confusion as to origin is

likely. In re August Storck KG, 218 USPQ 823 (TTAB 1983).



A. Applicant’s and Registrant’s Marks are Similar in Sight, Sound and Commercial Impression

and are Likely to Cause Confusion

The first tier of the likelihood of confusion examination requires that marks be compared in
their entireties for similarities in appearance, sound, connotation, and commercial impression.

Stone Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 1321, 110 USPQ2d 1157, 1160 (Fed.
Cir. 2014) (quoting Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d
1369, 1371, 73 USPQ2d 1689, 1691 (Fed. Cir. 2005)); TMEP §1207.01(b)-(b)(v).

Here, the marks in question are applicant’s standard character “MORE DEVELOPMENT”, and
registrant’s standard character “MORE”. A key element of the marks, the term “MORE”, is nearly
identical in appearance, sound and commercial impression. See In re Corning Glass Works, 229 USPQ
65, 66 (TTAB 1985) (finding CONFIRM and CONFIRMCELLS confusingly similar); In re Pellerin Milnor
Corp., 221 USPQ 558, 560 (TTAB 1983) (finding MILTRON and MILLTRONICS confusingly similar); TMEP
§1207.01(b)(ii)-(iii).

While marks should not be dissected, a trademark examining attorney may weigh the individual
components of a mark to determine its overall commercial impression. In re Detroit Athletic Co., 903
F.3d 1297, 1305, 128 USPQ2d 1047, 1050 (Fed. Cir. 2018) (“[Regarding the issue of confusion,] there is
nothing improper in stating that . . . more or less weight has been given to a particular feature of a mark,
provided the ultimate conclusion rests on consideration of the marks in their entireties.” (quoting In re
Nat’l Data Corp., 753 F.2d 1056, 1058, 224 USPQ 749, 751 (Fed. Cir. 1985)). In this instance, applicant’s
mark consists of two words, “MORE” and “DEVELOPMENT”. The term “MORE” appears to be the more
dominant portion of the mark as consumers are generally more inclined to focus on the first word,
prefix, or syllable in any trademark or service mark. See Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin
Maison Fondee En 1772, 396 F.3d 1369, 1372, 73 USPQ2d 1689, 1692 (Fed. Cir. 2005) (finding similarity

between VEUVE ROYALE and two VEUVE CLICQUOT marks in part because “VEUVE . . . remains a



‘prominent feature’ as the first word in the mark and the first word to appear on the label”); Century 21
Real Estate Corp. v. Century Life of Am., 970 F.2d 874, 876, 23 USPQ2d 1698, 1700 (Fed Cir. 1992)
(finding similarity between CENTURY 21 and CENTURY LIFE OF AMERICA in part because “consumers
must first notice th[e] identical lead word”); see also In re Detroit Athletic Co., 903 F.3d 1297, 1303, 128
USPQ2d 1047, 1049 (Fed. Cir. 2018) (finding “the identity of the marks’ two initial words is particularly
significant because consumers typically notice those words first”).

Additionally, matter that is descriptive of or generic for a party’s services is typically less
significant or less dominant in relation to other wording in a mark. See Anheuser-Busch, LLC v. Innvopak
Sys. Pty Ltd., 115 USPQ2d 1816, 1824-25 (TTAB 2015) (citing In re Chatam Int’l Inc., 380 F.3d 1340, 1342-
43,71 USPQ2d 1944, 1946 (Fed. Cir. 2004)). In the present case, the evidence of record shows that the
additional wording “DEVELOPMENT” in the applied-for marks is merely descriptive of or generic for
applicant’s services and has been required to be disclaimed as a result as detailed above.

Thus, this wording is less significant in terms of affecting the mark’s commercial impression, and
renders the word “MORE” the more dominant element of the mark. As such, consumers would likely
focus on the “MORE” portion of the applied-for mark, which is essentially the entirety of the registered
mark.

Even if “MORE” was not the dominant portion of the applied-for mark, the marks would
still convey the exact same commercial impression when used in connection with their respective,
related services. Specifically, both marks convey to consumers that they can expect additional services
being provided to them by applicant and registrant in their respective related fields. Consumers are thus
likely to assume a connection between the marks and believe them to be related. This situation is
distinguishable from non-precedential case A&T Tobacco Imports Inc., Twinkle, Inc. and Tobacco
Marketers NA LLC v. Shisha Land Wholesale Inc., Opposition No. 91215217, 2017 BL 171161 (TTAB

2017),, cited by the applicant, where the Board found that the term “Black” modified the word



“Diamond”, such that “Diamond” was the dominant portion of the mark “Black Diamond”. In that case,
“Diamond” was not descriptive of the hookah charcoal and had source indicating value. Here,
“DEVELOPMENT” is descriptive of the applied-for services and would not be viewed by consumers as the
dominant portion of the mark in connection with the relevant services.

In particular, the record in U.S. Serial No. 88443364 shows several instances of third-
parties utilizing “DEVELOPMENT” in connection with real estate services that deal with developed
properties, as seen below:

e Realty Development Services (emphasis added)- “a diversified organization providing
professional real estate services to owners and investors including acquisitions, development,
and management of residential, commercial and retail properties.” This entity provides
management services in a similar manner as applicant. Realty Development Services not only
provides actual development of land but also manages the developed buildings. See August 16,
2019 Office action, TSDR (PDF) pp 16.

e Neighborhood Development (emphasis added)- This third-party controls “all elements of
development in-house, including design, development, marketing and management of our

“«

products”. This evidence shows that Neighborhood Development’s “products” are its developed
properties, which it manages See March 17, 2020, Final Action, TSDR (PDF) pp 94-97

e Graco Real Estate Development, Inc. and Concorde Management & Development (emphasis
added)- both entities use the term “Development” in connection with their property

management services for their developments. See March 17, 2020, Final Action, TSDR (PDF) pp

80-82 and 85- 88.

With numerous third-parties in the relevant field also utilizing the term “DEVELOPMENT” both as a
tradename as well as to describe their services and the fact that they are acting as one stop shops for

commercial and residential real estate needs (which include the management, brokerage and general



real estate services of and for developments), consumers are unlikely to view “DEVELOPMENT” as a
dominant word. See Landsman Development Corp evidence in the March 17, 2020 Final action, TSDR

(PDF) pp 83-84 (U.S. Serial No. 88443364).

The addition of the term “DEVELOPMENT” in the applied-for mark does not mitigate the
similarities between the marks. Adding a term to a registered mark generally does not obviate the
similarity between the compared marks, as in the present case, nor does it overcome a likelihood of
confusion under Section 2(d). See Coca-Cola Bottling Co. v. Jos. E. Seagram & Sons, Inc., 526 F.2d 556,
557, 188 USPQ 105, 106 (C.C.P.A. 1975) (finding BENGAL and BENGAL LANCER and design confusingly
similar); In re Toshiba Med. Sys. Corp., 91 USPQ2d 1266, 1269 (TTAB 2009) (finding TITAN and VANTAGE
TITAN confusingly similar); In re El Torito Rests., Inc., 9 USPQ2d 2002, 2004 (TTAB 1988) (finding MACHO
and MACHO COMBOS confusingly similar); TMEP §1207.01(b)(iii). With nothing more to distinguish the
registered “MORE” mark from the applied-for “MORE DEVELOPMENT” marks, when consumers
encounter the related services, they will assume that they originate from the same source. In the
present case, the marks are identical in part and the registered mark is likely to be viewed as a
shortened version of the applied-for mark. See In re Mighty Leaf Tea, 601 F.3d 1342, 1348, 94 USPQ2d
1257, 1260 (Fed. Cir. 2010) (quoting United States Shoe Corp., 229 USPQ 707, 709 (TTAB 1985)).

Thus, for the reasons set forth above, the marks are substantially similar in sight, sound and
commercial impression and are likely to cause confusion. The inquiry thus must move on to the second
tier, a consideration of the services.

B. Relatedness of Applicant’s and Registrant’s Services

The services of the parties need not be identical or directly competitive to find a likelihood of
confusion. They need only be related in some manner, or the conditions surrounding their marketing

are such that they would be encountered by the same purchasers under circumstances that would give



rise to the mistaken belief that the services come from a common source. On-line Careline Inc. v.
America Online Inc., 229 F.3d 1080, 56 USPQ2d 1471 (Fed. Cir. 2000); TMEP §1207.01(a)(i).

U.S. Serial No. 88443364

Here, the services at issue are applicant’s “Real estate management services; financial
consultancy; Leasing of real estate; Rental of real estate; Building management; Real estate services,
namely, property management services for condominium associations, homeowner associations and
apartment buildings; Real estate services, namely, rental, brokerage, leasing and management of
commercial property, offices and office space” in International Class 36 and registrant’s “Real estate
services, namely, commercial and residential real estate agency services and real estate brokerage.” in

International Class 36.

Simply based on the recitation of services as written, the registration utilizes broad language
which presumably encompasses services of the type described in registrant’s more narrow services.
See, e.qg., In re Solid State Design Inc., 125 USPQ2d 1409, 1412-15 (TTAB 2018). Specifically, The services
of the parties overlap as registrant’s “Real estate services, namely, commercial and residential real
estate agency services” can encompass applicant’s more narrow “Real estate management services;
financial consultancy; Leasing of real estate; Rental of real estate; Building management; Real estate
services, namely, property management services for condominium associations, homeowner
associations and apartment buildings; Real estate services, namely, rental, brokerage, leasing and
management of commercial property, offices and office space” services. Thus, when it comes to these
services, applicant’s and registrant’s services are legally identical. See, e.g., In re i.am.symbolic, llc, 127
USPQ2d 1627, 1629 (TTAB 2018) (citing Tuxedo Monopoly, Inc. v. Gen. Mills Fun Grp., Inc., 648 F.2d

1335, 1336, 209 USPQ 986, 988 (C.C.P.A. 1981).



Further highlighting the similarity of the services is the evidence of record, listed below, which
shows entities providing brokerage services along with real estate services including services such as

leasing and property management and HOA Services:

March 17, 2020 Final Action

e Dominion Real Estate Advisors- Real estate services and brokerage services- TSDR (PDF) pp 66 -
69

e Skyecroft Realty Group- Real estate services and brokerage services- TSDR (PDF) pp 70-75

e QFC Real Estate- Real estate services and brokerage services- TSDR (PDF) pp 75-77

e (CSA Realty Group- Real estate services and brokerage services- TSDR (PDF) pp 78-79

October 26, 2020 Denial to Applicant’s Request for Reconsideration

e Wheeler Properties- Brokerage, leasing and property management- TSDR (PDF) pp 6

e Chrisland Real Estate Companies- Brokerage, leasing and property management- TSDR (PDF) pp
7-9

e Property Management Inc.- Real estate services and brokerage services, Property management,
HOA Services- TSDR (PDF) pp 10-31

e Libenow Realty- Brokerage and Property management- TSDR (PDF) pp 32-35

U.S. Serial No. 88443386

Here, the services at issue are applicant’s ““Real estate development; Real estate development
and construction of commercial, residential, and mixed use properties; Building construction,
construction supervision, building repair and maintenance” in International Class 37 and registrant’s
“Real estate services, namely, commercial and residential real estate agency services and real estate

brokerage.” in International Class 36.



Highlighting the similarity of the services is the evidence of record, listed below, which shows
entities providing real estate services such as brokerage services and property management services

along with real estate development and construction services:

August 16, 2019 Office Action

e Hines- An integrated real estate services entity. Provide management services and land
development services- TSDR(PDF) pp 16-24

e TLG Real Estate Services- Residential subdivision services and brokerage services- TSDR(PDF) pp
25-28 TMING

e Sunrise Management & Consulting- Property management services and Real estate
development services- TSDR(PDF) pp 29-34

March 17, 2020 Final Action

e Blue Sky Real Estate Services & Development- Name shows that real estate services are
provided along with real estate development services and the evidence also mentions that
construction services are provided- TSDR(PDF) pp 68-69

e Reds Real Estate Development Services- A full service real estate development firm that
develops and manages family units- TSDR(PDF) pp 70-71

e Wester Peak Enterprises- Start to finish development for vertical use types, mixed-use projects,
land development, aster planned communities and leasing and property management services-
TSDR(PDF) pp 72-74 in TMNG

e Mackenzie- Full Service commercial real estate firm offering commercial and residential
development services as well as general construction services and property management-

TSDR(PDF) pp 75-77 in TMNG



e The Cress Group Commercial Real Estate Services- Development services ranging from
residential and retail use, property management services and brokerage services- TSDR(PDF) pp
78-80 TMNG

e Evergreen Real Estate Group- A fully integrated real estate group that develops, acquires and
manages affordable and market rate family communities- TSDR(PDF) pp 81-89

o Neighborhood Development Company - A fully integrated Real Estate development company
located in Washington DC. Create and own exciting, high-quality residential real estate... Control
all elements of development in-house, including development, marketing, and management of

our products - TSDR(PDF) pp 90-93

October 26, 2020 Denial to Applicant’s Request for Reconsideration

e Simpson- Commercial leasing, Property Management and Real estate development- TSDR(PDF)

pp 5

e Shingobee- Diverse real estate services and Real estate construction and development services -
TSDR(PDF) pp 6-14

e Paradigm- Property management and Real estate development- TSDR(PDF) pp 16-24

U.S. Serial No. 88443413

Here, the services at issue are applicant’s “architecture and architectural consultation;
surveying; urban planning” in International Class 42 and registrant’s “Real estate services, namely,
commercial and residential real estate agency services and real estate brokerage” in International Class

36.

Highlighting the similarity of the services is the evidence of record, listed below, which shows
entities providing real estate services along with architecture and architectural consultation and urban

planning services:



August 16, 2019 Office Action

e Gensler- General real estate services and Architecture services- TSDR (PDF) pp 21-24

March 17, 2020 Final Action

e GHIDORZI- A fully integrated architecture, construction and interior design firm that also provide
real estate services in the field of leasing- TSDR (PDF) pp 41-44

o Dwell Group- Tabs show “Properties” (real estate agency services) and Architecture services-
TSDR (PDF) pp 44-47

e Archicon- Architectural design services and Commercial and Residential real estate services-
TSDR (PDF) pp 57

October 26, 2020 Denial to Applicant’s Request for Reconsideration
e Colliers International- Real estate agent services and architecture services- TSDR (PDF) pp 6-14

e Southeast Venture- Real estate agent services and architecture services - TSDR (PDF) pp 19-31
e Shyft Collective- Real estate agent services and architecture services- TSDR (PDF) pp 32-39

U.S. Serial No. 88443474

Here, the services at issue are applicant’s “Landscape gardening; landscape design; Landscaping
maintenance services, namely, care and upkeep of gardens and grounds” in International Class 44 and
registrant’s “Real estate services, namely, commercial and residential real estate agency services and

real estate brokerage.” in International Class 36.

Highlighting the similarity of the services is the evidence of record, listed below, which shows
entities providing real estate services such as brokerage services and property management services

along with real estate development and construction services:



August 16, 2019 Office Action

Valley Rental Co.- Landscaping services coming soon and real estate agent services —TSDR (PDF)
pp 18- 20

JPG- Landscaping services coming soon and real estate agent services - TSDR (PDF) pp 21-26

March 17, 2020 Final Action

Prism Real Estate Services, LLC- They have acquired their own properties and provide
landscaping services- TSDR (PDF) pp 31-32 TMNG

Gatski Commercial — Property management, brokerage and landscaping- TSDR (PDF) pp 35-38
Commonwealth Real Estate Services- Property management and brokerage services along with

landscaping services- TSDR (PDF) pp 39-40

October 26, 2020 Denial of Request for Reconsideration

RT Property Services - Name shows that real estate services are provided along with real estate
development services and the evidence also mentions that construction services are provided-
TSDR (PDF) pp 5-16

Grindstone Property Management- A full service real estate development firm that develops
and manages family units- TSDR (PDF) pp 17- 19

Real Estate Services and landscape services- Start to finish development for vertical use types,
mixed-use projects, land development, aster planned communities and leasing and property

management services- TSDR (PDF) pp 20-21

Additionally, the attached evidence from T S Gardencare & Landscape in the Denial of Request for

Reconsideration, TSDR (PDF) pp 22-23 shows how related landscaping and real estate services are, as

the website states: “I believe that landscaping and Real Estate tie in very closely. In order to sell a house,



you need to follow the basics of making the outside of your house look clean and unique because it’s the
first thing the buyer sees. Not only do | make the outside of your house look the best, but | make it look

ready to hit the market at any time.”

This evidence establishes that the same entity commonly manufactures, produces, or provides
the relevant services and markets the services under the same mark, that the relevant services are sold
or provided through the same trade channels and used by the same classes of consumers in the same
fields of use, that the services are similar or complementary in terms of purpose or function. Thus,
applicant’s and registrant’s services are considered related for likelihood of confusion purposes. Inre
Toshiba Med. Sys. Corp., 91 USPQ2d 1266, 1268-69, 1271-72 (TTAB 2009). And, without any restrictions
as to nature, type, channels of trade, or classes of purchasers and are “presumed to travel in the same
channels of trade to the same class of purchasers.” In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d
1905, 1908 (Fed. Cir. 2012) (quoting Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1268, 62

USPQ2d 1001, 1005 (Fed. Cir. 2002)).

Therefore, it is reasonable for consumers to assume that the services of applicant and the
services of registrant emanate from the same source. As such, the services are considered related for

likelihood of confusion purposes.

C. The Term “MORE” is not a Weak Source Indicator

In this instance, the term “MORE” in the applied-for mark is not a weak source indicator.
Additionally, the applied-for mark in U.S. registration Serial No. 88443364 and the registered mark are
the only marks in International Class 36 whose dominate portion is “MORE”. While there are other
marks that are live and pending that contain the word “MORE” in International Classes 36, 37, 42 and
44, as evidenced in the March 17, 2020 Final actions in TSDR (PDF) pp 11-64 (U.S. registration Serial No.

88443364), 111-65 (U.S. Serial No. 88443386), 10-33 (U.S. Serial No. 88443413) and 10-24 (U.S. Serial



No. 88443474 ), those marks do not prove that “MORE” on its own is a weak source indicator because
“MORE” is not a dominant portion of any of these marks. The word at issue is merely part of a larger
phrase or idea that cannot be compared to use of the word in the applied-for marks, “MORE
DEVELOPMENT”, which are comprised of an additional descriptive word. These samples also cannot be
compared to the registered “MORE”, which stands on its own as the source indicator. Below is a sample
of the phrases:
e “More Bang for Your Buck”, “Move In. Get More”, “More than a Space, It's Your Place”, “Move
More Freely”, “More in Less”, “More of What You Love”, “More Home. Less Money.
Guaranteed”, “Move More People”, “More Park, Less City” and “More Time to Share” (U.S.
registration Serial No. 88443364)
e “Move in Get More”. “More Bang for Your Buck”, “Move In. Get More”, “More than a Space, It’s
Your Place”, “Move More Freely”, “More in Less”, “More of What You Love”, “More Home. Less
Money. Guaranteed”, “More with Less”, “Move More People”, “More Park, Less City” and
“More Time to Share” (U.S. Serial No. 88443386)
o “We See More”, “More than Architects”, “Workplace as More”, “More with less”, all show that
“More” (U.S. Serial No. 88443413)
e “Lawn America Making Your Neighborhood More Beautiful”, “More than Treatments, We Apply
Knowledge”, “Get More From the Blue Bag” (U.S. Serial No. 88443474).
This evidence shows that “MORE” is often embedded within a phrase or used in a common unitary
phrase that does not lend itself to viewing “MORE” as the dominant, source indicating feature of the
marks.

Similarly, the representative common law examples provided in applicant’s briefs show a good
amount of common phrases, such as “More Options”, “More Choice”, “More House”, “More Modern”,

Net more”, and “More Ways” along with “Expect More”, “Providing More”, “Create More Community!”.



See pp 16 (U.S. registration Serial No. 88443364); 14-15 (U.S. Serial No. 88443386); 13-15 (U.S. Serial No.
88443386) and 12-14 (U.S. Serial No. 88443474). Applicant’s Sept 17, 2020 Action also shows use of
“MORE” in “Get More” as well as “Houses & More”, and even includes uses such as “Moore and Co.
Realtors” and “Moore & More Properties, in which “Moore” is clearly a surname. See TSDR (PDF) pages
66-69; 70-74; 75-80; 80 (U.S. registration Serial No. 88443364); TSDR (PDF) pp 79-82; 83-87; 88-83; 94
(U.S. Serial No. 88443386); TSDR (PDF) pp 75-78; 79-83; 84-89 and 90 (U.S. Serial No. 88443413); and
TSDR (PDF) pp 66-69; 70-73; 75-80; 81 (U.S. Serial No. 88443474). These types of uses do not support
the idea that “MORE” is weak as these uses do not use the word “MORE” in the same dominant, source
identifying manner that the applied-for marks and the registered mark do.

The case at hand is distinguishable from Juice Genration, Inc. v GS Enters. LLC, 794 F. 3d 1334,
115 USPQ2d 1671 (Fed. Cir. 2015), cited by the applicant, because the nature of the evidence provided
by applicant is not as clear as the examples provided in Juice Genration. In that instance, the marks at
issue were “PEACE LOVE AND JUICE” and a variety of “PEACE & LOVE” marks. The evidence provided in
that case showing third-party use was very clearly within the realm of “Peace Love and...” as well as
“Peace & Love” and “Peace & Love &...”. These uses all conveyed the same impression. See id at pages 3,
5. This is unlike the evidence provided by applicant and the third-party live and pending marks provided
in the March 17, 2020 Final action, which show the term “MORE” as part of larger phrases such as
“More than a Space, It’s Your Place”, “We See More”, and “workplace as more”, embedded in the
middle of a phrase, such as Move More People”, “Lawn America Making Your Neighborhood More
Beautiful” and “Get More From the Blue Bag”, or as part of a common phrase, such as “More Bang for
Your Buck”. Applicant even provided examples where the word was a surname. None of this third party
use has the same effect of showing that “MORE” is a weak source indicator.

Even if “MORE” is considered to be a weak mark, the Court of Appeals for the Federal Circuit

and the Trademark Trial and Appeal Board have recognized that marks deemed “weak” or merely



descriptive are still entitled to protection under Section 2(d) against the registration by a subsequent
user of a similar mark for closely related services. TMEP §1207.01(b)(ix); /n re Max Capital Grp. Ltd., 93
USPQ2d 1243, 1246 (TTAB 2010). In this instance, applicant has taken the registered mark “MORE” and
entirely incorporated it its own mark. See Wella Corp. v. Cal. Concept Corp., 558 F.2d 1019, 1022, 194
USPQ 419, 422 (C.C.P.A. 1977) (finding CALIFORNIA CONCEPT and surfer design and CONCEPT
confusingly similar); TMEP §1207.01(b)(iii).

In conclusion, as noted above, determining likelihood of confusion is made on a case-by-case
basis, and in this instance, the applied-for marks are confusingly similar to the cited registration as the

marks are nearly identical and the services are related.

Respectfully submitted,

/Claudia Garcia/

Trademark Examining Attorney

Law Office 111

United States Patent and Trademark Office
Office: (571) 272-6939

Claudia.garcia@uspto.gov

Chris Doninger
Managing Attorney
Law Office 111

571-272-9297



chris.doninger@uspto.gov
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development Word Frequency
Collins COBUILD

Question: 1 = Score:0/5
palate or palette or
pallet?

(dvelepment )

Drag the correct answer into
Word forms: developments

the box.
1. UNCOUNTABLE NOUN

Development is the gradual growth or formation of something.
top using a

..an ideal system for studying the development of the embryo.
knife.
2. UNCOUNTABLE NOUN
Development is the growth of something such as a business or an industry.
[business]

He firmly belleves that education and a country’s economic development are key factors to progre:

3. UNCOUNTABLE NOUN

Anban

Development is the process of making an area of land or water more useful or profitable.

The talks will focus on economic development of the region. &y

4. VARIABLE NOUN
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Development is the process or result of making a basic design gradually better and more advanced.
It is spending $850M on research and development to get to the market place as soon as possible with

faster microprocessors.[&)

This prove yc For
Ad bY amianl
5. COUNTABLE NOUN

A development is an event or incident which has recently happened and is likely to have an effect on the

present situation.

The police spokesman said: "We believe there has been a significant development in the case.{gy
This site. improve y i ience. For f

6. COUNTABLE NOUN
A development is an area of houses or buildings which have been built by property developers.
...a 16-house development planned by Everlast Enterprises.[§y

More Synonyms of development

COBUILD Advanced English Dictionary. Copyright © HarperColiins Publishers

New collocations
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Collocations are words that are
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brilliant at providing natural
sounding language for your
speech and writing.
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Ihis

in American English

(dr'velopmant )

NOUN

1. adeveloping or being developed

2. astep or stage in growth, advancement, etc.
3. an event or happening

4. athing that Is developed; specif,, a number of structures on a large tract of land, built by a real-estate
developer

webster's New World College Dictionary, 4th Edition. Copyright © 2010 by Houghton Miffin Harcourt. All rights reserved.

Derived forms

we veup veso

Word origin
Fr développement

Word Fr ncy @
development ontFrequeny
in American English
(dr'velapment)

NOUN
1. the act or process of developing; growth; progress
child development
economic development
2. asignificant con: ceor event
recent developments in the field of science
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4. Music
the part of a movement or composition in which a theme or themes are developed

t houses, often of similar design, cor

5. alarge group of private houses or of aparts
ity, esp. by a real te developer

6. Chess
the act or process of developing chess pieces

7. Mining
the work of digging openings, as tunnels, raises, and winzes, to give access to new workings, and of erecting
necessary structures

Most material © 2005, 1997, 1991 by Penguin Random House LLC. Modified entries © 2019 by Penguin Random House LLC and

HarperColiins Publishers Ltd

Derived forms

or Yy E
developmentally ADVERE

Close message

development Word Frequency @
in British English

(dr'velopmant )
NOuN

1. the act or process of growing, progressing, or developing

2. the product or result of developing

3. afact, event, or happening, esp one that changes a situation
4. an area or tract of land that has been developed

5. Also called: development section
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“This sit

This.

e
the section of a movel

6. chess
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ent, usually in sonata form, in which the basic musical themes are developed

€. the position of the pieces in the early part of a game with reference to their attacking potential or defensive

efficiency
Coilins Engiish Dictionary. Copyright © HarperCallins Publishers
Derived forms

developmental (de velop'mental) ADJECTIVE
developmentally (de velop mentally) ADVERB

Examples of 'development in a sentence
development

These examples have been

On the phone you mentioned the development at Castleton Wood.
STUART HARRISON LOST SUMMER (20...

For

CLEARY, JON MURDER SONG(2002)

Five maybe, with their growth and development charted in color across the living room wall.

DREYER, EILEEN BAD MEDICINE (2003)
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early development
further development
future development
Industrial development
interesting development
personal development
support development

development

View usage over: Since Exist ||

Recorded Usage
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This site

In other languages
development

British English: development

Developmentis the gradual growth or formation of something.

the development of new technology.

American English: development
Arabic: ;34

Brazilian Portuguese: desenvolvimento

Czech: vyvoj

Danish: udvikling

Dutch: ontwikkeling
European Spanish: desarrollo
Finnish: kehitys

French: développement
German: Entwicklung

Greek: avamuén

Translate your text for free

Italian: sviluppo
Japanese: #E
Korean: 7§& &4t

Close mezzage
European Portuguese: desenvolvimento

Romanian: dezvoltare

Russian: passutue

Spanish: desarrolio

Swedish: utveckling

Thal: mmvimun

Turkish: gelisme  biyame

Ukrainian: po3suTok

Vietnamese: su phat trién

Nearby words of
development

developing nations

For

Anvnlanmant

Related terms of

development

web development
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development child development
development area development area
development bank

development company View more related words
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Question: 1 - Score:0/5
made or maid?

Drag the correct answer into the box.
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hanour
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Word of the day
Munro

any separate mountain peak over 3000 feet high:

originally used of Scotland only but

sometimes extended to other parts of the Briti
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