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Application reassigned. The Office has reassigned this application to the undersigned trademark
examining attorney.

Applicant’s request for reconsideration is denied. See 37 C.F.R. §2.63(b)(3). The trademark
examining attorney has carefully reviewed applicant’s request and determined the request did not:
(1) raise a new issue, (2) resolve all the outstanding issue(s), (3) provide any new or compelling
evidence with regard to the outstanding issue(s), or (4) present analysis and arguments that were
persuasive or shed new light on the outstanding issue(s). TMEP §§715.03(a)(ii)(B), 715.04(a).
Accordingly, the Section 2(d) refusal made final in the Office action dated November 6, 2019 is
maintained and continued. See TMEP §§715.03(a)(ii)(B), 715.04(a).

Applicant’s arguments. Applicant’s arguments in support of registrations are unpersuasive for the
reasons set forth below.

Applicant has submitted evidence of third-party non-registered marks containing the word “PERIMETER”
to support the argument that this wording is weak, diluted, or so widely used that it should not be
afforded a broad scope of protection. These third party marks appear to be for services that are
predominantly different from or unrelated to those identified in applicant’s application because
applicant’s services are provided in a narrow field that differs from the services identified by the third
party marks.

The weakness or dilution of a particular mark is generally determined in the context of the number and
nature of similar marks in use in the marketplace in connection with similar services. See Nat’l Cable Tel.
Ass’n, Inc. v. Am. Cinema Editors, Inc., 937 F.2d 1572, 1579-80, 19 USPQ2d 1424, 1430 (Fed. Cir. 1991); In
re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973). Evidence of
widespread third-party use of similar marks with similar services “is relevant to show that a mark is
relatively weak and entitled to only a narrow scope of protection” in that particular industry or
field. Omaha Steaks Int’l, Inc. v. Greater Omaha Packing Co., 908 F.3d 1315, 1324, 128 USPQ2d 1686,
1693 (Fed. Cir. 2018) (quoting Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee en 1772,
396 F.3d 1369, 1373, 73 USPQ2d 1689, 1693 (Fed. Cir. 2005)).

As noted above, the marketplace evidence provided by the applicant demonstrates use of nonregistered marks comprising the word “PERIMETER” that are used to identify services that are
predominantly different from or unrelated to those identified in applicant’s application. For this reason,
the marketplace evidence submitted by the applicant is insufficient to establish that the word
“PERIMETER” is weak or diluted in the field of the applicant’s services.

Further, it is noted that the presence in the marketplace of a significant number of similar marks in use
on similar services may be a factor in the likelihood of confusion analysis. See TMEP §1207.01.
However, not all du Pont factors may be relevant, and there are generally two key considerations in any

likelihood of confusion analysis: (1) the similarities between the compared marks and (2) the
relatedness of the compared services. See In re i.am.symbolic, llc, 866 F.3d at 1322, 123 USPQ2d at
1747 (quoting Herbko Int’l, Inc. v. Kappa Books, Inc., 308 F.3d 1156, 1164-65, 64 USPQ2d 1375, 1380
(Fed. Cir. 2002)); Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 1103, 192 USPQ 24, 29
(C.C.P.A. 1976) (“The fundamental inquiry mandated by [Section] 2(d) goes to the cumulative effect of
differences in the essential characteristics of the goods [or services] and differences in the marks.”);
TMEP §1207.01.

In the present case, the marks at issue are highly similar because the word “PERIMETER” is the dominant
feature in each of the marks. Specifically, in respect to the applied-for mark, the word “PERIMETER” is
the dominant feature of the applied-for mark because consumers will be more inclined to focus on this
word because it is the first word in the mark. See, e.g., Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin
Maison Fondee En 1772, 396 F.3d 1369, 1372, 73 USPQ2d 1689, 1692 (Fed. Cir. 2005). Further, the word
“PERIMETER” is the dominant feature of the registered mark because the word “INSTITUTE” has been
disclaimed and is less significant in terms of affecting the mark’s commercial impression. See In re
Detroit Athletic Co., 903 F.3d 1297, 1305, 128 USPQ2d 1047, 1050 (Fed. Cir. 2018) (citing In re Dixie
Rests., Inc., 105 F.3d 1405, 1407, 41 USPQ2d 1531, 1533-34 (Fed. Cir. 1997)); TMEP §1207.01(b)(viii),
(c)(ii).

Moreover, the parties’ services are highly similar because they are legally identical in part, and the
evidence shows that the parties’ closely related. Specifically, the registrations uses broad wording to
describe “charitable fundraising services,” which presumably encompasses all services of the type
described, including encompassing applicant’s more narrowly identified “charitable fundraising … for
finding cures for neurological diseases and “charitable fundraising services by means of organizing and
conducting special events.” See, e.g., In re Solid State Design Inc., 125 USPQ2d 1409, 1412-15 (TTAB
2018); Sw. Mgmt., Inc. v. Ocinomled, Ltd., 115 USPQ2d 1007, 1025 (TTAB 2015). Moreover, the
registrant’s broadly identified “charitable services, namely granting funds to charitable organizations
and awarding scholarships and financial awards to students” overlap applicant’s more narrowly
identified “charitable foundation services, namely, providing … funding, scholarships and/or financial
assistance for patients having neurological diseases and their family members” services. See id. Thus,
applicant’s and registrant’s services are legally identical. See, e.g., In re i.am.symbolic, llc, 127 USPQ2d
1627, 1629 (TTAB 2018) (citing Tuxedo Monopoly, Inc. v. Gen. Mills Fun Grp., Inc., 648 F.2d 1335, 1336,
209 USPQ 986, 988 (C.C.P.A. 1981); Inter IKEA Sys. B.V. v. Akea, LLC, 110 USPQ2d 1734, 1745 (TTAB
2014); Baseball Am. Inc. v. Powerplay Sports Ltd., 71 USPQ2d 1844, 1847 n.9 (TTAB 2004)).

Based on the above-provided analysis, applicant’s contention that marketplace evidence of third-party
use of the term “PERIMETER” demonstrates that this term is weak, diluted, or so widely used that it
should not be afforded a broad scope of protection is unpersuasive because the two key considerations
of the likelihood of confusion analysis strongly support a finding that confusion is likely.

Applicant argues that the marks are not similar because the word “INSTITUTE” in the registered mark is
not merely descriptive of the registrant’s services. Assuming arguendo that this word is not merely
descriptive of the registrant’s services, although the trademark examining attorney does not concede
this point, the word “INSTITUTE” is the less dominant feature of the registered mark because consumers
will not be inclined to focus on this word in the mark. Specifically, consumers will be more inclined to
focus on the word “PERIMETER” in the registered mark because it is the first word in the mark, and for
this reason, it is the dominant feature of the registered mark. See, e.g., Palm Bay Imps., Inc. v. Veuve
Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 1372, 73 USPQ2d 1689, 1692 (Fed. Cir.
2005).

Moreover, applicant argues the trademark examining attorney’s decision to require a decision of the
word “INSTITUTE” in respect to the relevant services was improper. In initial response to this argument,
it is noted that prior decisions and actions of other trademark examining attorneys in registering other
marks have little evidentiary value and are not binding upon the USPTO or the Trademark Trial and
Appeal Board. TMEP §1207.01(d)(vi); see In re USA Warriors Ice Hockey Program, Inc., 122 USPQ2d
1790, 1793 n.10 (TTAB 2017). Each case is decided on its own facts, and each mark stands on its own
merits. In re USA Warriors Ice Hockey Program, Inc., 122 USPQ2d at 1793 n.10 (quoting In re Boulevard
Entm’t, 334 F.3d 1336, 1343, 67 USPQ2d 1475, 1480 (Fed. Cir. 2003)). Moreover, the attached evidence
from ahdictionary.com and applicant’s website, perimeterinstitute.ca, shows that the word “INSTITUTE”
in the registered mark is merely descriptive of or generic for the registrant’s services.

Specifically, it is noted that terms that describe the provider of a service may also be merely descriptive
of the service. See In re The Chamber of Commerce of the U.S., 675 F.3d 1297, 1301, 102 USPQ2d 1217,
1220 (Fed. Cir. 2012) (affirming Board’s finding that NATIONAL CHAMBER was merely descriptive of
online service providing directory information for local and state chambers of commerce and business
and regulatory data analysis services to promote the interest of businessmen and businesswomen); In re
Major League Umpires, 60 USPQ2d 1059, 1060 (TTAB 2001) (holding MAJOR LEAGUE UMPIRE merely
descriptive of clothing, face masks, chest protectors and shin guards); TMEP §1209.03(q). In the present
case, the attached evidence from ahdictionary.com defines “INSTITUTE” as an “an organization founded
to promote a cause.” Further, the attached evidence applicant’s website, perimeterinstitute.ca, shows
that the applicant is an organization founded to promote major scientific breakthroughs, and the
registrant’s services identified in the registration are conducted to facilitate to facilitate the registrant’s
promotional purposes. Based on this evidence, the word “INSTITUTE” is merely descriptive of the
provider of registrant’s services because it is an organization founded to promote a scientific cause.
Thus, applicant’s argument that the word “INSTITUTE” is not merely descriptive of the registrant’s
services is unpersuasive because the evidence demonstrates that this word merely describes the
provider of registrant’s services.

Applicant asserts that the word “INSTITUTE” in the registered mark distinguishes the commercial
impression of this mark from the commercial impression of the applied-for mark. In making this
assertion, applicant claims that the registered mark connotes an “education pushed to its boundaries”

based on dictionary evidence provided by the applicant. However, the dictionary evidence provided by
the evidence does not specifically demonstrate the connotation of the word “INSTITUTE” in respect to
the registrant’s services. In contrast, the attached evidence from ahdictionary.com and applicant’s
website, applicant’s website, perimeterinstitute.ca, demonstrates that the connotation of the word
“INSTITUTE” in respect of the applicant’s services is that of an organization founded to promote a
scientific cause. Thus, applicant’s assertion the word “INSTITUTE” in the registered mark distinguishes
the commercial impression of this mark from the commercial impression of the applied-for mark is
unpersuasive because the evidence demonstrates that the word “INSTITUTE” has a merely descriptive
connotation in respect to the registrant’s services.

Applicant alleges that the trademark examining attorney has improperly dissected the marks for
purposes of comparison. Specifically, applicant claims that the difference in sound, sight, appearance,
and word pattern of the marks in their entireties obviates their similarity. In response to this allegation,
it is noted that although marks must be compared in their entireties and should not be dissected, a
trademark examining attorney may weigh the individual components of a mark to determine its overall
commercial impression. In re Detroit Athletic Co., 903 F.3d 1297, 1305, 128 USPQ2d 1047, 1050 (Fed.
Cir. 2018) (“[Regarding the issue of confusion,] there is nothing improper in stating that . . . more or less
weight has been given to a particular feature of a mark, provided the ultimate conclusion rests on
consideration of the marks in their entireties.” (quoting In re Nat’l Data Corp., 753 F.2d 1056, 1058, 224
USPQ 749, 751 (Fed. Cir. 1985)). In the present case, the trademark examining attorney has weighed the
individual components of the marks and determined their overall commercial impressions to be similar
because their dominant features are identical. Thus, applicant’s allegation that the marks have been
improperly dissected for purposes of comparison is unpersuasive because the their overall commercial
impression are similar.

If applicant has already filed an appeal with the Trademark Trial and Appeal Board, the Board will be
notified to resume the appeal. See TMEP §715.04(a).

If applicant has not filed an appeal and time remains in the six-month response period, applicant has
the remainder of that time to (1) file another request for reconsideration that complies with and/or
overcomes any outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to
the Board. TMEP §715.03(a)(ii)(B). Filing a request for reconsideration does not stay or extend the time
for filing an appeal. 37 C.F.R. §2.63(b)(3); see TMEP §715.03(c).

/Joshua S. Toy/
Trademark Examining Attorney
Law Office 120

571-272-4856
joshua.toy@uspto.gov

