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Opinion by Larkin, Administrative Trademark Judge:
Centennial Media LLC (“Applicant”) seeks registration on the Supplemental
Register of the standard character mark WOMEN & WEED for goods ultimately
identified as “Magazines in the field of marijuana and medical marijuana for women,
sold directly to consumers at newsstands and retail outlets,” in International Class
16.1

Application Serial No. 88035215 was filed on July 12, 2018 under Section 1(b) of the
Trademark Act, 15 U.S.C. § 1051(b), based on Applicant’s allegation of a bona fide intention
to use the mark in commerce. The application was subsequently amended to allege use of the
mark and to seek its registration on the Supplemental Register.
1
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The Trademark Examining Attorney has refused registration of Applicant’s mark
under Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d), on the ground that it
so resembles the standard character mark WOMEN OF WEED, registered on the
Supplemental Register for “Association services, namely, promoting the interests of
a membership comprised of women in the cannabis and hemp industries and the
cannabis and hemp movements for the purposes of personal, social, professional, and
business development thereof; Business networking,” in International Class 35, and
for “Social club services, namely, arranging, organizing, and hosting social events,
get-togethers, and parties for club members,” in International Class 41,2 as to be
likely, when used in connection with the goods identified in the application, to cause
confusion, to cause mistake, or to deceive.
When the Examining Attorney made the refusal final, Applicant appealed and
requested reconsideration, which was denied. The appeal is fully briefed.3 We affirm
the refusal to register.

2

Registration No. 4961743 issued on May 17, 2016.

Citations in this opinion to the briefs refer to TTABVUE, the Board’s online docketing
system. Turdin v. Tribolite, Ltd., 109 USPQ2d 1473, 1476 n.6 (TTAB 2014). Specifically, the
number preceding TTABVUE corresponds to the docket entry number, and any numbers
following TTABVUE refer to the page number(s) of the docket entry where the cited materials
appear.
3
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I.

Record on Appeal4

The record on appeal includes Applicant’s specimen of use submitted in support
of its amendments to allege use and to seek registration on the Supplemental
Register,5 and the following additional materials:
•

Pages from the USPTO database regarding the cited registration, made of
record by the Examining Attorney;6

•

Internet webpages regarding association, business networking, and social
events services and magazines, made of record by the Examining Attorney;7

•

Third-party registrations of marks for the goods and services identified in
the application and cited registration, or similar goods and services, made
of record by the Examining Attorney;8

Citations in this opinion to the application record, including the request for reconsideration
and its denial, are to pages in the Trademark Status & Document Retrieval (“TSDR”)
database of the United States Patent and Trademark Office (“USPTO”). Certain evidence
was made of record by the Examining Attorney in support of a refusal to register Applicant’s
mark on the ground that it was merely descriptive of the goods under Section 2(e)(1) of the
Trademark Act, 15 U.S.C. § 1052(e)(1). That refusal was withdrawn after Applicant amended
its application to seek registration on the Supplemental Register. March 14, 2019 Final Office
Action at TSDR 1. We summarize only those portions of the record that are germane to the
likelihood of confusion refusal at issue on this appeal.

4

5

October 2, 2018 Specimen of Use at TSDR 1.

6

September 11, 2018 Office Action at TSDR 2-4.

7

Id. at TSDR 5-14, 17-20; March 14, 2019 Final Office Action at TSDR 2-28;

8

September 11, 2018 Office Action at TSDR 23-66.
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•

A dictionary definition indicating that the word “weed” is a slang term for
marijuana, made of record by the Examining Attorney;9 and dictionary
definitions of the words “and” and “of,” made of record by Applicant;10

•

Additional pages from the websites submitted by the Examining Attorney,
and pages from the websites of the owners of the third-party registrations
submitted by the Examining Attorney, made of record by Applicant;11 and

•

A copy of the then-current file history of the cited registration, made of
record by Applicant.12

II.

Analysis of Refusal

Section 2(d) of the Trademark Act prohibits registration of a mark that so
resembles a registered mark as to be likely, when used on or in connection with the
goods or services of the applicant, to cause confusion, mistake, or deception. 15 U.S.C.
§ 1052(d). “‘[A] mark on the Supplemental Register can be cited as a basis for refusing
registration to another mark under Section 2(d) of the Act.” In re Medline Indus., Inc.,
2020 USPQ2d 10237, *3 (TTAB 2020) (quoting Otter Prods. LLC v. BaseOneLabs

9

Id. at TSDR 67 (THE AMERICAN HERITAGE DICTIONARY).

February 26, 2018 Response to Office Action at TSDR 9-39 (CAMBRIDGE ENGLISH
DICTIONARY).
10

11

Id. at TSDR 40-155.

September 12, 2019 Request for Reconsideration at TSDR 2-60. Applicant attached to its
appeal brief a subsequent and superseding office action in that application. 7 TTABVUE 1832. Although the submission of new evidence with an appeal brief is ordinarily untimely, see
generally TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE (“TBMP”) Section
1207.01 and cases cited therein (June 2019), the Examining Attorney addressed the
superseding office action in denying Applicant’s Request for Reconsideration, September 23,
2019 Denial of Request for Reconsideration at TSDR 1, so we deem it of record.
12
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LLC, 105 USPQ2d 1252, 1254 (TTAB 2012) (internal citation omitted)). In “‘the ex
parte context, the [USPTO] does not and cannot question the validity of a mark in a
registration cited against another under Section 2(d).’” Id. (quoting Otter Prods., 105
USPQ2d at 1256).
Our determination of likelihood of confusion under Section 2(d) is based on an
analysis of all probative facts in the record that are relevant to the likelihood of
confusion factors set forth in In re E.I. DuPont de Nemours & Co., 476 F.2d 1357, 177
USPQ 563, 567 (CCPA 1973). We consider each DuPont factor for which there is
evidence and argument. See, e.g., In re Guild Mortg. Co., 912 F.3d 1376, 129 USPQ2d
1160, 1162-63 (Fed. Cir. 2019).
Two key DuPont factors in every Section 2(d) case are the first two factors
regarding the similarity or dissimilarity of the marks and the goods or services,
because the “fundamental inquiry mandated by § 2(d) goes to the cumulative effect
of differences in the essential characteristics of the goods and differences in the
marks.” Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ
24, 29 (CCPA 1976). Both Applicant, 7 TTABVUE 6-16; 10 TTABVUE 3-10, and the
Examining Attorney, 9 TTABVUE 4-13, focus on these two key factors. Applicant also
briefly discusses the third DuPont factor, the “similarity or dissimilarity of
established, likely-to-continue trade channels.” DuPont, 177 USPQ at 567. 7
TTABVUE 16; 10 TTABVUE 9.
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A.

Similarity or Dissimilarity of the Marks

Under the first DuPont factor, we consider “the similarity or dissimilarity of the
marks in their entireties as to appearance, sound, connotation and commercial
impression.” Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee en
1772, 396 F.3d 1369, 73 USPQ2d 1689, 1691 (Fed. Cir. 2005) (quoting DuPont, 177
USPQ at 567). “Similarity in any one of these elements may be sufficient to find the
marks confusingly similar.” In re Inn at St. John’s, 126 USPQ2d 1742, 1746 (TTAB
2018) (quoting In re Davia, 110 USPQ2d 1810, 1812 (TTAB 2014)), aff’d mem., (No.
18-2236) (Fed. Cir. Sept. 13, 2019).
The proper test regarding similarity “is not a side-by-side comparison of the
marks, but instead whether the marks are sufficiently similar in terms of their
commercial impression such that persons who encounter the marks would be likely
to assume a connection between the parties.” Cai v. Diamond Hong, Inc., 901 F.3d,
127 USPQ2d 1797, 1801 (Fed. Cir. 2018) (quoting Coach Servs. Inc. v. Triumph
Learning LLC, 668 F.3d 1356, 101 USPQ2d 1713, 1721 (Fed. Cir. 2012) (internal
quotation marks and citation omitted)). “The proper perspective on which the
analysis must focus is on the recollection of the average customer, who retains a
general rather than specific impression of marks.” In re i.am.symbolic, llc, 127
USPQ2d 1627, 1630 (TTAB 2018) (citations omitted).
Applicant argues that the marks differ in all means of comparisons due to the
differences between the word “AND” (symbolized by an ampersand) in Applicant’s
mark and the word “OF” in the cited mark. With respect to appearance and sound,
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Applicant argues that “the added terms separate WOMEN and WEED, creating an
entirely different appearance,” 7 TTABVUE 10, and that “the pronunciation of ‘And’
(the aural equivalent of ‘&’) and ‘Of’ are entirely different,” which “obviously alters
the pronunciation of the respective marks, distinguishing them from each other.” Id.
at 11.
Applicant claims that “the differences in the marks are most pronounced” as to
connotation and commercial impression. Id. Applicant argues in its reply brief that
the ampersand “is a conjunction used to join two words together while OF is a
preposition used to show belonging, origin, or possession.” 10 TTABVUE 5. Applicant
claims that in the cited “mark WOMEN OF WEED, the connecting term clearly
informs the public that this mark refers to the membership of women in an
association concerned with the business aspects of marijuana.” 7 TTABVUE 11.
According to Applicant, the “descriptive nature of WOMEN OF WEED of these
services has been confirmed by the PTO, e.g., the cited registration is registered on
the Supplemental Register and registrant’s new application has been refused
registration on the Principal Register . . . based on a finding that WOMEN OF WEED
is merely descriptive of those services.” Id. at 12.
Applicant further argues that the connotation and commercial impression of its
mark is “entirely different,” because the mark “suggests that Applicant’s magazine
provides information of interest to women in the field of marijuana and medical
marijuana.” Id. Applicant cites the Examining Attorney’s determination during
prosecution that “WOMEN & WEED ‘merely describes a feature of applicant’s goods,
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namely, that applicant’s magazines will focus on women in the field of marijuana.’”
Id.13 Applicant concludes that “”[r]ather than addressing these significant differences
in the commercial impression of the marks, the Examining Attorney simply relies on
the fact that the marks share the terns WOMEN and WEED in the same order,
completely disregarding the undeniable effect of the connectors on the commercial
impression of the marks.” Id.
The Examining Attorney responds that the marks are similar “because both
marks are exactly three words long, begin with identical wording ‘WOMEN’ and end
in the identical wording ‘WEED’.” 9 TTABVUE 5. According to the Examining
Attorney, the fact that “applicant connects these two terms via an ampersand while
registrant connects these terms with an ‘OF’ does not obviate this finding, as the
overall appearance, meaning, and commercial impression generated by these two
marks is the same.” Id. She argues that “it is well-established that marks may be
confusingly similar in appearance where similar terms or phrases or similar parts of
terms or phrases appear in the compared marks and create a similar overall
commercial impression, id. at 6, and that “consumer confusion has been held likely
for marks that do not physically sound or look alike but that convey the same idea,
stimulate the same mental reaction, or may have the same overall meaning.” Id.
We agree with the Examining Attorney that the overall structure of the marks is
essentially identical. Both marks begin with WOMEN, end with WEED, and contain
a third, one-syllable word that joins WOMEN and WEED. Because the record is

13

September 11, 2018 Office Action at TSDR 1.
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devoid of evidence of other marks containing the same elements, “[t]hese similarities
go a long way toward causing confusion among consumers.” In re Detroit Athletic Co.,
903 F.3d 1297, 128 USPQ2d 1047, 1049 (Fed. Cir. 2018) (marks DETROIT
ATHLETIC CO. and DETROIT ATHLETIC CLUB “reveal[ed] an identical structure
and a similar appearance, sound, connotation, and commercial impression.”). Given
the positioning in the marks of the shared elements WOMEN and WEED, the issue
of whether the marks are confusingly similar largely boils down to whether the
different joining elements, the words “OF” and “AND” (symbolized by the ampersand
in Applicant’s mark), make the marks different in appearance, sound, and meaning
when considered in their entireties. We find that they do not.
With respect to appearance, both marks are standard character marks that may
be presented in any font style, size, or color. In re Aquitaine Wine USA, LLC, 126
USPQ2d 1181, 1186 (TTAB 2018). Although the marks are each shown in capitalized
block letters in the drawings in the application and cited registration, “the rights
associated with a standard character mark reside in the wording per se and not in
any particular font style, size, or color,” id. (citing Citigroup Inc. v. Capital City Bank
Grp. Inc., 673 F.3d 1344, 98 USPQ2d 1253, 1259 (Fed. Cir. 2011)), and “illustrations
of the mark[s] as actually used may assist [us] in visualizing other forms in which the
mark[s] may appear.” Citigroup, 98 USPQ2d at 1259.
Applicant’s specimen of use displays the WOMEN & WEED mark as follows:

-9-
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14

The words WOMEN and WEED are the most prominent and memorable elements of
the mark as used by Applicant, as they are displayed in a stacked presentation in
large, bold capital letters, while the ampersand appears in bright pink against a light
pink background. This display accentuates the words WOMEN and WEED that are
common to the involved marks.
Applicant also made of record the file history of the cited registration, which
contains a specimen that shows multiple uses of the standard character WOMEN OF
WEED mark. We depict four uses below:

14

October 2, 2018 Specimen of Use at TSDR 1.
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15

16

17

15

Id. at TSDR 54.

16

Id. at TSDR 55.

17

Id. at TSDR 56.
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These displays of the cited mark also emphasize the words WOMEN and WEED,
which, as in Applicant’s mark shown in use above, are displayed in large capital
letters in a stacked presentation, and which are separated by the smaller word “Of”
displayed in a combination of capital and lowercase letters. Such uses of both
standard character marks visually accentuate the words WOMEN and WEED, and
downplay the words or symbols that join them.
The differences between the marks in appearance urged by Applicant might be
noticed in a side-by-side comparison of the marks, but the marks “‘must be considered
. . . in light of the fallibility of human memory’ and ‘not on the basis of side-by-side
comparison,”’ In re St. Helena Hosp., 774 F.3d 747, 113 USPQ2d 1082, 1085 (Fed. Cir.
2014) (quoting San Fernando Elec. Mfg. Co. v. JFD Elecs. Components Corp., 565
F.2d 683, 196 USPQ 1, 3 (CCPA 1977), and we must bear in mind that many
consumers “may have but dim recollections from having previously seen or heard one
or the other of the involved marks.” Neutrogena Corp. v. Bristol-Myers Co., 410 F.2d

18

Id. at TSDR 60.
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1391, 161 USPQ 687, 688 (CCPA 1977). Notwithstanding the presence in the marks
of different words connecting the shared words WOMEN and WEED, we find that the
marks are quite similar in appearance.
The marks also sound very similar when spoken. Just as marks are not compared
in appearance by viewing them side-by-side, they are not compared in sound by
pronouncing them sequentially. We must consider the “general impression” of the
sound of the cited mark WOMEN OF WEED that is likely to be recalled by a
consumer who subsequently hears the mark WOMEN & WEED verbalized. In that
comparison, the marks are very similar aurally. The words WOMEN and WEED
sound identical when each mark is verbalized, and they are by far the most aurally
prominent elements of both marks. Each mark contains four syllables when spoken,
and three of the four are identical. The difference in the sounds of the words “OF” and
“AND” that join the shared words WOMEN and WEED could easily be lost on the
ear, particularly when the marks are spoken quickly, and to the extent that the
differences between “OF” and “AND” are audible, they are outweighed by the aural
similarities of the word WOMEN at the beginning of each mark and the word WEED
at the end of each mark. See Weenatchee-Beebe Orchard Co. v. H.W. Butler & Bro.,
Inc., 126 USPQ 296, 296 (TTAB 1960) (finding that applicant’s mark “B and B” when
spoken is substantially similar to opposer’s mark “BEEBE”). We find that the marks
are also quite similar in sound.
Finally, with respect to connotation and commercial impression, Applicant cites
Embarcadero Techs. Inc. v. RStudio Inc., 105 USPQ2d 1825 (TTAB 2013), and In re
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Sears, Roebuck & Co., 2 USPQ2d 1312 (TTAB 1987), for the proposition that “[e]ven
if two marks are substantially identical in sound and appearance, confusion is
unlikely if they have different meanings and convey different commercial impressions
to the relevant consumer.” 10 TTABVUE 5. Applicant’s citation of these cases for that
proposition implicitly concedes the similarity of WOMEN OF WEED and WOMEN &
WEED in appearance and sound, but the cases do not support Applicant’s claim that
the marks are dissimilar in meaning.
In Embarcadero, the Board found that the mark RSTUDIO for software for
statistical computing was not confusingly similar to the mark ER/STUDIO for “entity
relationship modeling software for SQL databases” notwithstanding similarities of
the marks in appearance and sound. The Board found that the marks were
sufficiently dissimilar in meaning for confusion to be unlikely because “each of the
letter prefixes employed in the marks, ‘R’ and ‘ER’, has a uniquely different and
specific meaning as applied to the respective types of software being sold under each
mark,” Embarcadero, 105 USPQ2d at 1835, because “R” was “the name of the
software programming language that provides the subject matter and field of use for
applicant’s RSTUDIO software and related services,” id. at 1836, and “ER” was “a
recognized abbreviation for ‘entity relationship.” Id. at 1835. The Board also found
that the term common to the marks, STUDIO, was “highly suggestive and commonly
adopted by third parties in connection with software.” Id. at 1836.
In Sears, the Board found that the marks CROSS-OVER for bras and
CROSSOVER for ladies’ sportswear were not confusingly similar notwithstanding
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the identity and near-identity of the marks in sound and appearance, respectively.
The Board found that the marks were dissimilar in meaning because the “mark
‘CROSS-OVER’, when applied to brassieres, is suggestive of the construction of the
brassieres,” while CROSSOVER “conveys no such meaning when applied to ladies’
sportswear” and “is likely to be perceived by purchasers either as an entirely
arbitrary designation, or as being suggestive of sportswear which ‘crosses over’ the
line between informal and more formal wear (i.e., is appropriate for either use) or the
line between two seasons.” Sears, 2 USPQ2d at 1314.
The distinction that Applicant urges between the connotation of WOMEN OF
WEED as describing “the membership of women in an association concerned with the
business aspects of marijuana,” 7 TTABVUE 11, and the connotation of WOMEN &
WEED as suggesting a “magazine [that] provides information of interest to women
in the field of marijuana and medical marijuana,” id. at 12, is a far more subtle one
than the distinctions between the marks in Embarcadero and Sears. Unlike in
Embarcadero, where the marks had “uniquely different and specific” meanings as
applied to the respective goods sold under each mark, Embarcadero, 105 USPQ2d at
1835, and in Sears, where the marks were suggestive of the nature or construction of
the goods, both marks here connote women involved in some manner with marijuana,
either through belonging to an association of marijuana businesswomen or reading a
magazine about, or directed to, women interested in the field of marijuana. As noted
above, the average consumer “retains a general rather than specific impression of
marks,” i.am.symbolic, llc, 127 USPQ2d at 1630, and the recollection of marks
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“among ordinary purchasers is often hazy and imperfect.” Edison Bros. Stores, Inc. v.
Brutting E.B. Sport-Int’l GmbH, 230 USPQ 530, 533 (TTAB 1986) (“likelihood of
confusion must be determined according to whether the one mark may trigger a
recollection of a mark previously encountered in a related or associated marketing
situation.”). Women who have a “general rather than specific” or “hazy and imperfect”
recollection of the cited mark WOMEN OF WEED for association services involving
women in the cannabis and hemp industries who then encounter Applicant’s mark
WOMEN & WEED for magazines in the field of marijuana and medical marijuana
for women are likely to perceive Applicant’s WOMEN & WEED mark to be the mark
that they recall, or a close variant or extension of that mark, because the commercial
impression of both marks has to do with the involvement of women with marijuana.
Any subtle differences in meaning that may be discerned when the marks are
considered together are outweighed by their general similarities in meaning when
they are considered separately, as we must consider them. We find that the marks
are similar in connotation and commercial impression.
The marks are quite similar in appearance and sound, and much more similar
than dissimilar in meaning. The first DuPont factor strongly supports a finding of a
likelihood of confusion.
B.

Similarity or Dissimilarity of the Goods and Services, and
Channels of Trade

The second DuPont factor “considers ‘[t]he similarity or dissimilarity and nature
of the goods or services as described in an application or registration,’” while the third
DuPont factor considers “the similarity or dissimilarity of established, likely-to- 16 -
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continue trade channels.” Detroit Athletic, 128 USPQ2d at 1051 (quoting DuPont, 177
USPQ at 567). Our analysis under these factors is based on the identifications of the
goods in the application and the identification of the services in the cited registration.
Id.; Stone Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 110 USPQ2d
1157, 1161-63 (Fed. Cir. 2014).
It is “not necessary that the goods [and services] be identical or even competitive
to support a finding of a likelihood of confusion.” Coach Servs., 101 USPQ2d at 1722
(quoting 7-Eleven, Inc. v. Wechsler, 83 USPQ2d 1715, 1724 (TTAB 2007)).
“[L]ikelihood of confusion can be found ‘if the respective goods [and services] are
related in some manner and/or if the circumstances surrounding their marketing are
such that they could give rise to the mistaken belief that they emanate from the same
source.’” Id. (quoting 7-Eleven, 83 USPQ2d at 1724). It is “well established that
‘confusion may be likely to occur from the use of the same or similar marks for goods,
on the one hand, and for services involving those goods, on the other.’” Detroit Athletic,
128 USPQ2d at 1051 (quoting TRADEMARK MANUAL

OF

EXAMINING PROCEDURE

(“TMEP”) Section 1207.01(a)(ii)).
The goods identified in the application as amended are “Magazines in the field of
marijuana and medical marijuana for women, sold directly to consumers at
newsstands and retail outlets.” The services identified in the cited registration are
“Association services, namely, promoting the interests of a membership comprised of
women in the cannabis and hemp industries and the cannabis and hemp movements
for the purposes of personal, social, professional, and business development thereof,”
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“Business networking,” and “Social club services, namely, arranging, organizing, and
hosting social events, get-togethers, and parties for club members.”
The Examining Attorney argues that the goods identified in the application as
“magazines sold directly to consumers are of the type that are commonly provided by
the same entity that provides registrant’s ‘association services, namely, promoting
the interests of a membership . . . for the purposes of personal, social, professional,
and business development thereof; business networking’ and ‘social club services,
namely, arranging, organizing, and hosting social events, get-togethers, and parties
for club members.’” 9 TTABVUE 8. She cites “numerous third-party websites that
offer magazines, association services, business networking services, and social club
services,” which she argues “establishes that the same entity commonly provides and
markets magazines, association services, business networking services, and social
club services through the same channels of trade and to the same classes of
consumers in the same fields of use.” Id. at 9. She also relies on third-party
registrations of marks to show “the relatedness of applicant’s magazines to
registrant’s association, business networking, and social club services.” Id. at 11. She
concludes that the record “includes substantial evidence of magazines sold directly to
consumers, as well as association services, business networking services, and/or
social club services, all originating from the same source.” Id. at 12.
Applicant acknowledges that “the Examining Attorney made of record Internet
websites of associations that publish a house organ as well as third party
registrations, purportedly showing marks registered for use in connection with the
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same or similar goods as those of both applicant and registrant in this case,” 7
TTABVUE 13, but rejects this evidence as proof of relatedness. Applicant first argues
that “the evidentiary weight of third party registrations as evidence of buyer
perception is a dubious proposition and has been questioned by the Federal Circuit.”
Id. (citing Smith Bros. Mfg. Co. v. Stone Mfg. Co., 476 F.2d 1004, 177 USPQ 462
(CCPA 1973)). Applicant then argues that it made of record “relevant pages of the
websites of the entities referenced by the Examining Attorney, that demonstrate that
these third party registrants offer their publications by subscription only, generally
as a benefit of membership, or as downloads.” Id. at 14. Applicant concludes that the
third-party registration evidence “does not indicate that any of these publications are
marketed directly to the consuming public or sold on newsstands or other retail
outlets,” and that it “fail[s] to show that associations (or similar groups) utilize the
channels of trade that Applicant uses to market WOMEN & WEED.” Id.
With respect to the Internet use evidence, Applicant argues that it “simply
confirms what has been presented before, e.g. that associations market their house
organs (if at all) on a subscription basis only,” and that it “does not show that these
publications are sold at newsstands and traditional retail outlets, where Applicant
markets its magazines. Accordingly, Applicant’s channel of trade is distinct from the
subscription services marketed by associations through e-tailers.” Id. at 16.
We turn first to the third-party registration evidence. Applicant’s suggestion that
the registrations have “dubious” probative value on the issue of the relatedness of the
goods and services is not supported by the cited Smith Bros. case, which did not
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consider third-party registrations for that purpose, 177 USPQ at 462-63, and the
suggestion is also “contrary to Board precedent.” Ricardo Media, Inc. v. Inventive
Software, LLC, 2019 USPQ2d 311355, *2 (TTAB 2019).
In fact, “third-party registrations which cover a number of
differing goods and/or services, and which are based on use
in commerce, although not evidence that the marks shown
therein are in use on a commercial scale or that the public
is familiar with them, may nevertheless have some
probative value to the extent that they may serve to
suggest that such goods or services are of a type which may
emanate from a single source.”
Id. (quoting In re Mucky Duck Mustard Co., 6 USPQ2d 1467, 1470 n.6 (TTAB 1998)).
See also In re Aquamar, Inc., 115 USPQ2d 1122, 1126 n.5 (TTAB 2015).
The Examining Attorney made of record six use-based third-party registrations of
marks for both association services and magazines.19 Applicant’s sole substantive
attack on the registrations is that the registrants’ actual uses of their marks are for
magazines offered “by subscription only, generally as a benefit of membership, or as

September 11, 2018 Office Action at TSDR 36-38 (“magazines . . . in the field of law” and
“association services, namely, promoting the interests of attorneys, judges, law professors,
legal assistants, law students, activists, and other members of the legal profession”); 39-41
(“magazines . . . in the field of advancing Latino leadership” and “association services,
namely, promoting the interests of Latino executives”); 48-51 (“magazines relating to aviation
including business aviation” and “association services, namely, promoting the interests of
companies and organizations in the field of business aviation”); 55-58 (“Magazines in the
fields of law, justice, and other topics of interest to the legal profession and the judiciary” and
“association services, namely, promoting the interests of the legal profession and the
judiciary”); 59-62 (“printed magazines in the field of commercial audio-visual
communications and the commercial audio-visual communications industry” and “association
services, namely, promoting the interests of those in the commercial audio-visual
communications industries”); and 63-66 (“magazines . . . in the fields of telecommunications
and the cable television industry” and “association services, namely, promoting the interests
of professionals in the field of telecommunications”). Three additional registrations cover
association services and other forms of printed publications, id. at TSDR 23-26, association
services and the publication of magazines, id. at TSDR 27-35, and trade association services
and other forms of printed publications. Id. at TSDR 52-54.
19

- 20 -

Serial No. 88035215

downloads,” 7 TTABVUE 14, rather than at newsstands and retail outlets. This
argument is also meritless.
In In re Country Oven, Inc., 2019 USPQ2d 443903 (TTAB 2019), the goods and
services at issue were “bread buns,” identified in the cited registration, and various
“bakery services,” identified in the application. The examining attorney made of
record registrations of marks covering “at least one of the bakery services” identified
in the application and “goods that encompass ‘bread buns.’” Id. at *6. The applicant
argued that the registrations were not probative of the relatedness of the goods and
services “because ‘bread buns’ are a specific type of product such as a hamburger bun
or hot dog bun, [and] they are not covered within the general category of ‘bakery
goods’ listed in some of the registrations.” Id. at 9. The Board rejected that argument:
Just as we must consider the full scope of the goods and
services as set forth in the application and registration
under consideration, we must consider the full scope of the
goods and services described in a third-party registration.
Because the benefits of registration are commensurate
with the scope of the goods specified in the certificate of
registration, a registration that describes goods broadly is
presumed to encompass all goods or services of the type
described. . . Here, the terms “bakery goods” and “bakery
products” in the registrations encompass “bread buns.”
Similarly, “buns” is broad enough to include all types of
buns, including “bread buns.”
Id. at *9 (citation omitted). Here, the goods identified in the third-party registrations
as “magazines” are not limited to any particular channel of trade, and we must give
the identifications in the registrations their full scope and deem them to encompass
magazines “sold directly to consumers at newsstands and retail outlets” as well as
magazines sold “by subscription only, generally as a benefit of membership, or as
- 21 -
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downloads.” 7 TTABVUE 14.20 We find that the third-party registrations support a
finding of relatedness between association services and magazines. Aquamar, 115
USPQ2d at 1126 n.5.
With respect to the use evidence, the Examining Attorney made of record multiple
webpages showing that a wide range of entities that provide association services also
publish magazines directed to the associations’ particular areas of interest. The
evidence covers areas as disparate as camping, birdwatching, library science, public
education, aeronautics and space, state history, archaeology, wildlife, and the spa,
gift, real estate, and self-storage industries, and involves associations such as the
National Association of Realtors, the National Educators Association, the
Smithsonian Institution, the National Geographic Society, and the National Wildlife
Federation.21 Applicant is correct that many of these magazines appear to be provided
as an incident to organization membership, or are offered on a subscription basis to
members. 10 TTABVUE 9. We find, however, that these facts do not detract from the
probative value of this evidence in showing that organizations providing association
services commonly publish magazines in their associations’ fields of interest. How,

In its appeal brief, Applicant notes that in the final office action, the Examining Attorney
had characterized Applicant’s argument based on the extrinsic evidence of the third-party
registrants’ actual uses of the marks in the third-party registration as an impermissible
“collateral attack on a cited registration.” 7 TTABVUE 14 (citing March 14, 2019 Final Office
Action at TSDR 1). Applicant correctly argues that only collateral attacks on registration(s)
cited against an application are impermissible. Id. at 14-15. This does not extend to thirdparty registrations made of record in support of the refusal, such as to establish a relationship
between the goods or services.

20

September 11, 2018 Office Action at TSDR 5-14, 17-20; March 14, 2019 Final Office Action
at TSDR 2-28.
21
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and on what basis, these “house organs” reach their members, or, in some instances,
non-members,22 goes to the channels of trade through which they are distributed, not
to the relatedness of the involved goods and services per se. Like the third-party
registration evidence, this use evidence shows that organizations that provide
association services frequently publish magazines on topics of interest to their
members. This evidence supports a finding that consumers could reasonably
conclude, in the words of the involved identifications, that an association “promoting
the interests of a membership comprised of women in the cannabis and hemp
industries and the cannabis and hemp movements for the purposes of personal, social,
professional, and business development thereof” would also publish a magazine “in
the field of marijuana and medical marijuana for women.” The circumstances
surrounding the marketing of the involved goods and services “are such that they
could give rise to the mistaken belief that they emanate from the same source” when
offered under the similar marks WOMEN OF WEED and WOMEN & WEED. Coach
Servs., 101 USPQ2d at 1722 (quotation omitted). The second DuPont factor supports
a finding of a likelihood of confusion.

It appears that at least some of these “house organs” can be subscribed to, or otherwise
purchased by, non-members of the organizations that publish them. March 14, 2019 Final
Office Action at TSDR 5 (referring to the purchase of a gift subscription to Biblical
Archaeology Review magazine published by the Biblical Archaeology Society); 6 (offering
subscriptions to various publications of The National Geographic Society); 8 (offering
subscriptions to a publication of The Phi Beta Kappa Society, an invitation-only honor
society); February 26, 2019 Request for Reconsideration at TSDR 64 (offering single copies of
AFA Watchbird magazine to non-members of the American Federation of Aviculture); 144
(offering annual subscription to San Diego Lawyer magazine to non-members of the San
Diego County Bar Association).
22
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The record does not show that magazines published by organizations providing
association services are regularly “sold at newsstands and traditional retail outlets,
where Applicant markets its magazines.” 7 TTABVUE 16.23 At the same time,
however, it is self-evident from the involved identifications of goods and services that
there is at least some overlap between the classes of consumers of Applicant’s
“magazines in the field of marijuana and medical marijuana for women” sold
“directly to consumers at newsstands and retail outlets” and the classes of consumers
of the registrant’s services of “promoting the interests of a membership comprised of
women in the cannabis and hemp industries and the cannabis and hemp movements
for the purposes of personal, social, professional, and business development thereof.”
Accordingly, we find that the third DuPont factor weighs slightly against a finding of
a likelihood of confusion.
C.

Balancing the DuPont Factors

The WOMEN & WEED and WOMEN OF WEED marks are quite similar, and
there is no evidence of any third-party use of similar marks. The record shows that
providers of association services frequently publish magazines on topics of interest to
their members, and although Applicant’s particular “magazines in the field of
marijuana” are distributed only through brick-and-mortar channels of trade, the

The channel-of-trade limitation in Applicant’s application reads “newsstands and retail
outlets.” Giving that identification its full scope, we construe it to limit the distribution of
Applicant’s magazine to brick-and-mortar world locations. We note that although the record
is devoid of evidence of sales of membership organizations’ magazines at such locations, a
number of them can be purchased through online retail outlets such as amazon.com. March
14, 2019 Final Office Action at TSDR 4-12.
23
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classes of consumers for those magazines include consumers who would be obvious
consumers of association services “promoting the interests of a membership
comprised of women in the cannabis and hemp industries and the cannabis and hemp
movements.” We find, on the basis of the record as a whole, that consumers familiar
with the registrant’s marijuana industry-related association services provided under
the WOMEN OF WEED mark would be likely to believe mistakenly that Applicant’s
WOMEN & WEED “magazines in the field of marijuana and medical marijuana for
women” sold “directly to consumers at newsstands and retail outlets” originate with,
or are sponsored or authorized by, the WOMEN OF WEED association.
Decision: The refusal to register is affirmed.
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