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Applicant incorporates herein by reference asif fully set forth herein its Response to Office Action (with all exhibits) filed with the USPTO on
November 30, 2018 and all evidence and arguments included in that response.

For the office's convenience, Applicant is attaching a PDF of this entire response so that any included mark images will be displayed in the
PDF.

The December 31, 2018 Office Action

By Office Action issued December 31, 2018 Office Action, the USPTO finally refused registration of Applicant’s mark shown below in
Classes 9, 14 and 18, based on U.S. Registration 5258957 also shown below based on Classes 14, 25 and 35 of that registration:

Applicant’sMark

U.S. App. 87941661
Filed: May 30, 2018

International Class 9: Bioleather tech accessories, namely, phone cases, mobile phone cases, tablet and computer
cases; bags, namely, computer bags, bioleather computer bags

International Class 14: Bioleather watch bands and straps

International Class 18: Biofabricated leather; biofabricated leather goods, namely, all-purpose carrying bags,
athletic bags, backpacks, carry-on bags, change purses, duffel bags, luggage; bioleather being collagen-based
leather alternative; bioleather goods, namely, all-purpose carrying bags, athletic bags, backpacks, carry-on bags,
change purses, duffel bags, luggage; bioleather handbags; handbags, purses and wallets; bioleather handbag,
purses and wallets; backpacks, book bags, sports bags, bum bags; bioleather backpacks, book bags, sports bags,
bum bags; suitcases; bioleather suitcases; bags, namely, fashion handbags, beach bags, carry-on bags, gym bags,



messenger bags, purses; weekend bags; bioleather bags, namely, fashion handbags, beach bags, carry-on bags,
gym bags, messenger bags, purses, weekend bags; bioleather fibersin the nature of aleather alternative thread
for further manufacture; bioleather materials, namely, aleather alternative

Color isnot claimed as a feature of the mark. The mark consists of two triangles arranged in the shape of a
square, followed by acircle, followed by a small triangle above atrapezoid arranged in the shape of atriangle,
which represent the negative space of the letters"Z", "O", and "A", which spell the word ZOA.

Cited Registration

U.S. Reg. 5258957
Issued Aug. 8, 2017

International Class 14: Jewelry; Jewelry, namely, dog tags for wear by humans for decorative purposes. FIRST
USE: 20160327. FIRST USE IN COMMERCE: 20160327

International Class 25: Clothing, namely, shirts. FIRST USE: 20130318. FIRST USE IN COMMERCE:
20130318

International Class 35: Online ordering services featuring CDs, DV Ds, clothing, jewelry, headphones, blankets,
books, tote bags, stickers, buttons, lapel pins, patches for clothing, wooden scul ptures. FIRST USE: 20130318.
FIRST USE IN COMMERCE: 20130318

Color isnot claimed as a feature of the mark. The mark consists of atriangle with a horizontal line through the
middle.

In the December 31, 2018 Office Action, the office withdrew the prior refusal of applicant’s Class 25. Although no reason was stated for
withdrawing the refusal for that class, applicant submits that the refusal regarding Class 25 was withdrawn because Registrant’s mark isa
simple geometric shape — “atriangle design split in two” — and coexists with other similar simple geometric shapesin Class 25, as shown in
Applicant’s November 30, 2018 response to the first office action.

The December 31, 2018 Office Action states that the examiner maintained the likelihood of confusion refusal for Classes 9, 14 and 18 of
applicant’ s application “based on the following relevant factors. similarity of the marks and similarity and nature of the goods and/or
services.”

Applicant agrees that because these are design marks, the similarity of the marksis determined primarily on the basis of visual similarity, and
the commercial impression of each mark is determined based entirely on its appearance and meaning. The marks have no sound; they are not
pronounced. The office action indicates that the mark in the cited registration has no meaning. Rather, it's asimple geometric design—“a
triangle design split in two” or as the mark description states: “atriangle with a horizontal line through the middle.”

Applicant submits that the initial office action and the December 31, 2018 Office Action improperly applied aper se rule to refuse registration
onthat basis. In addition, that office action fails to consider the marks as awhole, because when the marks are considered in their entirety, itis
self-evident that there are striking differences between the marks. They are not visually similar in appearance. And each mark’s commercial
impression, based on the mark’ s appearance, is distinct and dissimilar.

In addition, Applicant submitted evidence that the marks have profoundly different meanings. When the meaning of the marksis considered,
the commercial impression of each mark is even more fundamentally different. For these reasons, there is no likelihood of confusion.

l. Applicant’sMark and the Cited Mark Differ Fundamentally
A. TheMark in the Cited Registration has Only a Narrow Scope of Protection

As applicant argued in its November 30, 2018 Response to Office Action, the registrant’s mark is weak. First, the mark in the cited
registration enjoys only a very narrow scope of protection, as the owner of that registration admitted in arguing against alikelihood of refusal
against its application. There are so many third party registrations comprised of various forms of triangles for the same and related goods that
such marks are inherently weak and entitled only to a narrow scope of protection. Consumers easily and consistently distinguish such weak
marks.

The number of similar marks in use on similar goods and services is one of the factors that must be considered when determining if a
likelihood of confusion exists. InreE.l. du Pont de Nemours & Co., 177 USPQ 563, 567 (CCPA 1973) The third party use of similar marks on
similar goods is relevant to show that a mark is relatively weak and entitled to only a narrow scope of protection. Palm Bay Imports Inc. v.
Veuve Clicquot Ponsardin Maison Fondee En, 73 USPQ2d 1689, 1694 (Fed. Cir. 2005); In re Hartz Hotel Services Inc., 102 USPQ2d 1150,
1152 (TTAB 2012). Evidence of third-party use of similar marks can ‘show that customers have been educated to distinguish between
different marks on the basis of minute distinctions. Juice Generation, Inc. v. GSEnterprises LLC, 115 USPQ2d 1671 (Fed. Cir. 2015).



Without rehashing all of the evidence of third party registrations and use (for al classes) which Applicant submitted with its November 30,
2018 response, Applicant submits that the December 31, 2018 Office Action withdrew the initial refusal of Class 25 of Applicant’s
application because of the following registered marksin Class 25, among others:

Class 25

Goods/Services

Mark & Reg. No. Owner

clothing; namely, neckties, belts and t-shirts Religious Technology Center

(Cdlifornia Non-Profit Corporation)
1710 lvar Avenue Los Angeles

U.S. Reg. 1731257 California 90028

headwear; pants; shirts; underwear; women's | . Bradiey Amaechi (United States
clothing, namely, shirts, dresses, skirts, Citizen)

blouses; coats for men and women; coats for 1821 Crenshaw BIvd, #206 Los

men and women; custom made to measure Angeles California 90019

suits for men and women; custom made to
measure suits for men and women; footwear
for men and women; footwear for men and
women; men's suits, women's suits; sweat
shirts; t-shirts

U.S. Reg. 5122915

clothing, namely, pants, dresses, skirts, tops, Bri

- R . ght Brands Sportsgoods, S.A.
shirts, t-shirts, jerseys, seeveless jerseys, (Joint-Stock Company)
kerchiefs, tracksuits, shorts, socks, gloves, Rua Jodo Mendonga, N°. 529, S%0
anoraks, jackets, dressing gowns, waterproof Mamede De Infestae Senhora‘ DaHora,

jackets, waterproof pants; sports clothing, P-4464-501 Matosinhos Portugal
namely, leggings, tracksuits, shorts, t-shirts,
jerseys, sleeveless jerseys, socks, gloves,
jackets, headbands, tops, shirts, kerchiefs,
coats, dressing gowns; footwear; headgear,
namely, visors, caps, hats, berets

U.S. Reg. 5253413

tee shirts, sweatshirts, ball caps, and tank

Invisible Children, Inc. (California
tops

Non-Profit Corporation)
641 S Street Nw Washington District

U.S. Reg. 4532419 of Columbia 20001

men's clothing, namely, t-shirts with long g SR,
sleeves, short sleeves and sleevel ess, shirts Eﬁtg(ﬁ;ﬁ}éﬁ;ﬂgma
and casual shirts, tank tops, sweatshirts, 13538 Excelsior Dr. Santa Fe
sweatshirts with hoods, shorts, shoes for California 90670

casual wear, casual socks, bandannas, beanie
hats, baseball hats, visors, bathing suits,
thermal undergarments, sweat pants, and
jackets, women's clothing, namely, t-shirts
with long sleeves, short sleeves and
sleeveless, sweatshirts, sweatshirts with
hoods, blouses, tank tops, tube tops, tunics,
casual dresses, swimwear, bandannas, beanie
hats, baseball hats, visors; etc.

U.S. Reg. 4730007

Although there are many additional triangle marks for clothing itemsin Class 25, the foregoing marks are identical in part to the “clothing,
namely, t-shirts’ covered by U.S. Reg. 5258957. Significantly, the December 31, 2018 Office Action argues that the clothing items are related
to applicant’s goods in Classes 9, 14 and 18, even though the cited registration does not cover any of the same goods as applicant’s goodsin
Classes 9, 14 and 18.

The Registrant of U.S. Reg. No. 5258957 responded to a likelihood of confusion rejection by arguing that the very similar cited registrations



(including U.S. Reg. 1731257 above), which included triangle designs, were only entitled to a limited scope of protection. Applicant argued:

Itis Applicant’s contention that the differences in the marks are significant, and the Examining Attorney must consider themin
her likelihood of confusion analysis. It is respectfully submitted that the marks of the respective parties are visually
distinguishable, and distinctly different as to meaning and commercial impression and accordingly, consumers are not likely to
be confused as to the source of the goods being provided.

Registrant’ s Office Action Response (submitted with Applicant’s November 30, 2018 Response to Office Action. Registrant’s argument

that similar triangle marks should be given a narrow scope of protection gives rise to prosecution history estoppel mandating a narrow scope of
protection for registrant’ s resulting registration. See Juice Generation, Inc. v. GSEnters. LLC, 115 USPQ2d 1671, 1675 (Fed. Cir. 2015). As
the Federal Circuit observed in Juice Generation:

Although estoppel based on prosecution of an application has played a more limited role for trademarks than for patents, see
Anthony's[Pizza & Pasta Int'l, Inc. v. Anthony’s Pizza Holding Co.] , 95 U.S.P.Q.2d 1271, aff'd, 415 F. App'x 222 (Fed. Cir.
2010) (not mentioning estoppel); see also 6 McCarthy on Trademarks and Unfair Competition § 32:111 (4th ed. 2015), we have
recognized that such comments have significance as "facts 'illuminative of shade and tone in the total picture confronting the
decision maker," GSEnters., 2014 TTAB LEXIS 264, 2014 WL 2997639, at *7 (quoting Interstate Brands Corp. v. Celestial
Seasonings, Inc., 576 F.2d 926, 929 (CCPA 1978)); see also Sone Lion Capital Partners, L.P. v. Lion Capital LLP, 746 F.3d
1317, 1322 (Fed. Cir. 2014). Other courts have afforded even greater weight to such statements. E.g., Freedom Card, Inc. v.
JPMorgan Chase & Co., 432 F.3d 463, 476 (3d Cir. 2005).

115 USPQ2d at 1675. Aswasthe case in Juice Generation, the registrant’ s argument during prosecution of his application that his mark
could coexist with nearly identical marks for identical goods, and registrant’s factual admission that “the marks of the respective parties are
visually distinguishable, and distinctly different as to meaning and commercial impression, supports applicant’s argument that registrant’s
mark isweak and entitled only to a narrow scope of protection. See, Juice Generation, 115 USPQ2d at 1675. The office actionsignore
registrant’ s admission regarding the visual distinguishability and inherent weakness of his mark, and that admission in successfully arguing
for registration of the cited mark, creates an estoppel limiting the scope of registrant’s mark for registrant. The cited mark is weak.

Applicant respectfully submitsthat if U.S. Reg. 5258957 can coexist with U.S. Reg. 1731257 (and 1723622) for identical goodsin
International Class 25, then the cited registration can easily coexist with Applicant’s distinctly different mark in International Classes 9, 14
and 18 for non-identical goods.

B. TheOffice Action Improperly Applied a Per Se Ruleto Find a Likelihood of Confusion
The December 31, 2018 Office Action repeatedly emphasizes that applicant’s mark includes the mark in the cited registration:

“Here, registrant’s mark is fully incorporated into applicant’s mark as the last element of the design.

“Incorporating the entirety of one mark within another does not obviate the similarity between the compared marks. . ..”
“While applicant’s mark contains additional designs, these designs have been added to registrant’s mark.”
“Themarksareidentical inpart . . ..”

“However, applicant’s applied-for mark fully incorporates registrant’ s applied-for mark.”

“While applicant’s mark contains additional designs, these designs have been added to registrant’s mark.”

“Themarks areidentica inpart . . ..”

“However, applicant’s mark fully incorporates the registrant’s mark.”

“However, incorporating the entirety of one mark within another does not obviate the similarity between the compared marks. . ..”
“In the present case, the marks are identical in part and thus are confusingly similar.”

“Further, applicant’s mark does incorporate registrant’s mark and merely adds additional shapesto the registered mark.”
“Adding aterm to aregistered mark generally does not obviate the similarity between the compared marks. . ..”

“In the present case, the marks are identical in part.”

The office action’ simposition of a per se rule that one mark incorporating another mark in its entirety is per se likelihood of confusionis
incorrect. The owner of the cited registration has taken the position that these triangle marks are weak and only entitled to a narrow scope of
protection. The Principal Register is replete with marks that incorporate other marksin their entirety. The application of a per se rule
congtituting alikelihood of confusion in the office action constitutes legal error. When Applicant’s mark is considered as awhole, asit must
be, it is plain that its mark and the mark in the cited registration are fundamentally different in every way such that consumer confusion is not
likely and, indeed, is highly unlikely.

C. ThereareCountless Examples of Registered Marksthat Incorporate Other Markswithout Any Likelihood of Confusion
In support of the proposition that a mark which incorporates another mark creates a likelihood of confusion, the office action cites cases

involving word marks where one word mark incorporates another word mark. But there are many cases where aword mark incorporating the
entirety of another word mark and that other word mark can coexist without any likelihood of confusion, even asto identical goods. See, e.g.,



Truescents LLC v. Ride Skin Care, LLC, 81 USPQ2d 1334 (TTAB 2006).

In Truescents, the Board held that applicant’s mark GENUINE RIDE SKIN CARE & Design could coexist without any likelihood of
confusion with the prior registered marks GENUINE SKIN, GENUINE BODY, GENUINE SPA and GENUINE FACE for legally identical
and closely related goods. The Board reasoned that the marks at issue had different dominant features — RIDE in the application and
GENUINE in opposer’sregistrations. The marks, when considered as awhole, were visually readily distinguishable because purchasers will
readily look to the dominant portion of applicant’s mark as a means of distinguishing between the sources of applicant’s and opposer’s
products. The Board held that “the dissimilarity between the marksis dispositive in thiscase.” 81 USPQ2d at 1342 (citing Kellogg Co. v.
Pack-Em Enterprises Inc., 14 USPQ2d 1545 (TTAB 1989), aff’d 951 F.2d 330, 21 USPQ2d 1142 (Fed. Cir. 1991)); seealso, Inre
FabFitFun, Inc., 127 USPQ2d 1670 (TTAB 2018) (reversing section 2(d) refusal of I'M SMOKING HOT for cosmetics notwithstanding
prior registered mark SMOKIN’ HOT SHOW TIME for cosmetics).

In this case, however, we are dealing with design marks that have no literal element. And the cited registered mark is avery simple geometric
shape —“atriangle split in two.”

Notwithstanding the office action’s per se refusal of one mark that incorporates another mark, there are countless examples of marks
incorporating other marks where no likelihood of confusion was found. Some examplesinclude:

Jack Wolfskin Ausrustung Fur Draussen GmbH | No likelihood of confusion between and

& Company KGAA v. New Millennium Sports,
SL.U., 797 F.3d 1363 (Fed. Cir. 2015)

both for clothing itemsin International Class
25.

Inre Covalinski, 113 USPQ2d 1166 (TTAB
2014) (precedential)

No likelihood of confusion between
REDNECK RACEGIRL & Design

for athletic apparel in International Class 25
and RACEGIRL (standard characters) for
various clothing itemsin International Class 25.

In re White Rock Distilleries, Inc., 92 USPQ2d
1282 (TTAB 2009) (precedential)

No likelihood of confusion between VOLTA
(standard characters) for energy vodka infused
with caffeinein International Class 33 and
TERZA VOLTA & Design

for wines and sparkling wines in International
Class 33

In re Primeway International LLC, Serial No.
87059786 (Jan. 9, 2019) (not precedential)

No likelihood of confusion between
applicant’s mark INCOGNITO for footwear in
Class 25 and registrant’s mark, STS
INCOGNITO & Design, for hats, hooded
sweatshirts, jackets, shirts and t-shirtsin
International Class 25

Parfums de Coeur Ltd. v. Lazarus, 83 USPQ2d
1012 (TTAB 2007) (precedential)

No likelihood of confusion between application
for BM BODYMAN & Design

for an animated television seriesin
International Class 41 and registered marks
BOD and BOD MAN (with “BOD”
disclaimed) used and registered for men’s
fragrancesin International Class 3

Seve' s lce Creamv. Seve' s Famous Hot
Dogs, 3 USPQ2d 1477, 1478-79 (TTAB 1987)
(precedential)

No likelihood of confusion between STEVE's
& Design for restaurant servicesin
International Class 42

and STEVE's (typed characters) for ice cream
in International Class 30

In In re Jack Wolfskin, the Board distinguished marks having nearly identical design elements based on the inclusion of the literal element
KELME. In the other cited cases, a design element was sufficient to distinguish marks with identical or nearly identical literal components.
Plainly, that one mark incorporates another mark in its entirety does not necessarily give rise to alikelihood of confusion.



In addition, the Principal Register is replete with registered design marks which incorporate other registered design marks for the same or
related goods, as shown by Exhibit A, which isachart of afew registered design marks which incorporate other registered marksin whole or
in part for the same or similar goods. Exhibit A aso includes the TSDR records for these registrations, and is incorporated herein by
reference. There probably are hundreds if not thousands of other such marks on the Principal Register.

D. Applicant’'sMark Must be Considered asa Whole

Second, the marks must be considered as a whole, and therefore, cannot be dissected into constituent elements when comparing Applicant’s
mark and the mark in the cited registration, which plainly constitutes a triangle with a horizontal bar missing and & so constitutes the negative
space of the letter “A”. Asthe Federal Circuit recently observed on this fundamental aspect of the likelihood of confusion analysis:

Marks are compared along the axes of their “ appearance, sound, connotation and commercial impression.” Dupont, 476 F.2d at
1361. “The commercia impression of atrade-mark is derived from it as awhole, not from its elements separated and
considered in detail.” Estate of P.D. Beckwith, Inc., v. Comm'r of Patents , 252 U.S. 538, 54546 (1920). Our predecessor
court explained that “a mark should not be dissected and considered piecemeal; rather, it must be considered asawholein
determining likelihood of confusion.” Franklin Mint Corp. v. Master Mfg. Co., 667 F.2d 1005, 1007 (CCPA 1981). That does
not preclude consideration of components of a mark; it merely requires heeding the common-sense fact that the message of a
whole phrase may well not be adequately captured by a dissection and recombination. See FCC v. AT&T Inc., 562 U.S. 397,
406 (2011) (making similar point about “ personal privacy” ). It isthe mark inits“ entiret[y]” that must be assessed. DuPont,
476 F.2d at 1361.

Juice Generation, Inc. v. GSEnterprises LLC, 794 F.3d 1334 (Fed. Cir. 2015). In Juice Generation, the Federal Circuit reversed the Board's
affirmance of a Section 2(d) refusal of PEACE, LOVE & JUICE & Design for juice bar servicesin light of the prior registered marks PEACE
& LOVE & Design for restaurant services noting, in part, that the Board failed to properly consider the three-word combination of Juice
Generation’s mark as awhole in comparing it to the two-word combination in GS's marks, and remanded for further proceedings.

Thereafter, the Opposer withdrew the opposition with prejudice, and PEACE, LOVE & JUICE & Design issued as U.S. Reg. 4,854,158.

Rather, in assessing alikelihood of confusion, the marks must be considered in their entirety. Juice Generation, 794 F.3d at 1361. “The
marks ‘must be considered . . . in light of the fallibility of memory.””  Inre FabFitFun, 127 USPQ2d at 1675 (quoting Inre &. Helena
Hosp., 774 F.3d 747, 113 USPQ2d 1082, 1085 (Fed. Cir. 2014) (quoting San Fernando Elec. Mfg. Co. v. JFD Elecs. Components Corp., 565
F.2d 683, 196 USPQ 1 (CCPA 1977)). Inassessing the first du Pont factor, the focusis on the recollection of the average purchaser, who
normally retains a general rather than a specific impression of trademarks. See Mini Melts, Inc. v. Reckitt Benckiser LLC, 118 USPQ2d 1464,
1470 (TTAB 2016).

E. Applicant’'sMark and the Mark in Reg. 5258957 are Visually Very Different

When consumers consider applicant’s mark, they will likely perceive the mark from left to right which is the typical manner of reviewing
written material in the U.S. See Presto Prods. Inc. v. Nice-Pak Prods., Inc., 9 USPQ2d 1895, 1897 (TTAB 1988) (“it is often thefirst part of a
mark which is most likely to be impressed upon the mind of a purchaser and remembered”).

Applying these rules to applicant’s mark and the mark in the cited registration, two things are obvious. First, visually —the only way the
marks can be perceived according to the office action — the marks differ fundamentally. Applicant’s mark begins with a split square — the
negative image of the letter “Z” —followed by a circle — the negative image of the letter “O” — and ends with the split triangle — the negative
image of the letter “A.” Second, the dominant portion of applicant’s mark is the first geometric design, which the office action describes as a
“square made up of two triangles.” The dominant portion of the cited registration is “the triangle design split in two.” The dominant features
of these two design marks differ fundamentally. In addition, applicant’s mark includes two or three (depending on how one counts) additional
geometric shapes than registrant’s mark. When the marks are considered in their entireties, as they must be, they are visually dissimilar asa
whole.

The office actions take the position that the parties’ marks have no meaning, and that visual similarity alone isthe basis for assessing
similarity of the marks. Applicant’s mark is comprised of three or five different meaningless symbolsin arow — “a sguare made up of two
triangles, acircle, and atriangle that is split in two” See September 29, 2018 Office Action —and visually has to be viewed as plainly
dissimilar to applicant’s simple “triangle design split in two.”

F. Applicant’'sMark and theMark in Reg. 5258957 Differ Fundamentally in Meaning

Under the theory of the office actions, applicant’s mark and the cited mark are arbitrary as applied to applicant’s and registrant’ s respective
goods. In other words, neither mark has any meaning as applied to the respective goods.” In re White Rocks Distilleries, Inc., 92 USPQ2d
1282, 1284 (TTAB 2009). Applicant submitsthat even if both marks are meaningless, they are visually sufficiently distinct as to preclude any
likelihood of confusion. Seeld.



Applicant further submits that its mark is comprised of the negative image of three letters, “Z” “O” “A” which together comprise the word
“ZOA,” which isapplicant’s principal brand. Application Serial No. 87941661, as amended, includes within the description of the mark:
“The mark consists of two triangles arranged in the shape of a square, followed by acircle, followed by asmall triangle above a trapezoid
arranged in the shape of atriangle, which represent the negative space of the letters“Z”, “O”, and “A”, which spell the word ZOA.”

Inits November 30, 2018 response, Applicant submitted competent evidence of the al phabet in negative images, which makes clear that
Applicant’s mark is comprised of the negative image of the letters“Z” “O” and “A”, which spell theword “ZOA.” Specificaly, Ms. Chi
Ng's November 29, 2018 declaration stated, among other things, that she isinvolved in and familiar with Modern Meadow’ s trademarks and
the design of those trademarks; that applicant’s mark, which is the subject of U.S. App. Serial No. 87941661, is comprised of the negative
images of the letters“Z”, *O”, and “A”, which together spell the word ZOA; the declaration set forth a depiction of the negative image
alphabet for the English language al phabet; that the mark shown in U.S. Reg. 5258957 constitutes the negative image of the letter “A”; and
that the negative image alphabet is well known in the design community and among consumers for Modern Meadow’ s products identified in
U.S. Application Serial No. 87941661. See Ng Decl., 11 1-7 (filed with applicant’s November 30, 2019 response).

The December 31, 2018 Office Action improperly disregarded this evidence in its entirety as “ self-serving.”

Accordingly, Applicant is submitting with this response the declaration of a professional graphic design artist, Anne C. Kerns, AIGA. The
Kerns Declaration, with Exhibit A, is attached and incorporated herein by reference. In her declaration, Ms. Kerns, an experienced graphic
designer with 29 years of continuous experience, states:

e Shereviewed U.S. App. 87941661 and U.S. Reg. 5258957. Kerns Decl. 1 2.

e The USPTO database records for these marks are attached to her declaration. 1d.

o Applicant’smark shown in U.S. App. 87941661 is comprised of the negative image or counterspace of the letters“Z”, “O”, and “A”
which spell ZOA. 1d. 13.

She identifies one example of the negative image or counterspace al phabet for the English Language Alphabet. 1d. 4.

She confirms that the mark in U.S. Reg. 5258957 is the negative image or counterspace of the letter “A”. 1d. 1 5.

She confirms that the negative image alphabet is well known in the design community and among American consumers. 1d. 6.

She also indicates that “the display of English language letters using their negative image or counterspace is common in U.S. commerce
and among consumers for consumer products and is widely recognized by persons fluent in the English language and other persons
whose languages use the same alphabet. Id. 7.

Applicant’s mark plainly means“ZOA.” Theword, ZOA, isdefined asthe plural of ZOON. See Exhibit B, Random House Dictionary,
Second Edition, Excerpts, p. 2211. Zoon is defined as*any of the individuals of a compound organism.” Exhibit B, p. 2212.

The mark in the cited registration, in contrast, is the negative image of the letter “A.” “A” is defined to mean:

1. the first letter of the English aphabet, a vowel.

2. any spoken sound represented by the letter A or g, asin bake, hat, father, or small.
3. Something having the shape of an A.

4. A written or printed representation of the letter A or a

5. A device, as aprinter’ s type, for reproducing the letter A or a.

Exhibit B, p. 1.

When one compares Applicant’s mark, “ZOA,” to the registered mark, “A,” it is plain that the marks have fundamentally different

meanings. Of course, the Board may take judicial notice of these dictionary definitions. Truescents, 81 USPQ2d at 1342 n. 3 (citing
University of Notre Dame du Lac v. J.C. Gourmet Food Imports Co., 213 USPQ 594 (TTAB 1982) aff'd , 703 F.2d 1372, 217 USPQ 505 (Fed.
Cir. 1983)).

G. Applicant’sMark and the Cited Mark Create Different Commercial |mpressions

As has been shown, Applicant’s Mark and the cited Mark are visually very different, they have different dominant elements, and when they
are considered as awhole, they are fundamentally different in appearance. If the marks are compared solely based on their visual appearance,
each mark creates a fundamentally distinct and different commercial impression.

In addition, applicant’s mark and the cited mark have fundamentally different meanings. If the meaning of each mark is considered when
comparing them, the marks are even more distinct and different, and create fundamentally different and distinct commercial impressions. See
In re White Rocks Distilleries, Inc., 92 USPQ2d at 1284 (VOLTA for vodkaand TERZA VOLTA & Design for wines engender different
commercia impressions).

Each mark creates a fundamentally different and distinct commercial impression such that consumer confusion is not likely. 1d.



H. TheOffice Action’s Supposition about Consumer Perceptions is Unsubstantiated and Not Based on any Evidence

The December 31, 2018 Office Action also based the refusal of Classes 9, 14 and 18 (but not 25) on the unfounded supposition that “ potential
purchasers. . . could still reasonably assume, given the overall similarities in appearance and commercial impression in the respective marks,
that applicant’s goods and services provided under the applicant’s mark constitute a new or additional goods and service line from the same
source as the goods and services sold under the registrant’s mark with which they are acquainted or familiar, and that applicant’s mark is
merely avariation of the registrant’s mark.” This language appears verbatim once in the September 29, 2018 office action and twice in the
December 31, 2018 office action.

Thereisno factual or evidentiary basis for this supposition regarding consumer perceptions. There certainly is no evidence to support that a
majority or even any consumers will perceive the marksin thisfashion. Thisis particularly true where the marks plainly possess different
dominant elements, are visually different and have fundamentally different meanings, thereby creating distinct commercial impressions.

I1.  TheDissimilarity of the Marksasa Wholeis Sufficient to Preclude a Likelihood of Confusion

Applicant respectfully submits that based on the fundamental differencesin the marks as a whole thereis no likelihood of confusion. See
Odom's Tennessee Pride Sausage, Inc. v. FF Acquisition, L.L.C., 600 F.3d 1343 (Fed. Cir. 2010). Asthe Federal Circuit repeatedly has held,
“asingle DuPont factor ‘may be dispositive in alikelihood of confusion analysis, especially when that single factor is the dissimilarity of
marks.”” Odom's Tennessee Pride, 600 F.3d at 1346-47 (quoting Champagne Louis Roederer, SA. v. Delicato Vineyards, 148 F.3d 1373,
1375 (Fed. Cir. 1998)); Kellogg Co. v. Pack’em Enters. , 951 F.2d 330, 332 (Fed. Cir. 1991). Asin Odom’'s Tennessee Pride, “the visua
distinctions between the marks at issue here create unquestionably different commercial impressions, thereby precluding a finding of
likelihood of confusion.” 600 F.3d at 1346. Applicant respectfully submits that the Section 2(d) partial refusal should be withdrawn for all
classes— International Classes 9, 14 and 18.

1. TheEvidencethat the Goods are Commercially Related isnot Strong

The December 31, 2018 Office Action, like the initial office action, relies solely on Internet evidence to allege that the goods covered by
applicant’s mark and the goods in the cited registration are alegedly “closely related.” Applicant submits that the evidence that these goods
are commercialy related is not strong.

For example, the December 31, 2018 Office Action relies on pages from the M obileedge.com web site. However, based on the evidence
submitted with the office action, a consumer searching for phone cases, mobile phone cases or tablet and computer cases will not be exposed to
the registrant’ s cited goods, such as jewelry or clothing, because the web pages do not include any links from the phone cases or computer
cases to jewelry or clothing or vice versa.

Similarly, auser searching on the MATT & NAT web site for leather and faux-leather bagsin Class 18 will not be exposed to the registrant’s
cited goods, such as jewelry or clothing because the web pages do not include any links from the bags to jewelry or clothing or vice versa.

Similarly, a user searching on the SoleSociety.com web site for applicant’s watch bands in Class 14 will not be exposed to the registrant’s
cited goods jewelry and jewelry, namely, dog tags, because the web pages do not include any links to watch bands at all much less links from
watch bands to jewelry or to dog tags.

Moreover, to the extent that there are tabs on a web page that link to both types of available goods, the tabs alone, as they do not display
trademarks, do not prove that the phone or computer cases or jewelry or clothing, for example, would necessarily bear the MobileEdge mark,
or that in the case of MATTandNAT.com, the bags or the jewelry or clothing would bear asingle mark. Aswasthe casein Inre Primeway
International LLC, Serial No. 97059786 (TTAB Jan. 9, 2019) (not precedential), the similarity of the goods factor only slightly waysin favor
of afinding of alikelihood of confusion.

IV. Thedu Pont Factor asto Trade Channelsis Neutral

The Office Actions rely solely on Internet evidence to demonstrate overlapping channels of trade. However, Internet evidence aloneis
insufficient to prove that the goods may be encountered in overlapping channels of trade by the same classes of consumers. Seelnre &.
Helena Hosp., 774 F.3d 747, 113 USPQ2d 1082, 1087-88 (Fed. Cir. 2014) (“The PTO goestoo far, however, in claiming that because both St.
Helena' s services and the registrant’ s goods are promoted through websites, the channels of trade are ssimilar. Advertising on the Internet is
ubiquitous and ‘ proves little, if anything, about the likelihood that consumers will confuse similar marks used on such goods or services.””)
(citing Kinbrook, LLC v. Microsoft Corp., 866 F. Supp. 2d 453, 470-71 n. 14 (E.D. Pa. 2012)) (quoting J. Thomas McCarthy, McCarthy on
Trademarks and Unfair Competition § 24:53.50 (4th ed. Supp. 2011)); see also, In re Primeway International, supra, Slip op. at 16 (not
precedential) (quoting 1d.)). Accordingly, the du Pont factor regarding trade channelsis neutral. Inre Primeway International, supra, Slip op.
at 16 (not precedential).

V. Conclusion



Applicant respectfully submits that regardless of some relationship of the goods and overlap in potential purchasers, given the profound
differencesin the marks as awhole, the first du Pont factor of the dissimilarities of the marks simply outweighs all other factors. See Oakville
Hills Cellar, Inc. v. Georgallis Holdings, LLC, 826 F.3d 1376, 119 USPQ2d 1286, 1290 (Fed. Cir. 2016) (“asingle du Pont factor may be
dispositivein alikelihood of confusion analysis, especially when that single factor is the dissimilarity of the marks’); Odom'’s Tenn. Pride
Sausage, Inc. v. FF Acquisition, LLC, 600 F.3d 1343, 93 USPQ2d 2030, 2032 (Fed. Cir. 2010) (“[E]ven if all other relevant DuPont factors
were considered in [opposer’ s] favor, as the board stated, the dissimilarity of the marks was a sufficient basis to conclude that no confusion
was likely”); Champagne Louis Roederer SA. v. Delicato Vineyards, 148 F.3d 1373, 47 USPQ2d 1459, 1460-61 (Fed. Cir. 1998) (Federa
Circuit affirmed finding of no likelihood of confusion between mark CRY STAL CREEK for wine and marks CRISTAL for wine and
CRISTAL CHAMPAGNE for champagne, where Board relied solely on dissimilarity of marks); Kellogg Co. v. Pack’ em Enters. Inc. , 951
F.2d 330, 21 USPQ2d 1142, 1145 (Fed. Cir. 1991) (“We know of no reason why, in a particular case, asingle du Pont factor may not be
dispositive’); see also, Knight Textile Corp. v. Jones Investment Co., 75 USPQ2d 1313 (TTAB 2005) (holding no likelihood of confusion
between NORTON-MCNAUGHTON ESSENTIALS for clothing and ESSENTIALS for clothing based on dissimilarity of the marks, which
outweighed all other relevant factors); Oakville Hills Cellar, Inc. v. Georgallis Holdings, LLC, 826 F.3d 1376 (Fed. Cir. 2016) (affirming
dismissal of opposition to application for MAY ARI for wine based on prior registered mark MAY A for wine, where Board concluded
dissimilarity of the marks was sufficient to preclude alikelihood of confusion); In re Primeway International LLC, Serial No. 97059786
(TTAB Jan. 9, 2019) (not precedential) (holding no likelihood of confusion between registered mark INCOGNITO and application for STS
INCOGNITO & Design, both covering goods in Class 25, based solely on dissimilarity of the marks).
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 87941661 (Stylized and/or with Design, see https.//tmng-al .uspto.gov/resting2/api/img/87941661/large) has been amended
asfollows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

U.S. App. 87941661, Our Ref: 800517US

Response to Office Action

Documents for Filing

¢ Response OA2

¢ ROA2 Exh_A

« ROA2 EXH_B

e Kerns Dec_A_Signed
Argument

Applicant incorporates herein by reference as if fully set forth herein its Response to Office Action (with all exhibits) filed with the USPTO on
November 30, 2018 and all evidence and arguments included in that response.

For the office's convenience, Applicant is attaching a PDF of this entire response so that any included mark images will be displayed in the PDF.

The December 31, 2018 Office Action

By Office Action issued December 31, 2018 Office Action, the USPTO finally refused registration of Applicant’s mark shown below in Classes
9, 14 and 18, based on U.S. Registration 5258957 a so shown below based on Classes 14, 25 and 35 of that registration:

Applicant’sMark

U.S. App. 87941661
Filed: May 30, 2018

International Class 9: Bioleather tech accessories, namely, phone cases, mobile phone cases, tablet and computer
cases; bags, namely, computer bags, bioleather computer bags



International Class 14: Bioleather watch bands and straps

International Class 18: Biofabricated leather; biofabricated leather goods, namely, all-purpose carrying bags,
athletic bags, backpacks, carry-on bags, change purses, duffel bags, luggage; bioleather being collagen-based
leather aternative; bioleather goods, namely, all-purpose carrying bags, athletic bags, backpacks, carry-on bags,
change purses, duffel bags, luggage; bioleather handbags; handbags, purses and wallets; bioleather handbag,
purses and wallets; backpacks, book bags, sports bags, bum bags; bioleather backpacks, book bags, sports bags,
bum bags; suitcases; bioleather suitcases; bags, namely, fashion handbags, beach bags, carry-on bags, gym bags,
messenger bags, purses; weekend bags; bioleather bags, namely, fashion handbags, beach bags, carry-on bags,
gym bags, messenger bags, purses, weekend bags; bioleather fibersin the nature of aleather aternative thread
for further manufacture; bioleather materials, namely, aleather aternative

Color is not claimed as a feature of the mark. The mark consists of two triangles arranged in the shape of a
square, followed by acircle, followed by asmall triangle above a trapezoid arranged in the shape of atriangle,
which represent the negative space of the letters"Z", "O", and "A", which spell the word ZOA.

Cited Registration

U.S. Reg. 5258957
Issued Aug. 8, 2017

International Class 14: Jewelry; Jewelry, namely, dog tags for wear by humans for decorative purposes. FIRST
USE: 20160327. FIRST USE IN COMMERCE: 20160327

International Class 25: Clothing, namely, shirts. FIRST USE: 20130318. FIRST USE IN COMMERCE:
20130318

International Class 35: Online ordering services featuring CDs, DV Ds, clothing, jewelry, headphones, blankets,
books, tote bags, stickers, buttons, lapel pins, patches for clothing, wooden scul ptures. FIRST USE: 20130318.
FIRST USE IN COMMERCE: 20130318

Color isnot claimed as a feature of the mark. The mark consists of atriangle with a horizontal line through the
middle.

In the December 31, 2018 Office Action, the office withdrew the prior refusal of applicant’s Class 25. Although no reason was stated for
withdrawing the refusal for that class, applicant submits that the refusal regarding Class 25 was withdrawn because Registrant’s mark isasimple
geometric shape — “atriangle design split in two” — and coexists with other similar simple geometric shapesin Class 25, as shown in

Applicant’s November 30, 2018 response to the first office action.

The December 31, 2018 Office Action states that the examiner maintained the likelihood of confusion refusal for Classes 9, 14 and 18 of
applicant’ s application “based on the following relevant factors. similarity of the marks and similarity and nature of the goods and/or services.”

Applicant agrees that because these are design marks, the similarity of the marks is determined primarily on the basis of visua similarity, and the
commercia impression of each mark is determined based entirely on its appearance and meaning. The marks have no sound; they are not
pronounced. The office action indicates that the mark in the cited registration has no meaning. Rather, it's a simple geometric design —“a
triangle design split in two” or asthe mark description states: “atriangle with ahorizontal line through the middle.”

Applicant submits that the initial office action and the December 31, 2018 Office Action improperly applied aper se rule to refuse registration on
that basis. In addition, that office action failsto consider the marks as a whole, because when the marks are considered in their entirety, it is self-
evident that there are striking differences between the marks. They are not visually similar in appearance. And each mark’s commercial
impression, based on the mark’ s appearance, is distinct and dissimilar.

In addition, Applicant submitted evidence that the marks have profoundly different meanings. When the meaning of the marksis considered, the
commercial impression of each mark is even more fundamentally different. For these reasons, thereis no likelihood of confusion.

. Applicant’s Mark and the Cited Mark Differ Fundamentally

A. TheMark in the Cited Registration has Only a Narrow Scope of Protection
As applicant argued in its November 30, 2018 Response to Office Action, the registrant’s mark isweak. First, the mark in the cited registration
enjoys only a very narrow scope of protection, as the owner of that registration admitted in arguing against a likelihood of refusal against its
application. There are so many third party registrations comprised of various forms of triangles for the same and related goods that such marks

areinherently weak and entitled only to a narrow scope of protection. Consumers easily and consistently distinguish such weak marks.

The number of similar marks in use on similar goods and services is one of the factors that must be considered when determining if alikelihood



of confusion exists. In re E.I. du Pont de Nemours & Co., 177 USPQ 563, 567 (CCPA 1973) The third party use of similar marks on similar
goods is relevant to show that a mark is relatively weak and entitled to only a narrow scope of protection. Palm Bay Imports Inc. v. Veuve
Clicquot Ponsardin Maison Fondee En, 73 USPQ2d 1689, 1694 (Fed. Cir. 2005); In re Hartz Hotel Services Inc., 102 USPQ2d 1150, 1152
(TTAB 2012). Evidence of third-party use of similar marks can ‘show that customers have been educated to distinguish between different marks
on the basis of minute distinctions. Juice Generation, Inc. v. GSEnterprises LLC, 115 USPQ2d 1671 (Fed. Cir. 2015).

Without rehashing all of the evidence of third party registrations and use (for all classes) which Applicant submitted with its November 30, 2018

response, Applicant submits that the December 31, 2018 Office Action withdrew the initial refusal of Class 25 of Applicant’s application
because of the following registered marksin Class 25, among others:

Class 25

Mark & Reg. No.

Goods/Services

Owner

U.S. Reg. 1731257

clothing; namely, neckties, belts and t-shirts

Religious Technology Center
(Cdlifornia Non-Profit Corporation)
1710 Ivar Avenue Los Angeles
California 90028

U.S. Reg. 5122915

headwear; pants; shirts, underwear; women's
clothing, namely, shirts, dresses, skirts,
blouses; coats for men and women; coats for
men and women; custom made to measure
suits for men and women; custom made to
measure suits for men and women; footwear
for men and women; footwear for men and
women; men's suits, women's suits; sweat
shirts; t-shirts

Ogom Bradley Amaechi (United States
Citizen)

1821 Crenshaw Blvd, #206 Los
Angeles California 90019

U.S. Reg. 5253413

clothing, namely, pants, dresses, skirts, tops,
shirts, t-shirts, jerseys, sleeveless jerseys,
kerchiefs, tracksuits, shorts, socks, gloves,
anoraks, jackets, dressing gowns, waterproof
jackets, waterproof pants; sports clothing,
namely, leggings, tracksuits, shorts, t-shirts,
jerseys, seeveless jerseys, socks, gloves,
jackets, headbands, tops, shirts, kerchiefs,
coats, dressing gowns; footwear; headgear,
namely, visors, caps, hats, berets

Bright Brands Sportsgoods, S.A. (Joint-
Stock Company)

Rua Jo&o Mendonga, N°. 529, Sdo
Mamede De Infestae Senhora Da Hora,
P-4464-501 Matosinhos Portugal

U.S. Reg. 4532419

tee shirts, sweatshirts, ball caps, and tank tops

Invisible Children, Inc. (California
Non-Profit Corporation)

641 S Street Nw Washington District of
Columbia 20001

U.S. Reg. 4730007

men's clothing, namely, t-shirts with long
sleeves, short sleeves and seeveless, shirts
and casual shirts, tank tops, sweatshirts,
sweatshirts with hoods, shorts, shoes for
casual wear, casual socks, bandannas, beanie
hats, baseball hats, visors, bathing suits,
thermal undergarments, sweat pants, and
jackets; women's clothing, namely, t-shirts
with long sleeves, short sleeves and
sleeveless, sweatshirts, sweatshirts with
hoods, blouses, tank tops, tube tops, tunics,
casual dresses, swimwear, bandannas, beanie
hats, baseball hats, visors; etc.

Fatal Clothing, LLC (Cdlifornia
Limited Liability Company)

13538 Excelsior Dr. Santa Fe California
90670

Although there are many additional triangle marks for clothing itemsin Class 25, the foregoing marks are identical in part to the “clothing,




namely, t-shirts’ covered by U.S. Reg. 5258957. Significantly, the December 31, 2018 Office Action argues that the clothing items are related to
applicant’s goodsin Classes 9, 14 and 18, even though the cited registration does not cover any of the same goods as applicant’s goodsin
Classes 9, 14 and 18.

The Registrant of U.S. Reg. No. 5258957 responded to a likelihood of confusion rejection by arguing that the very similar cited registrations
(including U.S. Reg. 1731257 above), which included triangle designs, were only entitled to alimited scope of protection. Applicant argued:

It is Applicant’s contention that the differences in the marks are significant, and the Examining Attorney must consider them in
her likelihood of confusion analysis. It is respectfully submitted that the marks of the respective parties are visualy
distinguishable, and distinctly different as to meaning and commercial impression and accordingly, consumers are not likely to be
confused as to the source of the goods being provided.

Registrant’ s Office Action Response (submitted with Applicant’s November 30, 2018 Response to Office Action. Registrant’s argument that
similar triangle marks should be given a narrow scope of protection gives rise to prosecution history estoppel mandating a narrow scope of
protection for registrant’s resulting registration. See Juice Generation, Inc. v. GSEnters. LLC, 115 USPQ2d 1671, 1675 (Fed. Cir. 2015). As
the Federal Circuit observed in Juice Generation:

Although estoppel based on prosecution of an application has played a more limited role for trademarks than for patents, see
Anthony's[Pizza & Pasta Int’l, Inc. v. Anthony’s Pizza Holding Co.] , 95 U.S.P.Q.2d 1271, aff'd, 415 F. App'x 222 (Fed. Cir.
2010) (not mentioning estoppel); see also 6 McCarthy on Trademarks and Unfair Competition § 32:111 (4th ed. 2015), we have
recognized that such comments have significance as "facts 'illuminative of shade and tone in the total picture confronting the
decision maker," GSEnters.,, 2014 TTAB LEXIS 264, 2014 WL 2997639, at * 7 (quoting Interstate Brands Corp. v. Celestial
Seasonings, Inc., 576 F.2d 926, 929 (CCPA 1978)); see also Sone Lion Capital Partners, L.P. v. Lion Capital LLP, 746 F.3d
1317, 1322 (Fed. Cir. 2014). Other courts have afforded even greater weight to such statements. E.g., Freedom Card, Inc. v.
JPMorgan Chase & Co., 432 F.3d 463, 476 (3d Cir. 2005).

115 USPQ2d at 1675. Aswas the case in Juice Generation, the registrant’s argument during prosecution of his application that his mark could
coexist with nearly identical marks for identical goods, and registrant’s factual admission that “the marks of the respective parties are visually
distinguishable, and distinctly different asto meaning and commercial impression, supports applicant’s argument that registrant’s mark is weak
and entitled only to a narrow scope of protection. See, Juice Generation, 115 USPQ2d at 1675. The office actionsignore registrant’s admission
regarding the visual distinguishability and inherent weakness of his mark, and that admission in successfully arguing for registration of the cited
mark, creates an estoppel limiting the scope of registrant’s mark for registrant. The cited mark is weak.

Applicant respectfully submitsthat if U.S. Reg. 5258957 can coexist with U.S. Reg. 1731257 (and 1723622) for identical goodsin International
Class 25, then the cited registration can easily coexist with Applicant’s distinctly different mark in International Classes 9, 14 and 18 for non-
identical goods.

B. TheOffice Action Improperly Applied a Per Se Ruleto Find a Likelihood of Confusion
The December 31, 2018 Office Action repeatedly emphasizes that applicant’s mark includes the mark in the cited registration:

“Here, registrant’s mark is fully incorporated into applicant’s mark as the last element of the design.

“Incorporating the entirety of one mark within another does not obviate the similarity between the compared marks. . ..”
“While applicant’s mark contains additional designs, these designs have been added to registrant’s mark.”

“The marks are identical in part . . ..”

“However, applicant’s applied-for mark fully incorporates registrant’ s applied-for mark.”

“While applicant’s mark contains additional designs, these designs have been added to registrant’s mark.”

“Themarks areidentical inpart .. . ..”

“However, applicant’s mark fully incorporates the registrant’s mark.”

“However, incorporating the entirety of one mark within another does not obviate the similarity between the compared marks. . ..”
“In the present case, the marks are identical in part and thus are confusingly similar.”

“Further, applicant’s mark does incorporate registrant’s mark and merely adds additional shapesto the registered mark.”
“Adding aterm to aregistered mark generally does not obviate the similarity between the compared marks. . ..”

“In the present case, the marks are identical in part.”

The office action’ simposition of a per se rule that one mark incorporating another mark in its entirety is per se likelihood of confusion is
incorrect. The owner of the cited registration has taken the position that these triangle marks are weak and only entitled to a narrow scope of
protection. The Principal Register is replete with marks that incorporate other marksin their entirety. The application of a per se rule
constituting a likelihood of confusion in the office action constitutes legal error. When Applicant’s mark is considered as awhole, asit must be,
itisplain that its mark and the mark in the cited registration are fundamentally different in every way such that consumer confusion is not likely
and, indeed, is highly unlikely.



C. ThereareCountless Examples of Registered Marksthat Incorporate Other Markswithout Any Likelihood of Confusion

In support of the proposition that a mark which incorporates another mark creates a likelihood of confusion, the office action cites cases
involving word marks where one word mark incorporates another word mark. But there are many cases where aword mark incorporating the
entirety of another word mark and that other word mark can coexist without any likelihood of confusion, even asto identical goods. See, e.g.,
Truescents LLC v. Ride Skin Care, LLC, 81 USPQ2d 1334 (TTAB 2006).

In Truescents, the Board held that applicant’s mark GENUINE RIDE SKIN CARE & Design could coexist without any likelihood of confusion
with the prior registered marks GENUINE SKIN, GENUINE BODY, GENUINE SPA and GENUINE FACE for legally identical and closely
related goods. The Board reasoned that the marks at issue had different dominant features — RIDE in the application and GENUINE in
opposer’sregistrations. The marks, when considered as awhole, were visually readily distinguishable because purchasers will readily look to
the dominant portion of applicant’s mark as a means of distinguishing between the sources of applicant’s and opposer’s products. The Board
held that “the dissimilarity between the marksis dispositivein this case.” 81 USPQ2d at 1342 (citing Kellogg Co. v. Pack-Em Enterprises Inc.,
14 USPQ2d 1545 (TTAB 1989), aff’d 951 F.2d 330, 21 USPQ2d 1142 (Fed. Cir. 1991)); seealso, In re FabFitFun, Inc., 127 USPQ2d 1670
(TTAB 2018) (reversing section 2(d) refusal of I'M SMOKING HOT for cosmetics notwithstanding prior registered mark SMOKIN' HOT
SHOW TIME for cosmetics).

In this case, however, we are dealing with design marks that have no literal element. And the cited registered mark is a very simple geometric
shape —“atriangle split in two.”

Notwithstanding the office action’s per serefusal of one mark that incorporates another mark, there are countless examples of marks
incorporating other marks where no likelihood of confusion was found. Some examplesinclude:

Jack Wolfskin Ausrustung Fur Draussen GmbH | No likelihood of confusion between and
& Company KGAA v. New Millennium Sports, | both for clothing itemsin International Class
SL.U., 797 F.3d 1363 (Fed. Cir. 2015) 25.

In re Covalinski, 113 USPQ2d 1166 (TTAB No likelihood of confusion between

2014) (precedential) REDNECK RACEGIRL & Design

for athletic apparel in International Class 25
and RACEGIRL (standard characters) for
various clothing itemsin International Class 25.

In re White Rock Distilleries, Inc., 92 USPQ2d | No likelihood of confusion between VOLTA
1282 (TTAB 2009) (precedential) (standard characters) for energy vodka infused
with caffeinein International Class 33 and
TERZA VOLTA & Design

for wines and sparkling wines in International
Class 33

In re Primeway International LLC, Serial No. No likelihood of confusion between

87059786 (Jan. 9, 2019) (not precedential) applicant’s mark INCOGNITO for footwear in
Class 25 and registrant’s mark, STS
INCOGNITO & Design, for hats, hooded
sweatshirts, jackets, shirts and t-shirtsin
International Class 25

Parfums de Coeur Ltd. v. Lazarus, 83 USPQ2d | No likelihood of confusion between application
1012 (TTAB 2007) (precedential) for BM BODYMAN & Design

for an animated television seriesin
International Class 41 and registered marks
BOD and BOD MAN (with “BOD”
disclaimed) used and registered for men's
fragrancesin International Class 3

Seve'slce Creamv. Seve' s Famous Hot No likelihood of confusion between STEVE's
Dogs, 3 USPQ2d 1477, 1478-79 (TTAB 1987) | & Design for restaurant servicesin
(precedential) International Class 42

and STEVE's (typed characters) for ice cream
in International Class 30




In In re Jack Wolfskin, the Board distinguished marks having nearly identical design elements based on the inclusion of the literal element
KELME. Inthe other cited cases, a design element was sufficient to distinguish marks with identical or nearly identical literal components.
Plainly, that one mark incorporates another mark in its entirety does not necessarily giverise to alikelihood of confusion.

In addition, the Principal Register is replete with registered design marks which incorporate other registered design marks for the same or related
goods, as shown by Exhibit A, which isachart of afew registered design marks which incorporate other registered marksin whole or in part for
the same or similar goods. Exhibit A aso includes the TSDR records for these registrations, and is incorporated herein by reference. There
probably are hundreds if not thousands of other such marks on the Principal Register.

D. Applicant’sMark Must be Considered asa Whole

Second, the marks must be considered as a whole, and therefore, cannot be dissected into constituent elements when comparing Applicant’s
mark and the mark in the cited registration, which plainly constitutes a triangle with a horizontal bar missing and also constitutes the negative
space of the letter “A”. Asthe Federal Circuit recently observed on this fundamental aspect of the likelihood of confusion analysis:

Marks are compared along the axes of their “appearance, sound, connotation and commercial impression.” Dupont, 476 F.2d at
1361. “The commercia impression of atrade-mark is derived from it as awhole, not from its elements separated and considered
indetail.” Estate of P.D. Beckwith, Inc., v. Comm'r of Patents, 252 U.S. 538, 545-46 (1920). Our predecessor court explained
that “amark should not be dissected and considered piecemedl; rather, it must be considered as awhole in determining likelihood
of confusion.” Franklin Mint Corp. v. Master Mfg. Co., 667 F.2d 1005, 1007 (CCPA 1981). That does not preclude consideration
of components of a mark; it merely requires heeding the common-sense fact that the message of a whole phrase may well not be
adequately captured by a dissection and recombination. See FCC v. AT&T Inc., 562 U.S. 397, 406 (2011) (making similar point
about “ personal privacy” ). Itisthe mark inits“ entiret[y]” that must be assessed. DuPont, 476 F.2d at 1361.

Juice Generation, Inc. v. GSEnterprises LLC, 794 F.3d 1334 (Fed. Cir. 2015). In Juice Generation, the Federal Circuit reversed the Board's
affirmance of a Section 2(d) refusal of PEACE, LOVE & JUICE & Design for juice bar servicesin light of the prior registered marks PEACE &
LOVE & Design for restaurant services noting, in part, that the Board failed to properly consider the three-word combination of Juice
Generation’s mark as awholein comparing it to the two-word combination in GS's marks, and remanded for further proceedings. Theresfter,
the Opposer withdrew the opposition with prejudice, and PEACE, LOVE & JUICE & Design issued as U.S. Reg. 4,854,158.

Rather, in assessing alikelihood of confusion, the marks must be considered in their entirety. Juice Generation, 794 F.3d at 1361. “The marks
‘must be considered . . . in light of the falibility of memory.””  Inre FabFitFun, 127 USPQ2d at 1675 (quoting Inre S. Helena Hosp., 774
F.3d 747, 113 USPQ2d 1082, 1085 (Fed. Cir. 2014) (quoting San Fernando Elec. Mfg. Co. v. JFD Elecs. Components Corp., 565 F.2d 683, 196
USPQ 1 (CCPA 1977)). In assessing the first du Pont factor, the focusis on the recollection of the average purchaser, who normally retains a
general rather than a specific impression of trademarks. See Mini Mélts, Inc. v. Reckitt Benckiser LLC, 118 USPQ2d 1464, 1470 (TTAB 2016).

E. Applicant’'sMark and the Mark in Reg. 5258957 are Visually Very Different

When consumers consider applicant’s mark, they will likely perceive the mark from left to right which is the typical manner of reviewing written
material inthe U.S. See Presto Prods. Inc. v. Nice-Pak Prods., Inc., 9 USPQ2d 1895, 1897 (TTAB 1988) (“it is often the first part of a mark
which is most likely to be impressed upon the mind of a purchaser and remembered”).

Applying these rules to applicant’s mark and the mark in the cited registration, two things are obvious. First, visually —the only way the marks
can be perceived according to the office action — the marks differ fundamentally. Applicant’s mark begins with a split square — the negative
image of the letter “Z” —followed by a circle — the negative image of the letter “O” —and ends with the split triangle — the negative image of
theletter “A.” Second, the dominant portion of applicant’s mark is the first geometric design, which the office action describes as a“ square
made up of two triangles.” The dominant portion of the cited registration is “the triangle design split in two.” The dominant features of these
two design marks differ fundamentally. In addition, applicant’s mark includes two or three (depending on how one counts) additional geometric
shapes than registrant’s mark. When the marks are considered in their entireties, as they must be, they are visually dissimilar as awhole.

The office actions take the position that the parties' marks have no meaning, and that visual similarity aloneisthe basis for assessing similarity
of the marks. Applicant’s mark is comprised of three or five different meaningless symbolsin arow — “a sguare made up of two triangles, a
circle, and atriangle that is split in two” See September 29, 2018 Office Action —and visually has to be viewed as plainly dissimilar to
applicant’s simple “triangle design split in two.”

F. Applicant’sMark and the Mark in Reg. 5258957 Differ Fundamentally in Meaning
Under the theory of the office actions, applicant’s mark and the cited mark are arbitrary as applied to applicant’s and registrant’ s respective

goods. In other words, neither mark has any meaning as applied to the respective goods.” Inre White Rocks Distilleries, Inc., 92 USPQ2d 1282,
1284 (TTAB 2009). Applicant submits that even if both marks are meaningless, they are visually sufficiently distinct as to preclude any



likelihood of confusion. Seeld.

Applicant further submits that its mark is comprised of the negative image of three letters, “Z” “O” “A” which together comprise the word
“ZOA,” whichisapplicant’s principal brand. Application Serial No. 87941661, as amended, includes within the description of the mark: “The
mark consists of two triangles arranged in the shape of a square, followed by acircle, followed by a small triangle above atrapezoid arranged in
the shape of atriangle, which represent the negative space of the letters“Z”, “0O”, and “A”, which spell the word ZOA.”

In its November 30, 2018 response, Applicant submitted competent evidence of the a phabet in negative images, which makes clear that
Applicant’s mark is comprised of the negative image of the letters“Z” “O” and “A”, which spell theword “ZOA.” Specifically, Ms. Chi

Ng's November 29, 2018 declaration stated, among other things, that sheisinvolved in and familiar with Modern Meadow’ s trademarks and the
design of those trademarks; that applicant’s mark, which is the subject of U.S. App. Seria No. 87941661, is comprised of the negative images of
the letters“Z”, “Q", and “A”, which together spell the word ZOA; the declaration set forth a depiction of the negative image alphabet for the
English language alphabet; that the mark shown in U.S. Reg. 5258957 constitutes the negative image of the letter “A”; and that the negative
image alphabet is well known in the design community and among consumers for Modern Meadow’ s productsidentified in U.S. Application
Serial No. 87941661. See Ng Decl., 11 1-7 (filed with applicant’s November 30, 2019 response).

The December 31, 2018 Office Action improperly disregarded this evidence in its entirety as “ self-serving.”

Accordingly, Applicant is submitting with this response the declaration of a professional graphic design artist, Anne C. Kerns, AIGA. The Kerns
Declaration, with Exhibit A, is attached and incorporated herein by reference. In her declaration, Ms. Kerns, an experienced graphic designer
with 29 years of continuous experience, states:

o Shereviewed U.S. App. 87941661 and U.S. Reg. 5258957. Kerns Decl. 2.

e The USPTO database records for these marks are attached to her declaration. Id.

o Applicant’s mark shownin U.S. App. 87941661 is comprised of the negative image or counterspace of the letters“Z”, “O”, and “A”
which spell ZOA. Id. 3.

She identifies one example of the negative image or counterspace al phabet for the English Language Alphabet. Id. 1 4.

She confirms that the mark in U.S. Reg. 5258957 is the negative image or counterspace of the letter “A”. Id. 5.

She confirms that the negative image alphabet is well known in the design community and among American consumers. Id. 6.

She also indicates that “the display of English language letters using their negative image or counterspace is common in U.S. commerce
and among consumers for consumer products and is widely recognized by persons fluent in the English language and other persons whose
languages use the same alphabet. Id. 7.

Applicant’s mark plainly means“ZOA.” Theword, ZOA, is defined asthe plural of ZOON. See Exhibit B, Random House Dictionary, Second
Edition, Excerpts, p. 2211. Zoon is defined as “any of the individuals of a compound organism.” Exhibit B, p. 2212.

The mark in the cited registration, in contrast, is the negative image of the letter “A.” “A” is defined to mean:

1. thefirst letter of the English alphabet, a vowel.

2. any spoken sound represented by the letter A or a, asin bake, hat, father, or small.
3. Something having the shape of an A.

4. A written or printed representation of the letter A or a.

5. A device, asaprinter’ stype, for reproducing the letter A or a

Exhibit B, p. 1.

When one compares Applicant’s mark, “ZOA,” to the registered mark, “A,” it is plain that the marks have fundamentally different meanings.
Of course, the Board may take judicial notice of these dictionary definitions. Truescents, 81 USPQ2d at 1342 n. 3 (citing University of Notre
Dame du Lac v. J.C. Gourmet Food Imports Co., 213 USPQ 594 (TTAB 1982) aff'd , 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983)).

G. Applicant’'sMark and the Cited Mark Create Different Commercial Impressions

As has been shown, Applicant’s Mark and the cited Mark are visualy very different, they have different dominant elements, and when they are
considered as awhole, they are fundamentally different in appearance. If the marks are compared solely based on their visual appearance, each
mark creates afundamentally distinct and different commercial impression.

In addition, applicant’s mark and the cited mark have fundamentally different meanings. If the meaning of each mark is considered when
comparing them, the marks are even more distinct and different, and create fundamentally different and distinct commercial impressions. Seeln
re White Rocks Ditilleries, Inc., 92 USPQ2d at 1284 (VOLTA for vodka and TERZA VOLTA & Design for wines engender different
commercial impressions).

Each mark creates afundamentally different and distinct commercial impression such that consumer confusion is not likely. 1d.



H. TheOffice Action’s Supposition about Consumer Perceptions is Unsubstantiated and Not Based on any Evidence

The December 31, 2018 Office Action also based the refusal of Classes 9, 14 and 18 (but not 25) on the unfounded supposition that “potential
purchasers. . . could still reasonably assume, given the overall similarities in appearance and commercial impression in the respective marks, that
applicant’ s goods and services provided under the applicant’s mark constitute a new or additional goods and service line from the same source

as the goods and services sold under the registrant’s mark with which they are acquainted or familiar, and that applicant’s mark is merely a
variation of the registrant’s mark.” This language appears verbatim once in the September 29, 2018 office action and twice in the December 31,
2018 office action.

Thereis no factual or evidentiary basis for this supposition regarding consumer perceptions. There certainly is no evidence to support that a
majority or even any consumers will perceive the marksin thisfashion. Thisis particularly true where the marks plainly possess different
dominant elements, are visually different and have fundamentally different meanings, thereby creating distinct commercial impressions.

II.  TheDissimilarity of the MarksasaWholeis Sufficient to Preclude a Likelihood of Confusion

Applicant respectfully submits that based on the fundamental differencesin the marks as awhole there is no likelihood of confusion. See Odom's
Tennessee Pride Sausage, Inc. v. FF Acquisition, L.L.C., 600 F.3d 1343 (Fed. Cir. 2010). Asthe Federal Circuit repeatedly has held, “asingle
DuPont factor ‘may be dispositive in alikelihood of confusion analysis, especially when that single factor is the dissimilarity of marks.””

Odom's Tennessee Pride, 600 F.3d at 1346-47 (quoting Champagne Louis Roederer, SA. v. Delicato Vineyards, 148 F.3d 1373, 1375 (Fed. Cir.
1998)); Kellogg Co. v. Pack’em Enters. , 951 F.2d 330, 332 (Fed. Cir. 1991). Asin Odon's Tennessee Pride, “the visua distinctions between
the marks at issue here create unquestionably different commercial impressions, thereby precluding afinding of likelihood of confusion.” 600
F.3d at 1346. Applicant respectfully submits that the Section 2(d) partia refusal should be withdrawn for all classes— International Classes 9,
14 and 18.

1. TheEvidencethat the Goods are Commercially Related isnot Strong

The December 31, 2018 Office Action, like the initia office action, relies solely on Internet evidence to allege that the goods covered by
applicant’s mark and the goods in the cited registration are allegedly “closely related.” Applicant submits that the evidence that these goods are
commercially related is not strong.

For example, the December 31, 2018 Office Action relies on pages from the Mobileedge.com web site. However, based on the evidence
submitted with the office action, a consumer searching for phone cases, mobile phone cases or tablet and computer cases will not be exposed to
the registrant’ s cited goods, such as jewelry or clothing, because the web pages do not include any links from the phone cases or computer cases
to jewelry or clothing or vice versa.

Similarly, auser searching on the MATT & NAT web site for leather and faux-leather bagsin Class 18 will not be exposed to the registrant’s
cited goods, such as jewelry or clothing because the web pages do not include any links from the bags to jewelry or clothing or vice versa.

Similarly, a user searching on the SoleSociety.com web site for applicant’s watch bands in Class 14 will not be exposed to the registrant’s cited
goods jewelry and jewelry, namely, dog tags, because the web pages do not include any links to watch bands at all much less links from watch
bands to jewelry or to dog tags.

Moreover, to the extent that there are tabs on a web page that link to both types of available goods, the tabs alone, as they do not display
trademarks, do not prove that the phone or computer cases or jewelry or clothing, for example, would necessarily bear the MobileEdge mark, or
that in the case of MATTandNAT.com, the bags or the jewelry or clothing would bear asingle mark. Aswasthe casein Inre Primeway
International LLC, Serial No. 97059786 (TTAB Jan. 9, 2019) (not precedential), the similarity of the goods factor only slightly waysin favor of a
finding of alikelihood of confusion.

IV. Thedu Pont Factor asto Trade Channelsis Neutral

The Office Actions rely solely on Internet evidence to demonstrate overlapping channels of trade. However, Internet evidence aloneis
insufficient to prove that the goods may be encountered in overlapping channels of trade by the same classes of consumers. Seelnre S. Helena
Hosp., 774 F.3d 747, 113 USPQ2d 1082, 1087-88 (Fed. Cir. 2014) (“The PTO goes too far, however, in claiming that because both St. Helena's
services and the registrant’ s goods are promoted through websites, the channels of trade are similar. Advertising on the Internet is ubiquitous
and ‘proveslittle, if anything, about the likelihood that consumers will confuse similar marks used on such goods or services.””) (citing
Kinbrook, LLC v. Microsoft Corp., 866 F. Supp. 2d 453, 470-71 n. 14 (E.D. Pa. 2012)) (quoting J. Thomas McCarthy, McCarthy on Trademarks
and Unfair Competition § 24:53.50 (4th ed. Supp. 2011)); see also, In re Primeway International, supra, Slip op. at 16 (not precedential)
(quoting 1d.)). Accordingly, the du Pont factor regarding trade channelsis neutral. Inre Primeway International, supra, Slip op. at 16 (not
precedential).



V. Conclusion

Applicant respectfully submits that regardless of some relationship of the goods and overlap in potential purchasers, given the profound
differencesin the marks as awhole, the first du Pont factor of the dissimilarities of the marks simply outweighs all other factors. See Oakville
Hills Céllar, Inc. v. Georgallis Holdings, LLC, 826 F.3d 1376, 119 USPQ2d 1286, 1290 (Fed. Cir. 2016) (“asingle du Pont factor may be
dispositivein alikelihood of confusion analysis, especially when that single factor is the dissimilarity of the marks’); Odom’'s Tenn. Pride
Sausage, Inc. v. FF Acquisition, LLC, 600 F.3d 1343, 93 USPQ2d 2030, 2032 (Fed. Cir. 2010) (“[E]ven if al other relevant DuPont factors were
considered in [opposer’ 5] favor, as the board stated, the dissimilarity of the marks was a sufficient basis to conclude that no confusion was
likely”); Champagne Louis Roederer SA. v. Delicato Vineyards, 148 F.3d 1373, 47 USPQ2d 1459, 1460-61 (Fed. Cir. 1998) (Federal Circuit
affirmed finding of no likelihood of confusion between mark CRY STAL CREEK for wine and marks CRISTAL for wine and CRISTAL
CHAMPAGNE for champagne, where Board relied solely on dissimilarity of marks); Kellogg Co. v. Pack’ em Enters. Inc. , 951 F.2d 330, 21
USPQ2d 1142, 1145 (Fed. Cir. 1991) (“We know of no reason why, in a particular case, asingle du Pont factor may not be dispositive”); see
also, Knight Textile Corp. v. Jones Investment Co., 75 USPQ2d 1313 (TTAB 2005) (holding no likelihood of confusion between NORTON-
MCNAUGHTON ESSENTIALSfor clothing and ESSENTIALS for clothing based on dissimilarity of the marks, which outweighed all other
relevant factors); Oakville Hills Cellar, Inc. v. Georgallis Holdings, LLC, 826 F.3d 1376 (Fed. Cir. 2016) (affirming dismissal of opposition to
application for MAYARI for wine based on prior registered mark MAY A for wine, where Board concluded dissimilarity of the marks was
sufficient to preclude alikelihood of confusion); In re Primeway International LLC, Serial No. 97059786 (TTAB Jan. 9, 2019) (not precedential)
(holding no likelihood of confusion between registered mark INCOGNITO and application for STSINCOGNITO & Design, both covering
goodsin Class 25, based solely on dissimilarity of the marks).

EVIDENCE
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Response to Office Action

U.S. App. 87941661, Our Ref: 800517US

Documents for Filing

¢ Response OA2

e ROA2 Exh A

¢« ROA2 EXH B

e Kerns Dec A Signed
Argument

Applicant incorporates herein by reference as if fully set forth herein its Response to Office
Action (with all exhibits) filed with the USPTO on November 30, 2018 and all evidence and
arguments included in that response.

For the office’s convenience, Applicant is attaching a PDF of this entire response so that any
mcluded mark images will be displayed in the PDF.

The December 31, 2018 Office Action

By Office Action 1ssued December 31, 2018 Office Action, the USPTO finally refused
registration of Applicant’s mark shown below in Classes 9, 14 and 18, based on U.S.
Registration 5258957 also shown below based on Classes 14, 25 and 35 of that registration:

Applicant’s Mark

“ o

U.S. App. 87941661
Filed: May 30, 2018

International Class 9: Bioleather tech accessories, namely, phone cases, mobile phone cases, tablet and computer
cases; bags, namely, computer bags, bioleather computer bags

International Class 14: Bioleather watch bands and straps

International Class 18: Biofabricated leather; biofabricated leather goods, namely, all-purpose carrying bags, athletic
bags, backpacks, carry-on bags, change purses, duffel bags, luggage; bioleather being collagen-based ieather
alternative; bioleather goods, namely, all-purpose carrying bags, athletic bags, backpacks, carry-on bags, change
purses, duffel bags, luggage; bioleather handbags; handbags, purses and wallets; bioleather handbag, purses and
wallets; backpacks, book bags, sports bags, bum bags; bioleather backpacks, book bags, sports bags, bum bags;
suitcases; bioleather suitcases; bags, namely, fashion handbags, beach bags, carry-on bags, gvm bags, messenger



bags, purses; weekend bags; bioleather bags, namely, fashion handbags, beach bags, carry-on bags, gym bags,
messenger bags, purses, weekend bags; bioleather fibers in the nature of a leather alternative thread for further
manufacture; bioleather materials, namely, a leather alternative

Color is not claimed as a feature of the mark. The mark consists of two triangles arranged i the shape of a square,
followed by a circle, followed by a small triangle above a trapezoid arranged in the shape of a triangle, which
represent the negative space of the letters "Z", "O", and "A", which spell the word ZOA.

Cited Registration

A

AR
U.S. Reg. 5258957
Issued Aug. 8, 2017

International Class 14: Jewelry; Jewelry, namely, dog tags for wear by humans for decorative purposes. FIRST
USE: 20160327. FIRST USE IN COMMERCE: 20160327

International Class 25: Clothing, namely, shirts. FIRST USE: 20130318. FIRST USE IN COMMERCE: 20130318

International Class 35: Online ordering services featuring CDs, DVDs, clothing, jewelry, headphones, blankets,
books, tote bags, stickers, buttons, lapel pins, patches for clothing, wooden sculptures. FIRST USE: 20130318.
FIRST USE IN COMMERCE: 20130318

Color is not claimed as a feature of the mark. The mark consists of a triangle with a horizontal line through the
middle.

In the December 31, 2018 Office Action, the office withdrew the prior refusal of applicant’s
Class 25. Although no reason was stated for withdrawing the refusal for that class, applicant
subinits that the refusal regarding Class 25 was withdrawn because Registrant’s mark is a simple
geometric shape — “a triangle design split in two” — and coexists with other similar simple
geometric shapes mn Class 25, as shown in Applicant’s November 30, 2018 response to the first
office action.

The December 31, 2018 Office Action states that the examiner mamtained the likelithood of
confusion refusal for Classes 9, 14 and 18 of applicant’s application “based on the following
relevant factors: similarity of the marks and similarity and nature of the goods and/or services.”

Applicant agrees that because these are design marks, the similarity of the marks is determined
primarily on the basis of visual similarity, and the commercial impression of each mark 1s
determined based entirely on its appearance and meaning. The marks have no sound; they are
not pronounced. The office action indicates that the mark in the cited registration has no
meaning. Rather, it’s a simple geometric design — “‘a triangle design split in two” or as the mark
description states: “a triangle with a horizontal line through the middle.”

Applicant submits that the 1nitial office action and the December 31, 2018 Office Action
improperly applied a per se rule to refuse registration on that basis. In addition, that office action
Tails to consider the marks as a whole, because when the marks are considered in their entirety, it
is self-evident that there are striking differences between the marks. They are not visually



similar in appearance. And each mark’s comimercial impression, based on the mark’s
appearance, is distinct and dissimilar.

In addition, Applicant submitted evidence that the marks have profoundly different meanings.
When the meaning of the marks is considered, the commercial impression of each mark 1s even
more fundamentally different. For these reasons, there is no likelihood of confusion.

I. Applicant’s Mark and the Cited Mark Differ Fundamentally
A. The Mark in the Cited Registration has Only a Narrow Scope of Protection

As applicant argued in its November 30, 2018 Response to Office Action, the registrant’s mark
1s weak. First, the mark in the cited registration enjoys only a very narrow scope of protection,
as the owner of that registration admitted in arguing against a likelihood of refusal against its
application. There are so many third party registrations comprised of various forms of triangles
for the same and related goods that such marks are inherently weak and entitled only to a narrow
scope of protection. Consumers easily and consistently distinguish such weak marks.

The number of similar marks in use on similar goods and services 1s one of the factors that must
be considered when determining if a likelihood of confusion exists. fn re E.L du Pont de
Nemours & Co., 177 USPQ 563, 567 (CCPA 1973) The third party use of similar marks on
similar goods is relevant to show that a mark is relatively weak and entitled to only a narrow
scope of protection. Palm Bay Imports Inc. v. Veuve Clicquot Ponsardin Maison Fondee En, 73
USPQ2d 1689, 1694 (Fed. Cir. 2005); In re Hartz Hotel Services Inc., 102 USPQ2d 1150, 1152
(TTAB 2012). Evidence of third-party use of similar marks can ‘show that customers have been
educated to distinguish between different marks on the basis of minute distinctions. Juice
Generation, Inc. v. GS Enterprises LLC, 115 USPQ2d 1671 (Fed. Cir. 2015).

Without rehashing all of the evidence of third party registrations and use (for all classes) which
Applicant submitted with its November 30, 2018 response, Applicant subimits that the December
31, 2018 Office Action withdrew the initial refusal of Class 25 of Applicant’s application
because of the following registered marks in Class 25, among others:

Class 25

Mark & Reg. No. Goods/Services Owner

clothing; namely, neckties, belts and | Religious Technology Center
t-shirts (California Non-Profit
Corporation)

A
AR
A 1710 Ivar Avenue Los Angeles
A California 90028

U.S. Reg. 1731257




U.S. Reg. 5122915

headwear; pants; shirts; underwear;
women's clothing, namely, shirts,
dresses, skirts, blouses; coats for
men and women; coats for men and
women; custom made to measure
suits for men and women; custom
made to measure suits for men and
women; footwear for men and
women; footwear for men and
women, men's suits, women's suits;
sweat shirts; t-shirts

Ogom Bradley Amaechi (United
States Citizen)

1821 Crenshaw Blvd, #206 Los
Angeles California 90019

BERG

QUTROOR

U.S. Reg. 5253413

clothing, namely, pants, dresses,
skirts, tops, shirts, t-shirts, jerseys,
sleeveless jerseys, kerchiefs,
tracksuits, shorts, socks, gloves,
anoraks, jackets, dressing gowns,
waterproof jackets, waterproof pants;
sports clothing, namely, leggings,
tracksuits, shorts, t-shirts, jerseys,
sleeveless jerseys, socks, gloves,
jackets, headbands, tops, shitts,
kerchiefs, coats, dressing gowns;
footwear; headgear, namely, visors,
caps, hats, berets

Bright Brands Sportsgoods, S.A.
(Joint-Stock Company)

Rua Jodo Mendonga, N°. 529,
Sdo Mamede De Infestae
Senhora Da Hora, P-4464-501
Matosinhos Portugal

U.S. Reg. 4532419

tee shirts, sweatshirts, ball caps, and
tank tops

Invisible Chiidren, Inc.
(California Non-Profit
Corporation)

641 S Street Nw Washington
District of Columbia 20001

men's clothing, namely, t-shirts with
long sleeves, short sleeves and
sleeveless, shirts and casual shirts,
tank tops, sweatshirts, sweatshirts
with hoods, shorts, shoes for casual

Fatal Clothing, LLC (Califoria
Limited Liability Company)
13538 Excelsior Dr. Santa Fe
California 90670







Parters, L.P. v. Lion Capital L.LP, 746 ¥.3d 1317, 1322 (Fed. Cir. 2014). Other
courts have afforded even greater weight to such statements. E.g., Freedom Card,
Inc. v. JPMorgan Chase & Co., 432 F.3d 463, 476 (3d Cir. 2005).

115 USPQ2d at 1675. As was the case in Juice Generation, the registrant’s argument during
prosecution of his application that his mark could coexist with nearly identical marks for
identical goods, and registrant’s factual admission that “the marks of the respective parties are
visually distinguishable, and distinctly different as to meaning and commercial impression,
supports applicant’s argument that registrant’s mark 1s weak and entitled only to a narrow scope
of protection. See, Juice Generation, 115 USPQ2d at 1675. The office actions ignore
registrant’s admission regarding the visual distinguishability and inherent weakness of his mark,
and that admission in successfully arguing for registration of the cited mark, creates an estoppel
limiting the scope of registrant’s mark for registrant. The cited mark 1s weak.

Applicant respectfully submits that 1f U.S. Reg. 5258957 can coexist with U.S. Reg. 1731257
(and 1723622) for identical goods in International Class 25, then the cited registration can easily
coexist with Applicant’s distinctly different mark in International Classes 9, 14 and 18 for non-
identical goods.

B. The Office Action Improperly Applied a Per Se¢ Rule
to Find a Likelihood of Confusion

The December 31, 2018 Office Action repeatedly emphasizes that applicant’s mark includes the
mark in the cited registration:

e “Here, registrant’s mark is fully incorporated into applicant’s mark as the last element of
the design.

s “Incorporating the entirety of one mark within another does not obviate the sinularity
between the compared marks . . ..”

e  “While applicant’s mark contains additional designs, these designs have been added to
registrant’s mark.”

e “The marks are identical in part . . ..”

e “However, applicant’s applied-for mark fully incorporates registrant’s applied-for mark.”

e “While applicant’s mark contains additional designs, these designs have been added to
registrant’s mark.”

e “The marks are identical in part . . ..”

e “However, applicant’s mark fully incorporates the registrant’s mark.”

e “However, incorporating the entirety of one mark within another does not obwviate the
similarity between the compared marks . . ..”

¢ “In the present case, the marks are identical in part and thus are confusingly similar.”

e “Further, applicant’s mark does incorporate registrant’s mark and merely adds additional
shapes to the registered mark.”

¢ “Adding a term to a registered mark generally does not obviate the similarity between the
compared marks . . ..”

e “In the present case, the marks are identical in part.”






both for clothing items in
International Class 25.

In re Covalinski, 113 USPQ2d 1166 (TTAB
2014) (precedential)

No likelihood of confusion between
REDNECK RACEGIRL & Design

for athletic apparel in International Class 25
and RACEGIRL (standard characters) for
various clothing items in International Class
25,

In re White Rock Distilleries, Inc., 92 USPQ2d
1282 (TTAB 2009) (precedential)

No likelthood of confusion between VOLTA
(standard characters) for energy vodka infused
with caffeine in International Class 33 and
TERZA VOLTA & Design

~

~,

TERZA

for wines and sparkling wines in International
Class 33

It ve Primeway International LLC, Serial No.
87059786 (Jan. 9, 2019) (not precedential)

No likelihood of confusion between applicant’s
mark INCOGNITO for footwear in Class 25
and registrant’s mark, STS INCOGNITO &
Design, for hats, hooded sweatshirts, jackets,
shirts and t-shirts in International Class 25

INCOCNITOT

Parfirms de Coeur Ltd. v. Lazarus, 83 USPQ2d

No likelihood of confusion between




1012 (TTAB 2007) (precedential) application for BM BODYMAN & Design
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BODYMAN

for an animated television series in
International Class 41 and registered marks
BOD and BOD MAN (with “BOD”
disclaimed) used and registered for men’s
fragrances in International Class 3

Steve’s Ice Cream v. Steve’s Famous Hot No likelihood of confusion between STEVE’s
Dogs. 3 USPQ2d 1477, 1478-79 (TTAB 1987) | & Design for restaurant services in
(precedential) International Class 42

and STEVE’s (typed characters) for ice cream
m International Class 30

In In re Jack Wolfskin, the Board distinguished marks having nearly identical design elements
based on the inclusion of the literal element KELME. In the other cited cases, a design element
was sufficient to distinguish marks with identical or nearly identical literal components. Plainly,
that one mark incorporates another mark in its entirety does not necessarily give rise to a
likelihood of confusion.

In addition, the Principal Register is replete with registered design marks which incorporate other
registered design marks for the same or related goods, as shown by Exhibit A, which is a chart of
a few registered design marks which incorporate other registered marks in whole or in part for
the same or similar goods. Exhibit A also includes the TSDR records for these registrations, and
1s incorporated herein by reference. There probably are hundreds if not thousands of other such
marks on the Principal Register.

D. Applicant’s Mark Must be Considered as a Whole
Second, the marks must be considered as a whole, and therefore, cannot be dissected into

constituent elements when comparing Applicant’s mark and the mark in the cited registration,
which plainly constitutes a triangle with a horizontal bar missing and also constitutes the













As has been shown, Applicant’s Mark and the cited Mark are visually very different, they have
different donminant elements, and when they are considered as a whole, they are fundamentally
different in appearance. If the marks are compared solely based on their visual appearance, each
mark creates a fundamentally distinct and different commercial impression.

In addition, applicant’s mark and the cited mark have fundamentally different meanings. If the
meaning of each mark 1s considered when comparing them, the marks are even more distinct and
different, and create fundamentally different and distinct commercial impressions. See In re
White Rocks Distilleries, Inc., 92 USPQ2d at 1284 (VOLTA for vodka and TERZA VOLTA &
Design for wines engender different commercial impressions).

Each mark creates a fundamentally different and distinet commercial impression such that
consumer confusion is not likely. 7d.

H. The Office Action’s Supposition about Consumer Perceptions
is Unsubstantiated and Not Based on any Evidence

The December 31, 2018 Office Action also based the refusal of Classes 9, 14 and 18 (but not 25)
on the unfounded supposition that “‘potential purchasers . . . could still reasonably assume, given
the overall similarities in appearance and commercial impression in the respective marks, that
applicant’s goods and services provided under the applicant’s mark constitute a new or
additional goods and service line from the same source as the goods and services sold under the
registrant’s mark with which they are acquainted or familiar, and that applicant’s mark is merely
a variation of the registrant’s mark.” This language appears verbatim once in the September 29,
2018 office action and twice m the December 31, 2018 office action.

There 1s no factual or evidentiary basis for this supposition regarding consumer perceptions.
There certainly is no evidence to support that a majority or even any consumers will perceive the
marks in this fashion. This 1s particularly true where the marks plainly possess different
dominant elements, are visually different and have fundamentally different meanings, thereby
creating distinct commercial impressions.

II. The Dissimilarity of the Marks as a Whole is
Sufficient to Preclude a Likelihood of Confusion

Applicant respectfully submits that based on the fundamental differences in the marks as a whole
there 1s no likelihood of confusion. See Odom's Tennessee Pride Sausage, Inc. v. FF
Acquiisition, L.L.C., 600 F.3d 1343 (Fed. Cir. 2010). As the Federal Circuit repeatedly has held,
“a single DuPont factor ‘may be dispositive in a likelihood of confusion analysis, especially
when that single factor is the dissimilarity of marks.”” Odom's Tennessee Pride, 600 F.3d at
1346-47 (quoting Champagne Lowis Roederer, S.A. v. Delicato Vinevards, 148 F.3d 1373, 1375
(Fed. Cir. 1998)): Kelloge Co. v. Pack’em Enters., 951 F.2d 330, 332 (Fed. Cir. 1991). Asin
Qdom’s Tennessee Pride, “the visual distinctions between the marks at 1ssue here create
unquestionably different conunercial impressions, thereby precluding a finding of likelihood of
confusion.” 600 F.3d at 1346. Applicant respectfully submits that the Section 2(d) partial
refusal should be withdrawn for all classes — International Classes 9, 14 and 18.









Exhibit A - Registered Marks Incorporating Other Registered Marks

# and Design

Status: Registered, January 1, 2019
Reg. No.: 5644851

Int'l Class: 9, 35, 41, 42

Owner: 3DNA CORP., DBA
NATIONBUILDER

Class 9 - Computer software for
creating searchable databases of
information and data; computer
software for the collection, editing,
organizing, modifying, book marking,
transmission, storage and sharing of
data and information; computer
software for the databasing,
visualization, manipulation, virtual
reality immersion and integration of
geographic infarmation with on-line
member communities; computer
software for use in customer
relationship management (crm);
computer software for contact
management, performing electronic
business transactions, etc.

# FR2 and Design

Status: Registered, April 30, 2019
Reg. No.: 5736609

Int'l Class: 9, 16, 18, 25, 35
Owner: CENO COMPANY LTD.

HFR2

Class 9 - Cameras; camera peripherals
and accessories, namely, camera
straps; straps for cameras; cases for
cameras; cases for smartphones;
spectacles; downloadable electronic
publications, namely, catalogs
featuring fashicn; downloadable
music files; downloadable image files
featuring fashion

@ and Design

Status: Registered, January 26, 2016
Rep. No.: 4891268

int'l Class: 25

Owner: @DENTITY, LLC, DBA
@DENTITY, LLC

@

Class 25 - Adult novelty gag clothing
item, namely, socks; athletic for tops
and bottoms sports; baseball caps
and hats; belts; gloves as clothing;
hats; head wraps; headbands for
clothing; jackets; jerseys; pocket
squares; sports caps and hats; ties;

@ and Design

Status: Registered, May 10, 2011
Reg. No.: 3960108

Int'l Class: 25

Owner: WAXLER, WILLIAM K

Class 25 - Apparel for dancers,
namely, tee shirts, sweatshirts, pants,
leggings, shorts and jackets; athletic
apparel, namely, shirts, pants, jackets,
footwear .....

22700167 _1




Exhibit A - Registered Marks Incorporating Other Registered Marks

tops; wearabie garments and
clothing, namely, shirts; women's
clothing, namely, shirts, dresses,
skirts, blouses

+ - and Design

Status: Renewed, December 3, 2012
Reg. No.: 2655375

Int'l Class; 25

Owner: CHIEMSEE GMBH & CO. KG

=l

Class 25 - Footwear and headwear;
clothing, namely t-shirts, shirts,
skirts, pullovers.....

+ - GENESSYS and Design

Status: Registered, July 21, 2015
Reg. No.: 4777657

Int'l Class: 9

Owner: KLEENSPEED TECHNOLOGIES
INC.

©)© GenESSys

Class 9 — Anode batteries; ...
integrated battery backup systems
comprising a battery, an electronic
measurement apparatus for use in

the measurement of battery health
and performance, and aremote
computer software program that uses
the faregoing data to trend, predict,
and store data related to the health of
the battery; lithium ion batteries.....

A and Design

Status: Registered, March 26, 2019
Reg. No.: 4291458

Int'l Class: 9, 41, 42

Owner: AXWAY INC.

Class 9 - Downloadable computer
software for developing web based
computer software, tablet and
mobile device applications

A and Design

Status: Registered, January 24, 2017
Reg. No,: 5125530

Int'l Class: 9

Owner: AMAZON TECHNOLOGIES,
INC,

!

Class 9 —Handheld computers; .......
application software for tablet
computers; computer software;
computer hardware; portable and
handheld electronic devices for
transmitting, storing, manipulating,
recording, and reviewing .....

COEXIST and Design

Status: Registered, June 9, 2016
Reg. No.: 3798421

Int'l Class: 14

Owner: COEXIST FOUNDATION

COEXIST and Design

Status: Renewed, February 1, 2015
Reg. No.: 2524211

Int'l Class: 25

Owner: COEXIST FOUNDATION

CAN'T and Design

Status: Registered, April 14, 2015

Reg. No,: 4721853
Int'l Ciass: 16, 25
Owner: CAN'T LLC
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Exhibit A - Registered Marks Incorporating Other Registered Marks

Class 25 - Shirts, t-shirts

Class 25 — T-shirts

woven pants; men's and ladies'
woven shorts; men's and ladies'
woven shirts; men's and ladies'
knit shirts; men's suits; men’s and
ladies' jackets and coats, al! of the
foregoing made all or in
substantial part of recycled
materials Men's and ladies’
woven pants; men's and ladies’
woven shorts; men's and ladies’
woven shirts; men's and ladies'
knit shirts; men's suits; men's and
ladies' jackets and coats, all of the
foregoing made all or in
substantial part of recycled
materials

@ and Design

Status: Registered, May 10, 2011
Reg. No.: 3960108

Int’l Class: 25

Owner: WAXLER, WILLIAM K

Class 25 - Apparel for dancers,
namely, tee shirts, sweatshirts,
pants, leggings, shorts and jackets;
athletic apparel, namely, shirts,
pants, jackets, footwear .....

PEACE SIGN FOLLOWED BY;
EQUALS SIGN WITHIN CIRCLE;
FOLLOWED BY HEART SYMBOL
WITHIN CIRCLE and Design
Status: Allowed

Appl. No.: 87746210

Int'l Class: 25

Owner: WATERMARK PROPERTIES
INC

Class 25 - Bottoms as clothing; tops as
clothing

Design Only

Status: Registered, May 15, 2017
Reg. No.: 3856547

Int'l Class: 9

Owner: CRAIGSLIST, INC.

Class 9 - Downloadable software
for use in viewing and posting
classified advertising, consumer
product and service information,
product and service rental
information and advertising, and
consumer infarmation on a wide
variety of topics of general
interest to the consuming public;
downloadable software for use in
accessing electronic mail services
and for electronic transmission of
messages, data and images

Design Only

Status: Registered, October 17, 2017
Reg. No.: 5309476

Int'l Class: 9

Owner: Slack Technologies, Inc.

Design Only

Status: Renewed, November 25, 2017
Reg. No.: 2115677

Int'l Class: 24, 25

Owner: BEEN TRILL, LLC

22700167 _1

































































































































































































TM Staff Information - None
Fite Location
Current Location: TMO LAW OFFICE 115 Date in Location: May 15, 2017
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U.S. App. 87941661
Our Ref: 800517US

Declaration of Anne Kerns

I, Anne Kerns, hereby submit this declaration regarding U.S. Application Serial No.
87941661 for the mark shown above, and declare as follows:

1. [ am Anne C. Kemns, AIGA. I am a graphic designer with 29 years of continuous
practical experience, and a member of AIGA, the professional association for design. I own and
operate my own graphic design company, Anne Likes Red!®, located in Silver Spring, Maryland,
since 2006. From 2003-2010, I tanght two different graphic design courses at George Mason
University in Fairfax, Virginia, and since 2018 I have taught three different courses at The
University of Maryland in College Park, Maryland.

‘ 2. I have reviewed U.S. App. Serial No. 87941661 and U.S. Reg. 5258957. Exhibit
A consists of the USPTQ database records for U.S. App. Serial No. 87941661 and U.S. Reg.
5258957, which I have reviewed. Exhibit A is incorporated herein by reference.

3. The mark shown above, which, is the subject of U.S. Application Serial No.
87941661, is comprised of the negative image, also known as “counterspace,” of the letters “Z”,
“07”, and “A”, which together spell the word ZOA.

4. Set forth below is one example of a negative image or counterspace alphabet for

the English language alphabet:
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-
"
P
-
i 4 |

A

9
e
(7]
& g

5. The mark shown in U.S. Reg. 5258957 is as follows and consists of the negative

image or counterspace of the letter “A™; -

6. To the best of my knowledge, the negative image alphabet is well known in the
design community and among American consumers.

7. To the best of my knowledge, the display of English language letters using their
negative image or counterspace is common in U.S. commerce and among consumers for
consumer products and is widely recognized by persons fluent in the English language and other

persons whose languages use the same alphabet,

I, Anne Kerns, being warned that willful false statements and the like are punishable by
fine or imprisonment, or both, under 18 U.S.C. 1001, and that such willful false statements and

the like may jeopardize the validity of the application or submission or any registration resulting




U.S. App. 87941661

therefrom, declare that all staternents made of my own knowledge are true and all statements

made on information and belief are believed to be true.

Anne C. Kerns

WC-W

Dated: June 28, 2019 Anne C. Kerns
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