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MARK SECTION

MARK FILE NAME https://tmng-al .uspto.gov/resting2/api/img/87731795/large
STANDARD CHARACTERS NO

USPTO-GENERATED IMAGE NO

ARGUMENT(S)

Please see the actual argument text attached within the Evidence section.

EVIDENCE SECTION

EVIDENCE FILE NAME(S)

ORIGINAL PDF FILE evi_389822016-20190711223718819298 . Red Cross Design Request for Reconsideration 11Jul2019.pdf
g%’:g’;)RTED PDFFILE®S | \\TICRSIEXPORT17\IMAGEOUT17\877\317\87731795\xml 17\RFR0002.JPG

WTICRS\EEXPORT1INAIMAGEOUT17\877\317\87731795\xml 1 ARFR0O003.JPG

\TICRS\EEXPORT1NAIMAGEOUT17\877\317\87731795\xml 1 ARFR0004.JPG
\TICRS\EEXPORT1INAIMAGEOUT17\877\317\87731795\xml 1 ARFR0005.JPG
\TICRS\EEXPORT1NAIMAGEOUT17\877\317\87731795\xml 1 ARFR0O006.JPG
\TICRSEXPORT1INIMAGEOUT1/\877\317\87731795\xml 17\ARFR0O007.JPG

\TICRSEXPORT1INIMAGEOUT1/\877\317\87731795\xml 17\ARFR0008.JPG

ORIGINAL PDF FILE evi_389822016-20190711223718819298 . Cross Design Declaration Executed 11Jul2019.pdf

CONVERTED PDF FILE(S)

(3 pages) \TICRS\EEXPORT1INIMAGEOUT17\877\317\87731795\xml 1 ARFR0009.JPG

\TICRS\EEXPORT1INAIMAGEOUT17\877\317\87731795\xml 1 A\ARFR0010.JPG
\TICRSEXPORT1INIMAGEOUT1/\877\317\87731795\xml 17\ARFR0011.JPG

DESCRIPTION OF EVIDENCE
FILE

GOODS AND/OR SERVICES SECTION (003)(class deleted)
GOODS AND/OR SERVICES SECTION (014)(class deleted)
GOODS AND/OR SERVICES SECTION (016)(class deleted)
GOODS AND/OR SERVICES SECTION (028)(class deleted)
GOODS AND/OR SERVICES SECTION (030)(class deleted)
GOODS AND/OR SERVICES SECTION (032)(class deleted)

arguments; declaration in support of registration
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GOODS AND/OR SERVICES SECTION (036)(no change)
GOODSAND/OR SERVICES SECTION (038)(class deleted)
GOODS AND/OR SERVICES SECTION (039)(no change)
GOODS AND/OR SERVICES SECTION (045)(no change)
SIGNATURE SECTION

RESPONSE SIGNATURE [sbf/

SIGNATORY'SNAME Susan B. Flohr
SIGNATORY'SPOSITION Attorney of Record, DC Bar Member
SIGNATORY'S PHONE

TS 202-772-5870

DATE SIGNED 07/11/2019

AUTHORIZED SIGNATORY YES

CONCURRENT APPEAL

NOTICE FILED YES

FILING INFORMATION SECTION
SUBMIT DATE Thu Jul 11 22:39:42 EDT 2019

USPTO/RFR-XX. XX.XXX.XX-20
190711223942396053-877317
95-62065e7dc6efe410233903
50f6fab3cf7429f4dd49ceBac
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TEASSTAMP

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unlessit displays avalid OMB control number.

Request for Reconsideration after Final Action
Tothe Commissioner for Trademarks:

Application serial no. 87731795 (Stylized and/or with Design, see https://tmng-al .uspto.gov/resting2/api/img/87731795/large) has been amended
asfollows:

ARGUMENT(S)
In responseto the substantive refusal(s), please note the following:

Please see the actual argument text attached within the Evidence section.

EVIDENCE

Evidence in the nature of arguments; declaration in support of registration has been attached.
Original PDF file:

evi 389822016-20190711223718819298 . Red Cross Design Request for Reconsideration 11Jul2019.pdf
Converted PDF file(s) ( 7 pages)

Evidence-1

Evidence-2

Evidence-3

Evidence-4

Evidence-5

Evidence-6



../evi_389822016-20190711223718819298_._Red_Cross_Design_Request_for_Reconsideration_11Jul2019.pdf
../RFR0002.JPG
../RFR0003.JPG
../RFR0004.JPG
../RFR0005.JPG
../RFR0006.JPG
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Evidence-7

Original PDF file:

evi 389822016-20190711223718819298 . Cross Design Declaration Executed 11Jul2019.pdf
Converted PDF file(s) ( 3 pages)

Evidence-1

Evidence-2

Evidence-3

CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant hereby deletes the following class of goods/services from the application.
Class 003 for Soap and blessed oil, namely, bath soap, scented oils, ethereal oils

Applicant hereby deletes the following class of goods/ser vices from the application.
Class 014 for Jewelry, namely, crucifixes and crosses; rosaries

Applicant hereby deletes the following class of goods/services from the application.

Class 016 for Printed materials, namely, post cards, greeting cards, holy greeting cards, calendars, comic books, books, coloring books and
brochures about St. Francis of Assisi, other Catholic religious figures, and other religious topics of interest to visitors to a Franciscan Monastery;
reproductions of printed art featuring religious themes

Applicant hereby deletes the following class of goods/services from the application.
Class 028 for Toy flying discs

Applicant hereby deletes the following class of goods/ser vices from the application.
Class 030 for Granola and trail mix consisting primarily of granolaand also including dried fruit, chocolate, processed nuts

Applicant hereby deletes the following class of goods/services from the application.
Class 032 for Bottled flat water, namely, holy water for use in religious and spiritual ceremonies

Applicant hereby deletes the following class of goods/ser vices from the application.
Class 038 for Live streaming and streaming of video material over the Internet in the nature of religious services from a Franciscan Monastery

SIGNATURE(S)

Request for Reconsider ation Signature

Signature: /sbf/  Date: 07/11/2019

Signatory's Name: Susan B. Flohr

Signatory's Position: Attorney of Record, DC Bar Member

Signatory's Phone Number: 202-772-5870

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the highest court of aU.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/sheis currently the owner's’holder's attorney
or an associate thereof; and to the best of his’her knowledge, if prior to his’her appointment another U.S. attorney or a Canadian attorney/agent
not currently associated with his’her company/firm previously represented the owner/holder in this matter: (1) the owner/holder hasfiled or is
concurrently filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior
representative to withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the owner's’holder's
appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.

The applicant isfiling a Notice of Appeal in conjunction with this Request for Reconsideration.

Serial Number: 87731795

Internet Transmission Date: Thu Jul 11 22:39:42 EDT 2019

TEAS Stamp: USPTO/RFR-XX. XX . XXX.XX-20190711223942396
053-87731795-62065e7dc6efe4102339b350f 6f

ab3cf7429f 4dd49ce8ach4d1d36aa957d6501f-N
/A-N/A-20190711223718819298
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

APPLICANT: Franciscan Monastery USA, Inc.
SERIAL NO.: 87/731,795
ed G
'I-I'il
MARK:
FILING DATE: December 22, 2017
INTL. CLASSES: 36, 39, 45
TO: Commissioner for Trademarks

P.O. Box 1451
Alexandria, VA 22313-1451

ATTN: Sung In, Esq.

Trademark Examining Attorney
Law Office 103

REQUEST FOR RECONSIDERATION
In an Office Action 1ssued January 11, 2019, the Examining Attorney maintained and

Ld LJ
made final the refusal to register Applicant’s mark *&* pursuant to Sections 1, 2, and 45 of the

Lanham Act, 15 U.S.C. §§ 1051-1052, 1127, on the ground that the mark allegedly fails to
function as a trademark / service mark. Applicant hereby submits the following response and

evidence in further support of registration.

I. APPLICANT’S MARK CLEARLY FUNCTIONS AS A SERVICE MARK.

In the Office Action, the Examining Attorney refused registration of Applicant’s mark on

Ld £
the basis that "'I" allegedly *“1s a universal symbol that merely conveys a commonplace or

social, political, religious or similar kind of informational message” and therefore “does not

200401.00103/121231199v.1



function as a trademark or service mark to indicate the source of applicant’s goods and/or
services and to identify and distinguish them from others.” Specifically, the Examining Attorney
contends that Applicant’s mark “is commonly used to convey the particular message of
spreading the word of God™ and that it “commonly appears on or in connection with the type of
goods and/or services at issue.” Based on Applicant’s previous arguments and evidence, the

following supplemental analysis, and the additional evidence submitted herewith, Applicant

Ld L2
respectfully submits that its mark *&* is exclusive to Applicant for the applied-for services and,

as used n connection with such services, clearly functions as a service mark to identify
Applicant as their source. Applicant’s mark, when properly viewed within the relevant context of
Applicant’s services, 1s therefore decidedly not an “informational universal symbol.” On the
contrary, as previously explained, Applicant’s mark 1s an inherently distinctive mark that serves
as an indicator of source for Applicant’s services and is thus registrable on the Principal Register.
Accordingly, Applicant respectfully reiterates its request that the subject refusal be withdrawn

and that its mark be approved for publication.

d B
A. Evidence Fails to Show That *&* Is an “Informational Universal Symbol™;

Applicant’s Mark Functions as a Service Mark.

Contrary to the Examining Attorney’s position, Applicant respectfully reiterates that its

Ld LJ
mark *&* is decidedly not an “informational universal symbol.” A “universal symbol” is “a

design, icon, or image that is commonly used in an informational manner and conveys a widely
recognized or readily understood meaning when displayed in its relevant context.” T.M.E.P.
§ 1202.17 (Oct. 2018). In order to demonstrate that a symbol does not function as a mark, the

Examining Attorney’s refusal must be supported by “evidence that indicates the widely

200401.00103/121231199v.1



recognized meaning of the symbol, establishes that the symbol is commonly used to convey
particular information, and shows that the symbol commonly appears on the goods [or services]
at issue or analogous goods [or services].” Id. § 1202.17(c)(1)(A).

As with the prior Office Action, the additional evidence proffered by the Examining
Attorney again fails to show that Applicant’s mark is an “informational universal symbol”
perceived by relevant United States consumers to “convey[] a widely recognized or readily
understood meaning when displayed in its relevant context,” i.e., in the context of Applicant’s

services. Indeed, the record remains devoid of evidence tending to suggest, much less prove, that

+[+
Applicant’s mark *&* conveys a “widely recognized meaning,” that it is “commonly used,” or

that 1t “commonly appears” in connection with the applied-for services or related services.
First, to the extent any meaning is conveyed to a given consumer by Applicant’s mark,
such message can in no way be considered to have a “widely recognized meaning,” as shown by

the fact that none of the Examining Attorney’s proffered evidence indicates a single commonly

understood meaning. Given the broad array of histories attributed to Applicant’s l*‘ mark, it
simply cannot be said that the mark conveys any widely accepted and readily recognized
meaning. The inconsistencies generated by such websites alone belies the Examining Attorney’s
position — they cannot show any universally understood meaning when the sites do not even
agree with one another.

Even assuming the Examining Attorney’s evidence is comprised of legitimate sources by
historians or other experts featuring factually accurate understandings of the histories they

purport to describe, there 1s certainly no indication that they demonstrate any “widely recognized

Ld L2
meaning” conveyed by Applicant’s "'I" mark. Indeed, there is no evidence of the number of

200401.00103/121231199v.1



web visitors to each of the sites, nor any other information tending to show how the relevant

consuming public perceives Applicant’s mark, particularly in the relevant context of the applied-

L LJ
for services. Significantly, none of the evidence shows use of Applicant’s mark *&* in

connection with any of Applicant’s applied-for services — charitable fundraising services,
arranging of transportation of pilgrimage tours to the Holy Land; and providing a website
featuring information related to religious worship, the teachings of Saint Francis, and the Holy
Land — by any person or entity other than Applicant and its affiliate, the Custody of the Holy
Land.

Moreover, as explained in the Declaration of Friar John-Sebastian Laird-Hammond,

Ld K3
Secretariat of the Franciscan Monastery, Applicant’s mark *&* “is the symbol of [Applicant’s

affiliate,] the Custody of the Holy Land,” or Custodia Terrae Sanctae, “and is exclusively
associated with the Franciscan Monastery and the Franciscan Order in the United States.” See
Declaration submitted herewith,! 19 4, 9. The Examining Attorney’s own evidence —

<https://www.custodia.org/en/custody-and-its-history> — corroborates Friar John-Sebastian’s

Ld L)
declaration recognizing that Applicant’s mark *&* 1s “the symbol of the Custody of the Holy

Ld L3
Land,” 1.e., the Franciscan Monestary. That ’I" serves as an unequivocal source identifier for
Applicant is further underscored by the website

<https://en.wikisource.org/wiki/palestine_exploration fund -

_quarterly_statement for 1894/the jerusalem_cross> — also proffered by the Examining

! Applicant relies upon the total context of Friar John-Sebastian Declaration as support for the
Ld L
registrability of *&* .

200401.00103/121231199v.1



Attorney — which explains that “[t]he five crosses are the sign and seal of the Franciscan Order,
the traditional custodians of the holy places, and denote the five wounds of Christ and of

St. Francis” (emphasis added). As used in the context of “pilgrimage, fundraising, educational,

L L)
and religious services,” the ‘I"' mark is unequivocally perceived by the relevant public as an
indicator of source. See Declaration 49 10-12.

In sum, the Examining Attorney’s evidence of record fails to demonstrate that

e B4
Applicant’s mark *&* is commonly used in an informational manner and that such mark

conveys a widely understood meaning in the relevant context of Applicant’s applied-for services,
except of course as an indication of Applicant as the clear and unequivocal source of such
services. See id. 9 12. The record remains devoid of evidence showing that the relevant
consuming public would recognize the mark to convey any “informational message™ or that the
mark 1s used by any other entity in connection with the services at issue. Consequently, in light
of the lack of evidence to the contrary, the Examining Attorney has failed to demonstrate that
Applicant’s mark fails to function as a trademark / service mark. With no evidence to support the
Examining Attorney’s refusal, and with the record clearly demonstrating the source-identifying
nature of the mark in the context of Applicant’s applied-for services, the refusal simply cannot be
maintained.

Moreover, as reiterated infra Part L. B, Applicant’s position against the subject refusal is
further underscored by the existence of myriad directly analogous third-party registrations —
including registrations comprised of a Jerusalem cross. In view of the lack of evidence in the
record to support the refusal, coupled with the existence of such third-party registrations, the

retusal simply cannot be maintained. Consequently, because Applicant’s mark categorically fails

200401.00103/121231199v.1



L L)

to satisfy the threshold legal standard for a failure-to-function refusal, Applicant’s mark *&* is
unequivocally registrable on the Principal Register. Accordingly, Applicant respectfully
reiterates its request that the Examining Attorney withdraw the subject refusal and approve

Applicant’s mark for publication.

B. Directly Analogous Third-Party Marks Deemed Registrable.

As previously explained, Applicant’s position against the subject refusal is further
underscored by the existence of numerous directly analogous third-party marks comprised in
whole or in part of designs of crosses registered on the Principal Register (without claim of
acquired distinctiveness), including without limitation the registrations attached as Exhibit B to
Applicant’s Response to Office Action dated December 17, 2018. Given that the Trademark

Office deemed these directly analogous marks registrable on the Principal Register, Applicant’s

Ld LJ
mark *&* is as deserving, if not more so, of approval for registration. Indeed, while Applicant

recognizes that each case must be decided based on the evidence before the Trademark Office,
the P.T.O. has always maintained that consistency in examination is an important, if not crucial,

role of the Trademark Office. See In re Litehouse Inc., 82 U.S.P.Q.2d 1471 (T.T.A.B. 2007)

(Court encourages the P.T.O. to achieve a uniform standard for assessing registrability of marks);

In re Rodale Inc., 80 U.S.P.Q.2d 1696, 1700 (T.T.A.B. 2006) (Board recognized that consistency

in examination is a goal of the Trademark Office); In re Finisair Corp., 78 U.S.P.Q.2d 1618,

1621 (T.T.A.B. 2006) (Board recognized that uniform treatment during examination is a goal of
the P.T.0O.). Thus, to ensure consistent treatment between Applicant’s mark and the above-
mentioned directly analogous registrations, Applicant respectfully requests that the Examining

Attorney withdraw the subject refusal and approve Applicant’s mark for publication.

200401.00103/121231199v.1



II. CONCLUSION

Whereas Applicant has satisfied the concerns and complied with the requirements of the
Examining Attorney, Applicant respectfully requests that the subject refusal be withdrawn and

that Applicant’s mark be approved for publication.

200401.00103/121231199v.1



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

APPLICANT: Franciscan Monastery USA, Inc.

SERIAL NOs.: 87/731,795 and 87/731,832

MARKS: "I*
£ R
; and

>

+f4. FRANCISCAN MONASTERY
*f4 of the HOLY LAND TN AMERICA

APPLICATION DATE: December 22, 2017
TO: Commissioner for Trademarks
P.O. Box 1451

Alexandria, Virginia 22313-1451

DECLARATION

1, John-Sebastian Laird-Hammond, hereby declare that:

1. I am Secretariat of the Franciscan Monastery USA, Inc., applicant and owner of the
above-identified applications (the “Franciscan Monastery”), and I am properly authorized to execute
this Declaration on behalf of the Franciscan Monastery.

2 The Franciscans (also known as the Order of Friars Minor) are a group of religious
orders within the Catholic Church, dated back more than 800 years, founded in 1209 by Saint Francis
of Assisi.

3 Through Papal Bulls issued in 1342, Pope Clement VI declared the Franciscans as the
official custodians of the Holy Land, Jerusalem, in the name of the Catholic Church, entrusting the
Franciscans with the guardianship and preservation of the Holy Land, its shrines, its pilgrims, and its
people.

4. Over the course of time, this province of the Franciscan Order took the name

“Custody of the Holy Land,” or Custodia Terrae Sanciae.

200401.00103/121212990v.1



THE FRANCISCAN MONASTERY

5. The Franciscan Monastery is the United States arm of the Custody of the Holy Land,
sustaining the mission of the Franciscan Friars in the Holy Land by serving as a “Little Jerusalem” in
America.

6. The Franciscan Monastery serves American’s Holy Land pilgrims through education,
fundraising, recruiting vocations, promoting pilgrimages, and providing pastoral ministry.

75 The Franciscan Monastery is home to a thriving Holy Land Franciscan community,
fulfilling its mission on behalf of the Holy Land, its Friars and the Catholic Church.

8. The Franciscan Monastery operates at the Franciscan Monastery in Washington,

D.C., which serves as a pilgrimage site for more than 50,000 visitors each year.

o [l e
54

THE FRANCISCAN MONASTERY’S MARK

o
. o
9. The Franciscan Monastery’s mark, , is the symbol of the Custody of the

L b

Holy Land and is exclusively associated with the Franciscan Monastery and the Franciscan Order in

the United States.

o o
_ L
10.  Pilgrims, Catholics, and the general public universally perceive the asa
clear identification of the source of the Franciscan Monastery’s pilgrimage, fundraising, educational,
and religious services, as well as products offered and sold bearing our mark, the profits from all of

which support of our mission.

200401.00103/121212990v.1



& § &
*8¥ ) .
11. Our is exclusive to the Franciscan Order and the Franciscan Monastery. -

oA 8 4
L] .

services we provide immediately understand that they are offered by the Franciscans and the

Catholics and the general public in the United States encountering our in relation to the

Franciscan Monastery. Aside from the Franciscans, no other organization in the United States uses

.._,.I._,.'

.
- 3 * - - - - - o = ) - V
(nor is permitted to use) our in connection with pilgrimage, fundraising, educational, and

religious services.

el

% f

12. To the extent _* imparts any meaning or information, it is solely that the
services provided and goods offered to the American public under our mark are provided and offered
by the Franciscan Monastery, clearly and unequivocally identifying the Franciscan Monastery as the
source of such services and products.

The signatory, being warned that willful false statements and the like are punishable by fine
or imprisonment, or both, under 18 U.S.C. § 1001, and that such willful false statements and the like
may jeopardize the validity of the application or this submission or any registration resulting
therefrom, declares that all statements made of his own knowledge are true and that all statements

made on information and belief are believed to be true.

FRANCISCAN MONASTERY USA, INC.

Dated: /7 i/ 4 ? By:

Name: Tobr)=Se8/257/4n) L 312D " ﬁ/ﬁﬂfﬂﬂ/‘/A

Title: T E O ETHRE AT

=3
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