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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

U.S. APPLICATION SERIAL NO. 87700018 

 

MARK: PIXEL BY LABCORP 

 

      

*87700018*  
CORRESPONDENT ADDRESS: 
    WILLIAM M. BRYNER 

    KILPATRICK TOWNSEND & STOCKTON LLP 

    1001 WEST FOURTH STREET 

    WINSTON-SALEM, NC 27101 

     

  
GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp  

 

VIEW YOUR APPLICATION FILE 

 

APPLICANT: Laboratory Corporation of America Holdin ETC.

  

CORRESPONDENT’S REFERENCE/DOCKET NO:

    1059620    

CORRESPONDENT E-MAIL ADDRESS:  

    tmadmin@kilpatricktownsend.com 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 6/3/2019 

 
 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B), 
715.04(a). The following requirement(s) and/or refusal(s) made final in the Office action dated October 
16, 2018 are maintained and continue to be final: Section 2(d) Refusal – Likelihood of Confusion. See 
TMEP §§715.03(a)(ii)(B), 715.04(a).  

 



In the present case, applicant’s request has not resolved all the outstanding issues, nor does it raise a 
new issue or provide any new or compelling evidence with regard to the outstanding issues in the final 
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new 
light on the issues.  

 

In its April 16, 2019 request for reconsideration, applicant provides further arguments against the 
refusal. These arguments have been considered and found unpersuasive for the reasons set forth below. 

 

Applicant first argues that applicant’s and registrant’s services no longer are related due to the issuance 
of an updated registration certificate for the cited mark and applicant’s amendment of its own 
identification to exclude medical testing concerning cosmetic surgery and plastic surgery.  

 

The amendment of registrant’s identified services does not obviate the relatedness of the services. As 
evidenced in the prior Office actions, entities that offer surgery services (which encompass cosmetic and 
plastic surgery) also offer medical testing services. Further, the attached evidence from Medstar 
Washington Hospital Center and The George Washington University Hospital demonstrates that entities 
who offer cosmetic or plastic surgery services also offer medical testing services. 

 

The amendment of applicant’s identified services, limiting its services to excluding medical testing 
concerning cosmetic and plastic surgery, does not obviate the relatedness of the services because 
applicant’s exclusion does not effectively limit the channels of trade in which applicant’s and registrant’s 
services are offered. Specifically, in the absence of limitations as to channels of trade or classes of 
purchasers in the services in the registration, the presumption is that the services move in all trade 
channels normal for such services and are available to all potential classes of ordinary consumers of such 
services. See In re I-Coat Co., 126 USPQ2d 1730, 1737 (TTAB 2018); In re Melville Corp., 18 USPQ2d 1386, 
1388 (TTAB 1991); TMEP §1207.01(a)(iii). 

 

Further, as stated in the prior Office action, the services do not need to be identical or even competitive. 
They need only be “related in some manner and/or if the circumstances surrounding their marketing are 
such that they could give rise to the mistaken belief that [the services] emanate from the same source.” 
Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) 
(quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d 1715, 1724 (TTAB 2007)); TMEP §1207.01(a)(i). 

  

Applicant next argues that the USPTO has allowed other similar marks with similar services to coexist on 
the Principal Register. However, prior decisions and actions of other trademark examining attorneys in 
registering other marks have little evidentiary value and are not binding upon the USPTO or the 
Trademark Trial and Appeal Board. TMEP §1207.01(d)(vi); see In re USA Warriors Ice Hockey Program, 
Inc., 122 USPQ2d 1790, 1793 n.10 (TTAB 2017). Each case is decided on its own facts, and each mark 



stands on its own merits. In re USA Warriors Ice Hockey Program, Inc., 122 USPQ2d at 1793 n.10 
(quoting In re Boulevard Entm’t, 334 F.3d 1336, 1343, 67 USPQ2d 1475, 1480 (Fed. Cir. 2003)). 

 

Finally, applicant argues that the consumers of its services are sophisticated and not likely to be 
confused with registrant’s mark. The fact that purchasers are sophisticated or knowledgeable in a 
particular field does not necessarily mean that they are sophisticated or knowledgeable in the field of 
trademarks or immune from source confusion. TMEP §1207.01(d)(vii); see, e.g., Stone Lion Capital 
Partners, LP v. Lion Capital LLP, 746 F.3d. 1317, 1325, 110 USPQ2d 1157, 1163-64 (Fed. Cir. 2014); Top 
Tobacco LP v. N. Atl. Operating Co., 101 USPQ2d 1163, 1170 (TTAB 2011). Further, where the purchasers 
consist of both professionals and the public, the standard of care for purchasing the goods is that of the 
least sophisticated potential purchaser. In re FCA US LLC, 126 USPQ2d 1214, 1222 (TTAB 2018) (citing 
Stone Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d. at 1325, 110 USPQ2d at 1163). 

 

Accordingly, the request is denied. 

 

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the 
Board will be notified to resume the appeal. See TMEP §715.04(a).  

 

If no appeal has been filed and time remains in the six-month response period to the final Office action, 
applicant has the remainder of the response period to (1) comply with and/or overcome any 
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board. TMEP 
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3). The filing of a request for reconsideration does not stay or 
extend the time for filing an appeal. 37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).  

 

 

/Scott Kumis/ 

Scott Kumis 

Trademark Examining Attorney 

Law Office 125 

(571)272-2693 

Scott.Kumis@uspto.gov 

 

 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 


