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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 87700018

MARK: PIXEL BY LABCORP

CORRESPONDENT ADDRESS:
WILLIAM M. BRYNER

KILPATRICK TOWNSEND & STOCKTON LLP
1001 WEST FOURTH STREET

WINSTON-SALEM, NC 27101

APPLICANT: Laboratory Corporation of America Holdin ETC.

CORRESPONDENT’S REFERENCE/DOCKET NO:
1059620
CORRESPONDENT E-MAIL ADDRESS:

tmadmin@kilpatricktownsend.com

GENERAL TRADEMARK INFORMATION:

http://www.uspto.gov/trademarks/index.jsp

VIEW YOUR APPLICATION FILE

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 6/3/2019

The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B),
715.04(a). The following requirement(s) and/or refusal(s) made final in the Office action dated October
16, 2018 are maintained and continue to be final: Section 2(d) Refusal — Likelihood of Confusion. See

TMEP §§715.03(a)(ii)(B), 715.04(a).



In the present case, applicant’s request has not resolved all the outstanding issues, nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issues in the final
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues.

In its April 16, 2019 request for reconsideration, applicant provides further arguments against the
refusal. These arguments have been considered and found unpersuasive for the reasons set forth below.

Applicant first argues that applicant’s and registrant’s services no longer are related due to the issuance
of an updated registration certificate for the cited mark and applicant’s amendment of its own
identification to exclude medical testing concerning cosmetic surgery and plastic surgery.

The amendment of registrant’s identified services does not obviate the relatedness of the services. As
evidenced in the prior Office actions, entities that offer surgery services (which encompass cosmetic and
plastic surgery) also offer medical testing services. Further, the attached evidence from Medstar
Washington Hospital Center and The George Washington University Hospital demonstrates that entities
who offer cosmetic or plastic surgery services also offer medical testing services.

The amendment of applicant’s identified services, limiting its services to excluding medical testing
concerning cosmetic and plastic surgery, does not obviate the relatedness of the services because
applicant’s exclusion does not effectively limit the channels of trade in which applicant’s and registrant’s
services are offered. Specifically, in the absence of limitations as to channels of trade or classes of
purchasers in the services in the registration, the presumption is that the services move in all trade
channels normal for such services and are available to all potential classes of ordinary consumers of such
services. See In re I-Coat Co., 126 USPQ2d 1730, 1737 (TTAB 2018); In re Melville Corp., 18 USPQ2d 1386,
1388 (TTAB 1991); TMEP §1207.01(a)(iii).

Further, as stated in the prior Office action, the services do not need to be identical or even competitive.
They need only be “related in some manner and/or if the circumstances surrounding their marketing are
such that they could give rise to the mistaken belief that [the services] emanate from the same source.”
Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012)
(quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d 1715, 1724 (TTAB 2007)); TMEP §1207.01(a)(i).

Applicant next argues that the USPTO has allowed other similar marks with similar services to coexist on
the Principal Register. However, prior decisions and actions of other trademark examining attorneys in
registering other marks have little evidentiary value and are not binding upon the USPTO or the
Trademark Trial and Appeal Board. TMEP §1207.01(d)(vi); see In re USA Warriors Ice Hockey Program,
Inc., 122 USPQ2d 1790, 1793 n.10 (TTAB 2017). Each case is decided on its own facts, and each mark



stands on its own merits. In re USA Warriors Ice Hockey Program, Inc., 122 USPQ2d at 1793 n.10
(quoting In re Boulevard Entm’t, 334 F.3d 1336, 1343, 67 USPQ2d 1475, 1480 (Fed. Cir. 2003)).

Finally, applicant argues that the consumers of its services are sophisticated and not likely to be
confused with registrant’s mark. The fact that purchasers are sophisticated or knowledgeable in a
particular field does not necessarily mean that they are sophisticated or knowledgeable in the field of
trademarks or immune from source confusion. TMEP §1207.01(d)(vii); see, e.g., Stone Lion Capital
Partners, LP v. Lion Capital LLP, 746 F.3d. 1317, 1325, 110 USPQ2d 1157, 1163-64 (Fed. Cir. 2014); Top
Tobacco LP v. N. Atl. Operating Co., 101 USPQ2d 1163, 1170 (TTAB 2011). Further, where the purchasers
consist of both professionals and the public, the standard of care for purchasing the goods is that of the
least sophisticated potential purchaser. In re FCA US LLC, 126 USPQ2d 1214, 1222 (TTAB 2018) (citing
Stone Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d. at 1325, 110 USPQ2d at 1163).

Accordingly, the request is denied.

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the
Board will be notified to resume the appeal. See TMEP §715.04(a).

If no appeal has been filed and time remains in the six-month response period to the final Office action,
applicant has the remainder of the response period to (1) comply with and/or overcome any
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board. TMEP
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3). The filing of a request for reconsideration does not stay or
extend the time for filing an appeal. 37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).

/Scott Kumis/

Scott Kumis

Trademark Examining Attorney
Law Office 125

(571)272-2693

Scott.Kumis@uspto.gov
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Blood Tests

Home » Blood Tests

. View All A-Z
¥sEndiaDoctag Pre-Marital Blood Tests

GW Ambulatory Care Center
Appeointments 22nd and | Streets, NW

1-888-4GW-DOCS Washington,
DC Level - #103

Monday — Friday

)C 2003

7:30 a.m. - 5:30 p.m

$83.75

Online Bill Pay

O anvoe

Walk-ins accepted

Test results are available the following day unless the sample is drawn on a Friday. Test

@ Visiting Hours results for samples drawn on Fridays

Learn More picked up at the same location

he following Monday. Results are
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https://s om/ce services/blood d-tests

HIV+ Testing

GW Ambulatory Care Center
22nd and | Streets, NW
Washington, DC 20037

DC Level —#103

Monday - Friday

7:30 a.m. — 5:30 p.m.
Walk-ins accepted

You must have a requisition form from your doctor for this test.

Prenatal Testing for Pregnant Moms

GW Ambulatory Care Center
22nd and | Streets, NW
Washington, DC 20037

DC Level - #103

Monday — Friday

7:30 a.m. - 5:30 p.m.
Wialk-ins accepted

You must have a requisition form from your doctor for this test.

For information call 202-741-3050
Related Pages

* ECMO Client Testimonials

= Cardiac CT and Cardiac MRI

« Extracorporeal Membrane Oxygenation (ECMO)
. ial Cardiac Ca izati

e Tr h Aortic Valve Repl: t (TAVR)
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THE GEORGE WASHINGTON
, UNIVERSITY HOSPITAL SERVICES ~ PATIENTS & VISITORS ~ EVENTS ~ RESOURCES  CAREERS

Plastic Surgery

Home » Services : Featured Services: » Surgery » Plastic Surgery

Surgery
Cosmetic and Reconstructive Plastic
Surgery

Duriny

Anesthesiology

Outpatient Surgery

to alter, repair or

g plastic surgery

reconstruct of the body. Surgeons at GW Hospital work in surgical s

; outfitted with advanced technology, such as minimally ive surgical equipment
Plastic Surgery outfitted with advan hnology, such as minimally invasive surgical equipmen

help reduce recovery times for patients and minimize scarring.

Robotic Surgery There are two types of plastic surgery: cosmetic and reconstructive

Cosmef

gery is an elective procedure in which normal parts of the body

Single Port Surgery eshaped to help improve a person’s appearance o signs of aging. Because

ed by insuran

eatment is elective, cosmy surgery however

patients should always check with their insurance providers to be sure

Thoracic Surgery
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Vascular Surgery

Weight-Loss Surgery

* View All A-Z
= Find a Doctor

Appointments

1-888-4GW-DOCS

~ Online Bill Pay

°: Learn More

Visiting Hours
Learn More
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Reconstructive plastic surgery corrects physical conditions that were caused by burns,
congenital abnormalities, traumatic injuries, infection and disease, developmental
abnormalities or to correct scars or other issues caused by cancer or tumors.

Reconstructive plastic surgery is typically performed to improve function, but it can also

be performed 1o give the face or body a more normal appearance. This type of plastic
surgery is often covered by insurance, however coverage can vary from procedure to
procedure, so patients should always check with their insurance providers before having

reconstructive surgery.

Cosmetic and reconstructive procedures performed by surgeons at GW Hospital include:

Treatment of skin diseases, cancer, trauma

* Malignant and benign lesions of the » Birthmarks
skin (basal cell, squamous cell) « Reconstructive flaps and grafts
* Melanoma = Scar revisions

« Malignant and benign lesions of the

soft tissue (sarcoma, lipoma)

Cemplex wound and burn treatment

* Acute burn management {thermal, * Difficult wound care (infections, bitss,
chemical, electrical) foreign bodies, ehronic open wounds)
= Reconstructive burn treatment « End-stage hidradenitis suppurativa

(chronic skin disease causing

inflammation)
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Surgery of the breast

= Post-mastectomy breast
reconstruction

= Breast reduction

= Congenital and developmental breast
defarmities

= Gynecomastia (excessive breast tissue
in males)

Treatment of facial deformity, disease, trauma

s Facial fractures (mandible, zygoma,

orbits, nose)

= Tumors of the lips, mouth, tongue,

salivary glands
« Congenital tumors and vascular

malformations

Surgery of the hand

* Hand and forearm wounds

» Tendon injuries and lacerations
= Nerve injuries

* Fractures of the hand

= Vascular injuries of the hand

» Wound and laceration treatment
* Nasal deformity, ear deformity
« Cleftlip and palate

Carpal tunnel syndrome
= Dupuytren's contracture (tissue
thickening and tightening on the palm

and fingers)

Trigger finger

Congenital anomalies (extra digits,
webbed fingers, etc.)
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Surgery of the trunk and extremities

* Chest and abdominal wall

Lower extremity coverage

recenstruction

Flaps, grafts, free tissue transfer,
« Perineal reconstruction expanders

Cosmetic surgery

* Facelift (browlift, neck-lift) * Liposuction

« Blepharoplasty (eyelid surgery) Collagen injections

+ Cosmetic rhinoplasty Abdominoplasty

« Cosmetic otoplasty

Related Pages

* Precision Virtual Reality

» Types of Weight-Loss Surgery

= Preparing for Inpatient Surgery

+ Robotic Colorectal Surgery

= Preparing for Outpatient Surgery
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Medstar Washington [t's How We Treat People
Hospital Center

FOR FOR OUR OUR

PATIENTS | PHYSICIANS | SERVICES | HOSPITAL

NEED ASSISTANCE? |

2-877-7000

Provider name. medical condition, specialist

Tiome

> OurServices > Surgery > Treatments > Plastic Surgery > Cosmetic Surgery

Share this page o O @ AAa IEI

Cosmetic Surgery

Cosmetic surgery is performed ta repair of reshape otherwise norma structures of the bady, pimarily to improve the patient's appearance
and seff-esteem Deciding to have plast

Make an Appointment

For an appointment with a sp:

c surgery is & personal decision, whether its a simple earlob

pair or & complex body conlouring
procedur

cal

allows them to be comforable with their appearance

MAKE AN APPOINTMENT
Bady Contouring Procedures

= Breast Cosmetic Procedures

Facial Cosmetic Procedures

Find a Doctor

Our providers can find the best solution just for you

FIND A DOCTOR
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MedsStar Washington It's How We Treat People
Hospital Center

FOR OUR OUR

FOR
PATIENTS | PHYSICIANS | SERVICES | HOSPITAL

NEED ASSISTANCE? |

Provider name. medical condition, specialist

Home > Our Services > Pathology and Laboratory Medicine

Share this page o O @ AAra &=

DOCTORS TREATMENTS

Under the Department of Pathology and Laboratory
Medicing, outpatient labs are provided by LabCorp.

Location:
Physician Office Building across from the pharmacy.

Hours of operations:
Monday - Friday from 7 am — 5:45pm

Accessibility:

If patients are drving, the Yellow park garage is the
closest way to go (o the lab. Services are provided for
general, geriatric, pediatric and te handicap population

Contact informatiot
Phone number: 2 2185
a Fax number. 202-862-2197

The Department of Pathology and Laboratory Medicine at MedStar Washington Hospital Center pravides comprehensive clinical and
anatomical pathology services in all areas essential to support a large metropalitan acute care hospital. Pathology is the study and
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anatomical patnology services in all areas essential to support a large metropolitan acute care hospital. Pathology is the study and

diagnasis of disease through examination of organs, tissues, bodily fluids and whole bodies (autopsies). Location Information

Pathology and Laboratory Medicine Services el s

« Clinical chemistry MedsStar Washington Hospital Center
+ Microbiology 110 Irving Street, NW

= Parasitology BCW-17

« Blaod banking Washington, DG 20010

« Hematology

* Urinalysis

+ Flow cytometry

« Diagnostic immunology

Anatomic Pathalogy services are offered in:

+ General surgical pathology
« Gynecological pathology
+ Hematopathclogy

« Immunopathology

« Neuropathology

« Cytopathology

+ Dermatopathology

A 24-hour STAT Lab offers a complete range of STAT tests for critical care patients and offers point-af-care testing at a vaniety of stes.

£



