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OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 87609180

*87609180*

MARK: FLASH FACIAL

CORRESPONDENT ADDRESS:
PEJMAN YEDIDSION
BROOKS ACORDIA IP LAW, PC

GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/trademarks/index.jsp
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VIEW YOUR APPLICATION FILE
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APPLICANT: DAKAR, SONYA
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REQUEST FOR RECONSIDERATION DENIED
ISSUE/MAILING DATE: 1/30/2019
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B),
715.04(a). The following requirement(s) and/or refusal(s) made final in the Office action dated June 14,
2018 are maintained and continue to be final: Sections 1, 2, and 45 Refusal – Applied-for Mark is
Generic. See TMEP §§715.03(a)(ii)(B), 715.04(a).

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final

Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues. Accordingly, the request is denied.

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the
Board will be notified to resume the appeal. See TMEP §715.04(a).

If no appeal has been filed and time remains in the six-month response period to the final Office action,
applicant has the remainder of the response period to (1) comply with and/or overcome any
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board. TMEP
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3). The filing of a request for reconsideration does not stay
or extend the time for filing an appeal. 37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).

SUMMARY OF ISSUES:

•

Sections 1, 2, and 45 Refusal – Applied-for Mark is Generic – FINAL

SECTIONS 1, 2, and 45 REFUSAL – APPLIED-FOR MARK IS GENERIC – FINAL

Registration was initially refused under Trademark Act Section 2(e)(1) because the applied-for mark is
merely descriptive of applicant’s goods. 15 U.S.C. §1052(e)(1). Applicant was also advised that the mark
appears to be generic as well. In response, applicant amended the application to add a claim of
acquired distinctiveness under Section 2(f). 15 U.S.C. §1052(f).

The refusal to register is now made final because the applied-for mark is generic for applicant’s goods.
Trademark Act Sections 1, 2, and 45, 15 U.S.C. §§1051, 1052, 1127; see TMEP §§1209.01(c) et seq.,
1209.02(a)(ii). Thus, applicant’s claim of acquired distinctiveness under Section 2(f) is insufficient to
overcome the refusal because no amount of purported proof that a generic term has acquired
secondary meaning can transform that term into a registrable trademark or service mark. See 15 U.S.C.
§1052(f); In re Bongrain Int’l (Am.) Corp., 894 F.2d 1316, 1317 n.4, 13 USPQ2d 1727, 1728 n.4 (Fed. Cir.
1990); H. Marvin Ginn Corp. v. Int’l Ass’n of Fire Chiefs, Inc., 782 F.2d 987, 989, 228 USPQ 528, 530 (Fed.
Cir. 1986); TMEP §1212.02(i).

“A mark is generic if its primary significance to the relevant public is the class or category of goods or
services on or in connection with which it is used.” TMEP §1209.01(c)(i) (citing H. Marvin Ginn Corp. v.
Int’l Ass’n of Fire Chiefs, Inc., 782 F.2d at 989-90, 228 USPQ at 530; In re ActiveVideo Networks, Inc., 111
USPQ2d 1581, 1600 (TTAB 2014)). Determining whether a mark is generic requires a two-step inquiry:

(1)

What is the genus of goods at issue?

(2)

Does the relevant public understand the designation primarily to refer to that genus of
goods?

In re Cordua Rests., Inc., 823 F.3d 594, 599, 118 USPQ2d 1632, 1634 (Fed. Cir. 2016) (citing H. Marvin
Ginn Corp. v. Int’l Ass’n of Fire Chiefs, Inc., 782 F.2d at 990, 228 USPQ at 530); TMEP §1209.01(c)(i).

Regarding the first part of the inquiry, the genus of the goods may be defined by an applicant’s
identification of goods. See In re Cordua Rests., Inc., 823 F.3d at 602, 118 USPQ2d at 1636 (citing Magic
Wand Inc. v. RDB Inc., 940 F.2d 638, 640, 19 USPQ2d 1551, 1552 (Fed. Cir. 1991)); see also In re
1800Mattress.com IP, LLC, 586 F.3d 1359, 1361, 1363, 92 USPQ2d 1682, 1682, 1684 (Fed. Cir. 2009).

In this case, the application identifies the goods as “Non-medicated skin care preparations”, which
adequately defines the genus at issue.

Regarding the second part of the inquiry, the relevant public is the purchasing or consuming public for
the identified goods. Sheetz of Del., Inc. v. Doctor’s Assocs. Inc., 108 USPQ2d 1341, 1351 (TTAB 2013)
(citing Magic Wand Inc. v. RDB Inc., 940 F.2d at 640, 19 USPQ2d at 1553). In this case, the relevant
public comprises ordinary consumers who purchase applicant’s goods, because there are no restrictions
or limitations to the channels of trade or classes of consumers. The newly and previously attached
evidence shows that the wording “FLASH FACIAL” in the applied-for mark is used to refer to a type or
use of non-medicated skin care preparations and thus the relevant public would understand this
designation to refer primarily to that genus of goods.

Applicant previously argued that there is not sufficient evidence to clearly show that the purchasing
public understands that the mark “FLASH FACIAL” primarily refers to the identified goods. Applicant
highlighted that applicant is the owner of U.S. Registration No. 4600598, “FLASH FACIAL” for
“Aesthetician services; Beauty spa services, namely, cosmetic body care; Cosmetic skin care services;
Cosmetic skin treatments, namely, skin exfoliation services, skin washing services” in International Class
44 on the Principal Register with “FACIAL” disclaimed. Applicant stated that although there is some
evidence of third parties using the term “FLASH FACIAL” on non-medicated skin care preparation goods,
these companies are “trying to emulate the success of Applicant” and their use of the mark “is not
indicative of the nature of the mark, which is a source designation in the mind of the consuming public.”
Applicant added that “there is no definition for Flash Facial in the online dictionaries . . . nor is there any
indication of the term on Wikipedia” which shows that the public does not view the mark as generic.

Applicant also argued that there is no proof that the term has meaning in the cosmetics industry based
on use by a few average consumers.

The trademark examining attorney found applicant’s arguments to be unpersuasive. The trademark
examining attorney has established by “clear evidence” that the applied-for mark is generic; thus the
USPTO’s evidentiary burden has been met. See In re Hotels.com LP, 573 F.3d 1300, 1302, 91 USPQ2d
1532, 1533-34 (Fed. Cir. 2009); In re Merrill Lynch, Pierce, Fenner, & Smith, Inc., 828 F.2d 1567, 1571, 4
USPQ2d 1141, 1143 (Fed. Cir. 1987); TMEP §1209.01(c)(i). The evidence includes various third parties
using the term “FLASH FACIAL” on product packaging to indicate that the goods are non-medicated skin
care preparations, and also websites and consumers using the term “FLASH FACIAL” to refer to this
genus of goods, even where the term “FLASH FACIAL” is not directly used on the product packaging.
This evidence shows that the relevant public understands the term “FLASH FACIAL” to refer to types of
non-medicated skin care preparations. The fact that a word or term is not found in the dictionary is not
controlling on the question of registrability when the word or term has a well understood and
recognized meaning. In re Orleans Wines, Ltd., 196 USPQ 516, 517 (TTAB 1977); TMEP §1209.03(b); see
In re Gould Paper Corp., 834 F.2d 1017, 1018, 5 USPQ2d 1110, 1111-12 (Fed. Cir. 1987); In re Planalytics,
Inc., 70 USPQ2d 1453, 1456 (TTAB 2004); In re Tower Tech Inc., 64 USPQ2d 1314 (TTAB 2002).

Although applicant owns a registration for the identical mark for services, that is not conclusive on the
issue of descriptiveness or genericness. See In re Scholastic Testing Serv., Inc., 196 USPQ 517, 519 (TTAB
1977); TMEP §1209.03(a). An applied-for mark that is merely descriptive or generic does not become
registrable simply because other seemingly similar marks appear on the register. In re Scholastic Testing
Serv., Inc., 196 USPQ at 519; TMEP §1209.03(a). It is well settled that each case must be decided on its
own facts and the Trademark Trial and Appeal Board is not bound by prior decisions involving different
records. See In re Nett Designs, Inc., 236 F. 3d 1339, 1342, 57 USPQ2d 1564, 1566 (Fed. Cir. 2001); In re
Datapipe, Inc., 111 USPQ2d 1330, 1336 (TTAB 2014); TMEP §1209.03(a). The question of whether a
mark is merely descriptive or generic is determined based on the evidence of record at the time each
registration is sought. In re theDot Commc’ns Network LLC, 101 USPQ2d 1062, 1064 (TTAB 2011); TMEP
§1209.03(a); see In re Nett Designs, Inc., 236 F.3d at 1342, 57 USPQ2d at 1566.

Applicant also argued that “[t]here are no other live use-based third-party marks on the trademark
register that include the term Flash Facial for various types of skin care preparations goods in Class 003”,
which “serve[s] as compelling evidence that the term ‘Flash Facial’ is extremely strong and does not
involve dilution.”

The trademark examining attorney found applicant’s arguments to be unpersuasive. Although there are
no other pending or registered marks containing the term “FLASH FACIAL” the Internet evidence
provided shows that the mark is a generic term used to refer to non-medicated skin care preparations.

Applicant now argues that “there has been no ‘substantial showing’ that the mark is generic” and the
trademark examining attorney has included “merely a limited number of references” including some
websites which are from the United Kingdom. Applicant adds that regarding the goods shown by the
trademark examining attorney’s evidence, “none of them use the two words ‘Flash Facial’ in the same
manner as Applicant” or the goods don’t use the wording “FLASH FACIAL” at all.

The trademark examining attorney finds applicant’s arguments to be unpersuasive. Out of the fifteen
different sources of evidence provided, only two of them are from websites from the United Kingdom
and still show products that are sold online which are viewed by and available to consumers in the
United States. Additionally, even though some of the goods shown in the evidence that are the same or
similar to applicant’s goods contain wording in addition to “FLASH FACIAL” or do not use that specific
term on their label, they are all referred to “FLASH FACIAL” goods, which enforces that “FLASH FACIAL” a
term used to refer to this genus of goods and is therefore generic.

To support its arguments, applicant has included a screenshot of a Google search for the term “flash
facial” and states that “[t]he top three results are all related to [applicant’s] Flash Facial [goods].”
Applicant has also included a declaration from Melanie Cummings, a Regulatory Specialist, described as
“an expert in the field and the genus of goods at issue” who “has broad knowledge of the industry and
would be privy to information relating to product names being sold and/or produced.” In the
declaration, Cummings states that she is “unaware of any skin care products that use the name ‘Flash
Facial’ that are not offered by [applicant]” and she is “unaware of anyone in the field of skin care
thinking that ‘Flash Facial’ is generic or descriptive term for non-medicated skin care preparations”
among other claims.

The trademark examining attorney also finds these to be unpersuasive. First, a search results summary
from an Internet search engine has limited probative value because such a list does not show the
context in which the term or phrase is used on the listed web pages and may not include sufficient
surrounding text to show the context within which the term or phrase is used. TBMP §1208.03; see In re
Bayer AG, 488 F.3d 960, 967, 82 USPQ2d 1828, 1833 (Fed. Cir. 2007); In re Star Belly Stitcher, Inc., 107
USPQ2d 2059, 2062 n.3 (TTAB 2013); TMEP §710.01(b). Additionally, the statements in the declaration
are all refuted by the evidence.

REFUSAL IN THE ALTERNATIVE – APPLIED-FOR MARK IS MERELY DESCRIPTIVE

In the alternative, if the applied-for mark is ultimately determined not to be generic by an appellate
tribunal, then the refusal of registration based on the applied-for mark being merely descriptive of
applicant’s goods is maintained and continued for the reasons specified in the previous Office action.
Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1); see TMEP §§1209.01(b), 1209.03 et seq.

In addition, applicant’s claim of acquired distinctiveness in the response is a concession that the mark
sought to be registered is merely descriptive of applicant’s goods. In re Leatherman Tool Grp., Inc., 32
USPQ2d 1443, 1444 (TTAB 1994); see Yamaha Int’l Corp. v. Hoshino Gakki Co., 840 F.2d 1572, 1577, 6
USPQ2d 1001, 1005 (Fed. Cir. 1988).

Applicant argued that applicant’s claim of acquired distinctiveness is not a concession that the mark is
merely descriptive of the goods since even if “the mark may have been considered descriptive when it
was first used, it has become strong through years of use – since 2010 – which is at least 7 years of use.”
Applicant asserted that if the trademark is found to be merely descriptive, applicant’s mark is eligible for
registration on the Principal Register under Section 2(f) based on use in commerce for more than 5
years.

Applicant also argued that the trademark examining attorney has not shown that the term “FLASH
FACIAL” has a “well understood and recognized meaning” and all doubt should be resolved in favor of
applicant.

The trademark examining attorney found applicant’s arguments to be unpersuasive. The evidence
clearly shows that that the term “FLASH FACIAL” has a well understood and recognized meaning as it
relates to non-medicated skin care preparations. Additionally, applicant argues that any doubt
regarding the mark’s descriptiveness should be resolved on applicant’s behalf. E.g., In re Merrill Lynch,
Pierce, Fenner & Smith, Inc., 828 F.2d 1567, 1571 4 USPQ2d 1141, 1144 (Fed. Cir. 1987); In re Grand
Forest Holdings, Inc., 78 USPQ2d 1152, 1156 (TTAB 2006). However, in the present case, the evidence of
record leaves no doubt that the mark is merely descriptive.

Applicant has included case cites for cases where wording was found to be merely descriptive and not
generic, or had acquired distinctiveness, but offers no connection between those cases and this one.
Prior decisions and actions of other trademark examining attorneys in registering other marks have little
evidentiary value and are not binding upon the USPTO or the Trademark Trial and Appeal Board. TMEP
§1207.01(d)(vi); see In re USA Warriors Ice Hockey Program, Inc., 122 USPQ2d 1790, 1793 n.10 (TTAB
2017). Each case is decided on its own facts, and each mark stands on its own merits. In re USA
Warriors Ice Hockey Program, Inc., 122 USPQ2d at 1793 n.10 (quoting In re Boulevard Entm’t, 334 F.3d
1336, 1343, 67 USPQ2d 1475, 1480 (Fed. Cir. 2003)). In this case, the evidence clearly shows the mark is
generic for the goods.
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Examining Attorney
Law Office 106
(571) 272-2763
lauren.burke@uspto.gov

