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SERIAL NUMBER 87496121

LAW OFFICE ASSIGNED LAW OFFICE 101

MARK SECTION

MARK https://tmng-al.uspto.gov/resting2/api/img/87496121/large

LITERAL ELEMENT PITTMAN

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font style,
size or color.

ARGUMENT(S)

RESPONSE TO FINAL OFFICE ACTION

Applicant, by and through its undersigned attorneys, has evaluated and analyzed the Final Office Action issued by the Examiner in this
case and herein submits it response to the  Examiner. In view of the comments set forth below, in addition to the previous arguments and
evidence submitted, Applicant respectfully urges reconsideration, withdrawal of the outstanding rejection and allowance of the application.

Section 2(e)(4) –Refusal Based on Surname

The Examining Attorney has maintained the refusal to register Applicant's mark on the basis that the mark is primarily merely s surname in
accordance with Trademark Act Section 2(e)(4), 15 U.S.C. §10502(e)(4).
 

Applicant respectfully disagrees with the Examiner and again submits that the mark is not primarily merely a surname.
 
The Relevant Factors Demonstrate that Applicant’s Mark is Not Primarily Merely a Surname.
 

As previously argued, in examining the five factors to consider in assessing the primary significance of a term [see Applicant’s
Response to Office Action dated March 27, 2018 – which sets forth the five factors], as set forth in In re Benthin Management GmbH, 37
USPQ2D 1332, 1333-1334 (TTAB 1995), we must conclude that Applicant’s mark is not primarily merely a surname.
 
PITTMAN Is Not Primarily Merely a Surname Because the Name is Rare

 
We again turn to the first Benthin factor, which is the degree of the surname’s “rareness.” As stated previously, the 2010 census

records revealed that only 55,021 people out of 327.4 million people had the name PITTMAN.  The Examiner’s evidence showing that the
name ranked 447 does little to prove that the name is commonly known.  In recent years the Board has placed great weight on the rareness
factor.  For example, in reversing a surname refusal of BAIK, the Board remarked that “Baik” is an extremely rare surname.   In concluding
so, we rely on the fact that only 456 examples of the Baik surname were located from a comprehensive directory of the entire United States. 
In re Joint-Stock Company “Baik”, 84 USPQ2d 1921, 1923 (TTAB 2007).  In the instant case, indeed finding that only 55,021 people have the
name PITTMAN out of 327 million, supports Applicant’s contention that the name is rare.

 
Further, in 2009 the Board reversed a surname refusal of BERGFELD for wine, explaining that it was giving the rareness factor “must

more weight that the other three factors”.   In re Hall Wines, LLC (TTAB February 10, 2009) (non-precedential).
 
In the present case, the evidence demonstrates that the name PITTMAN is not a commonly known surname, which strongly supports

Applicant’s position that its mark is not primarily merely a surname within the meaning of Section 2(e)(4).   That is, “the word ‘primarily’
was added to ‘merely’ with the clear ‘intent…to draft a provision which would prevent a refusal to register only because a surname was found



in a directory to be the name of somebody somewhere.’” In re Garan Inc., 3 USPQ2d 1537, 1539 (TTAB 1987) (quoting Ex Parte Rivera
Watch Corp., 106 USPQ 145, 149 (Comm’r Pats. 1955)).

 
When the number of individuals in this case having the surname PITTMAN is compared with the numbers in the cases cited above in

which the surname refusals were reversed, it is clear that PITMAN is not primarily merely a surname.
 
While Applicant is certainly mindful that determinations are made on a case-by-case basis, Applicant respectfully submits that the

rarity of PITTMAN as a surname is an indication that the refusal should be withdrawn and the application approved for publication.
 

The Surname Is Not Connected with Applicant
 
            As argued previously, Applicant is not connected to the name other than the pay homage to an architect who lived decades ago.  The
Examiner erroneously stated that the hotel was built by the namesake, William Sidney Pittman.  The building that is being renovated and
turned into a hotel by Applicant, was not originally a hotel, but was a temple.  Therefore, the hotel was not designed by Mr. Pittman and the
surname is not connected with Applicant.  Accordingly, this factor also weighs in favor of Applicant.
 
The Mark Has Other Recognized Meanings and Has Been Registered Previously
 
            As argued previously, the mark is recognized as having other meanings, such as geographical locations.  In addition to the previous
evidence included, Applicant has found that there are other references to PITTMAN.  For example, there is the town of Pittman Center,
Tennessee.  The Examiner has argued that because the prior evidence shows a different spelling for Pitman in New Jersey, it cannot be
considered.  However, the name is pronounced the same.  Therefore, upon hearing the name of the town, consumers would recognize it to be
Pittman, whether it is spelled with one “t” or two.   Further, simply because the other town mentioned is a small town does not mean that it is
insignificant.  The burden is not on Applicant to show that the mark is not primarily merely a surname, the burden is on the Examiner to
establish a prima facie case that a mark is primarily merely a surname.  TMEP §1211.02(a); see also In re Kahan & Weisz Jewelry Mfg. Corp.,
508 R.2d 831, 832, 182 USPQ 421 (CCPA 1975) (“It is clear that the burden is on the Patent and Trademark Office to prove that the
trademark is primarily merely a surname”). While kind and amount of evidence necessary to meet this burden is a questions to be resolved on
a case-by-case basis (TMEP §1211.01(a)), it is not the case that any quantum of evidence is sufficient to carry the examining attorney’s
burden.
 
            In the final office action, the examiner also discounts the prior registrations for the mark PITTMAN because there are other terms
included with the word.  While some of the registrations are for full names, such as GAIL PITTMAN, the other registrations contain
descriptive terms, such as GARAGE and EXPRESS, which do not provide further significance to the dominant term PITTMAN. For these
reasons, the third factor (recognized meaning other than as a surname) does not support refusal here.  See in re BDH, 26 USPQ2d at 1556
(telephone listings, NEXIS excerpts, and a page to demonstrate the absence of a dictionary entry insufficient evidence0 (“[t]hat there are
telephone directories listings and that ere are no other meanings of “graingers”….does not mandate refusal…”);  In re Garan,1537 (telephone
listings, NEXIS excerpts, and a page to demonstrate the absence of a dictionary entry insufficient evidence) (“[t]hat there are no other meaning
of the name…will not support refusal of registration…”).
 
 
CONCLUSION
           
            For the reasons set forth above, the evidence provided by the Examiner does not support refusal here. It is well-settled that any doubt
as to whether a term is primarily merely a surname is to be resolved in favor of the applicant.  TMEP 1211.01; In re Benthin Mgm’t , 37
USPQ2d, at 1334.  Applicant, therefore submits that its mark is not primarily merely a surname, and accordingly should be permitted to
proceed to publication on the Principal Register.  Applicant respectfully requests that the application proceed to publication at the earliest
possible date.
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To the Commissioner for Trademarks:

Application serial no. 87496121 PITTMAN(Standard Characters, see https://tmng-al.uspto.gov/resting2/api/img/87496121/large) has been
amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

RESPONSE TO FINAL OFFICE ACTION



Applicant, by and through its undersigned attorneys, has evaluated and analyzed the Final Office Action issued by the
Examiner in this case and herein submits it response to the  Examiner. In view of the comments set forth below, in addition to the previous
arguments and evidence submitted, Applicant respectfully urges reconsideration, withdrawal of the outstanding rejection and allowance of the
application.

Section 2(e)(4) –Refusal Based on Surname

The Examining Attorney has maintained the refusal to register Applicant's mark on the basis that the mark is primarily merely s surname in
accordance with Trademark Act Section 2(e)(4), 15 U.S.C. §10502(e)(4).
 

Applicant respectfully disagrees with the Examiner and again submits that the mark is not primarily merely a surname.
 
The Relevant Factors Demonstrate that Applicant’s Mark is Not Primarily Merely a Surname.
 

As previously argued, in examining the five factors to consider in assessing the primary significance of a term [see Applicant’s
Response to Office Action dated March 27, 2018 – which sets forth the five factors], as set forth in In re Benthin Management GmbH, 37
USPQ2D 1332, 1333-1334 (TTAB 1995), we must conclude that Applicant’s mark is not primarily merely a surname.
 
PITTMAN Is Not Primarily Merely a Surname Because the Name is Rare

 
We again turn to the first Benthin factor, which is the degree of the surname’s “rareness.” As stated previously, the 2010 census records

revealed that only 55,021 people out of 327.4 million people had the name PITTMAN.  The Examiner’s evidence showing that the name ranked
447 does little to prove that the name is commonly known.  In recent years the Board has placed great weight on the rareness factor.  For
example, in reversing a surname refusal of BAIK, the Board remarked that “Baik” is an extremely rare surname.   In concluding so, we rely on
the fact that only 456 examples of the Baik surname were located from a comprehensive directory of the entire United States.  In re Joint-Stock
Company “Baik” , 84 USPQ2d 1921, 1923 (TTAB 2007).  In the instant case, indeed finding that only 55,021 people have the name PITTMAN
out of 327 million, supports Applicant’s contention that the name is rare.

 
Further, in 2009 the Board reversed a surname refusal of BERGFELD for wine, explaining that it was giving the rareness factor “must

more weight that the other three factors”.   In re Hall Wines, LLC (TTAB February 10, 2009) (non-precedential).
 
In the present case, the evidence demonstrates that the name PITTMAN is not a commonly known surname, which strongly supports

Applicant’s position that its mark is not primarily merely a surname within the meaning of Section 2(e)(4).   That is, “the word ‘primarily’
was added to ‘merely’ with the clear ‘intent…to draft a provision which would prevent a refusal to register only because a surname was found
in a directory to be the name of somebody somewhere.’” In re Garan Inc., 3 USPQ2d 1537, 1539 (TTAB 1987) (quoting Ex Parte Rivera
Watch Corp., 106 USPQ 145, 149 (Comm’r Pats. 1955)).

 
When the number of individuals in this case having the surname PITTMAN is compared with the numbers in the cases cited above in

which the surname refusals were reversed, it is clear that PITMAN is not primarily merely a surname.
 
While Applicant is certainly mindful that determinations are made on a case-by-case basis, Applicant respectfully submits that the rarity

of PITTMAN as a surname is an indication that the refusal should be withdrawn and the application approved for publication.
 

The Surname Is Not Connected with Applicant
 
            As argued previously, Applicant is not connected to the name other than the pay homage to an architect who lived decades ago.  The
Examiner erroneously stated that the hotel was built by the namesake, William Sidney Pittman.  The building that is being renovated and turned
into a hotel by Applicant, was not originally a hotel, but was a temple.  Therefore, the hotel was not designed by Mr. Pittman and
the surname is not connected with Applicant.  Accordingly, this factor also weighs in favor of Applicant.
 
The Mark Has Other Recognized Meanings and Has Been Registered Previously
 
            As argued previously, the mark is recognized as having other meanings, such as geographical locations.  In addition to the previous
evidence included, Applicant has found that there are other references to PITTMAN.  For example, there is the town of Pittman Center,
Tennessee.  The Examiner has argued that because the prior evidence shows a different spelling for Pitman in New Jersey, it cannot be
considered.  However, the name is pronounced the same.  Therefore, upon hearing the name of the town, consumers would recognize it
to be Pittman, whether it is spelled with one “t” or two.   Further, simply because the other town mentioned is a small town does not mean
that it is insignificant.  The burden is not on Applicant to show that the mark is not primarily merely a surname, the burden is on the Examiner to
establish a prima facie case that a mark is primarily merely a surname.  TMEP §1211.02(a); see also In re Kahan & Weisz Jewelry Mfg. Corp.,
508 R.2d 831, 832, 182 USPQ 421 (CCPA 1975) (“It is clear that the burden is on the Patent and Trademark Office to prove that the trademark
is primarily merely a surname”). While kind and amount of evidence necessary to meet this burden is a questions to be resolved on a case-by-
case basis (TMEP §1211.01(a)), it is not the case that any quantum of evidence is sufficient to carry the examining attorney’s burden.



 
            In the final office action, the examiner also discounts the prior registrations for the mark PITTMAN because there are other terms
included with the word.  While some of the registrations are for full names, such as GAIL PITTMAN, the other registrations contain descriptive
terms, such as GARAGE and EXPRESS, which do not provide further significance to the dominant term PITTMAN. For these reasons, the third
factor (recognized meaning other than as a surname) does not support refusal here.  See in re BDH, 26 USPQ2d at 1556 (telephone listings,
NEXIS excerpts, and a page to demonstrate the absence of a dictionary entry insufficient evidence0 (“[t]hat there are telephone directories
listings and that ere are no other meanings of “graingers”….does not mandate refusal…”);  In re Garan,1537 (telephone listings, NEXIS excerpts,
and a page to demonstrate the absence of a dictionary entry insufficient evidence) (“[t]hat there are no other meaning of the name…will not
support refusal of registration…”).
 
 
CONCLUSION
           
            For the reasons set forth above, the evidence provided by the Examiner does not support refusal here. It is well-settled that any doubt as
to whether a term is primarily merely a surname is to be resolved in favor of the applicant.  TMEP 1211.01; In re Benthin Mgm’t , 37 USPQ2d,
at 1334.  Applicant, therefore submits that its mark is not primarily merely a surname, and accordingly should be permitted to proceed
to publication on the Principal Register.  Applicant respectfully requests that the application proceed to publication at the earliest possible date.
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or an associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian attorney/agent
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The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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