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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 87299536

MARK: IRON BALLS ENGINEERED ALCOHOL

CORRESPONDENT ADDRESS:
MICHAEL J HOISINGTON
HIGGS FLETCHER & MACK LLP

*87299536*
GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/trademarks/index.jsp

401 WEST A STREET SUITE 2600
VIEW YOUR APPLICATION FILE

SAN DIEGO, CA 92101

APPLICANT: Iron Balls International

CORRESPONDENT’S REFERENCE/DOCKET NO:
112840-00002
CORRESPONDENT E-MAIL ADDRESS:
trademarks@higgslaw.com

REQUEST FOR RECONSIDERATION DENIED
ISSUE/MAILING DATE: 5/6/2018

The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B),
715.04(a). The Section 2(d) refusal made final in the Office action dated October 14, 2017 is maintained
and continue to be final. See TMEP §§715.03(a)(ii)(B), 715.04(a). The disclaimer requirement made final
in the Office action has been satisfied. See TMEP §§715.03(a)(ii)(B), 715.04(a).

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues. Accordingly, the request is denied.

Specifically, applicant argues that there is no likelihood of confusion because the marks are different.
Applicant’s mark is IRON BALLS ENGINEERED ALCOHOL (wording and design) and registrant’s mark is
IRON BALLS (in standard character form). According to applicant, the additional wording ENGINEERED
ALCOHOL distinguishes the marks such that there is no likelihood of confusion. The trademark
examining attorney is not persuaded by this argument.

First, although registrant’s mark does not include any other wording, adding a term to a registered mark
generally does not obviate the similarity between the compared marks, as in the present case, nor does
it overcome a likelihood of confusion under Section 2(d). See Coca-Cola Bottling Co. v. Jos. E. Seagram &
Sons, Inc., 526 F.2d 556, 557, 188 USPQ 105, 106 (C.C.P.A. 1975) (finding BENGAL and BENGAL LANCER
and design confusingly similar); In re Toshiba Med. Sys. Corp., 91 USPQ2d 1266, 1269 (TTAB 2009)
(finding TITAN and VANTAGE TITAN confusingly similar); In re El Torito Rests., Inc., 9 USPQ2d 2002, 2004
(TTAB 1988) (finding MACHO and MACHO COMBOS confusingly similar); TMEP §1207.01(b)(iii). In the
present case, the marks are identical in part.

Second, “ENGINEERED ALCOHOL” is not significant in distinguishing the marks because it is merely
descriptive with respect to the goods. As explained in the previous actions, “Engineered” refers to
designing, building, making, or organizing something by a skillful craft, and “Alcohol” is “a colorless
volatile flammable liquid that is produced by the natural fermentation of sugars and is the intoxicating
constituent of wine, beer, spirits, and other drinks, and is also used as an industrial solvent and as fuel.”
See the previously attached evidence from Oxford Dictionaries and The Wordsmyth English DictionaryThesaurus, which are hereby incorporated by reference. In addition, the previously attached evidence
from GoSpotCheck, Popular Mechanics, and BMW, which also is incorporated by reference, show that
“Engineered” is used to describe alcohol that has been scientifically designed in some respect.

Applicant’s goods are gin, which as, shown by the previously attached evidence from Oxford Dictionaries
(incorporated by reference), is an alcoholic beverage. Thus, the wording “ENGINEERED ALCOHOL”
merely describes that applicant’s gin is engineered in some way. Indeed, applicant stated in its response
dated October 10, 2017 that the gin is scientifically designed or made by mixing a proprietary formula to
distill the goods.

Moreover, in its request for reconsideration, applicant disclaimed “ENGINEERED ALCOHOL” from its
mark.

Although marks are compared in their entireties, one feature of a mark may be more significant or
dominant in creating a commercial impression. See In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d
1905, 1908 (Fed. Cir. 2012); In re Nat’l Data Corp., 753 F.2d 1056, 1058, 224 USPQ 749, 751 (Fed. Cir.
1985); TMEP §1207.01(b)(viii), (c)(ii). Disclaimed matter that is descriptive of or generic for a party’s
goods and/or services is typically less significant or less dominant when comparing marks. See In re
Dixie Rests., Inc., 105 F.3d 1405, 1407, 41 USPQ2d 1531, 1533-34 (Fed. Cir. 1997); In re Nat’l Data Corp.,
753 F.2d at 1060, 224 USPQ at 752; TMEP §1207.01(b)(viii), (c)(ii).

Thus, “ENGINEERED ALLCOHOL” is less significant in terms of affecting the mark’s commercial
impression and renders the wording IRON BALLS the more dominant element of the mark.

IRON BALLS is also the more dominant, source-indicating element of applicant’s mark – and thus is the
element that is likely to leave the strongest impression on consumers – because it appears first in
applicant’s mark. Consumers are generally more inclined to focus on the first word, prefix, or syllable in
any trademark or service mark. See Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee En
1772, 396 F.3d 1369, 1372, 73 USPQ2d 1689, 1692 (Fed. Cir. 2005) (“VEUVE . . . remains a ‘prominent
feature’ as the first word in the mark and the first word to appear on the label”); In re Integrated
Embedded, 120 USPQ2d 1504, 1513 (TTAB 2016) (“[T]he dominance of BARR in [a]pplicant’s mark BARR
GROUP is reinforced by its location as the first word in the mark.”); Presto Prods., Inc. v. Nice-Pak Prods.,
Inc., 9 USPQ2d 1895, 1897 (TTAB 1988) (“it is often the first part of a mark which is most likely to be
impressed upon the mind of a purchaser and remembered” when making purchasing decisions).

Although marks must be compared in their entireties and should not be dissected, a trademark
examining attorney may weigh the individual components of a mark to determine its overall commercial
impression. Stone Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 1322, 110 USPQ2d 1157,
1161 (Fed. Cir. 2014) (“[Regarding the issue of confusion,] there is nothing improper in stating that . . .
more or less weight has been given to a particular feature of a mark, provided the ultimate conclusion
rests on consideration of the marks in their entireties.” (quoting In re Nat’l Data Corp., 753 F.2d 1056,
1058, 224 USPQ 749, 751 (Fed. Cir. 1985))). Greater weight is often given to this dominant feature when
determining whether marks are confusingly similar. See In re Nat’l Data Corp., 753 F.2d at 1058, 224
USPQ at 751. Thus, greater weight is given to the dominant wording IRON BALLS in applicant’s mark.

Additionally, the marks are substantially similar in appearance because both applicant’s mark and
registrant’s mark are comprised of the identical wording IRON BALLS. Marks may be confusingly similar
in appearance where similar terms or phrases or similar parts of terms or phrases appear in the
compared marks and create a similar overall commercial impression. See Crocker Nat’l Bank v. Canadian
Imperial Bank of Commerce, 228 USPQ 689, 690-91 (TTAB 1986), aff’d sub nom. Canadian Imperial Bank
of Commerce v. Wells Fargo Bank, Nat’l Ass’n, 811 F.2d 1490, 1495, 1 USPQ2d 1813, 1817 (Fed. Cir.

1987) (finding COMMCASH and COMMUNICASH confusingly similar); In re Corning Glass Works, 229
USPQ 65, 66 (TTAB 1985) (finding CONFIRM and CONFIRMCELLS confusingly similar); In re Pellerin Milnor
Corp., 221 USPQ 558, 560 (TTAB 1983) (finding MILTRON and MILLTRONICS confusingly similar); TMEP
§1207.01(b)(ii)-(iii).

This shared wording is also identical in terms of sound. Similarity in sound alone may be sufficient to
support a finding that the marks are confusingly similar. In re White Swan Ltd., 8 USPQ2d 1534, 1535
(TTAB 1988); see In re 1st USA Realty Prof’ls, Inc., 84 USPQ2d 1581, 1586 (TTAB 2007); TMEP
§1207.01(b)(iv).

Moreover, IRON BALLS ENGINEERED ALCOHOL and IRON BALLS both convey the same overall
impression. “Iron” is commonly used figuratively to indicate strength or toughness, and “Balls” is
commonly used to refer to confidence. See the previously attached definitions from Macmillan
Dictionary, which are incorporated by reference. Thus, the composite wording “IRON BALLS” conveys
the same idea of being very strong/tough or confident.

In its request for reconsideration, applicant argues that consumers have very refined tastes when it
comes to alcohol and thus they are sophisticated purchasers, which mitigates any likelihood of
confusion.

However, the fact that purchasers are sophisticated or knowledgeable in a particular field does not
necessarily mean that they are sophisticated or knowledgeable in the field of trademarks or immune
from source confusion. TMEP §1207.01(d)(vii); see, e.g., Stone Lion Capital Partners, LP v. Lion Capital
LLP, 746 F.3d. 1317, 1325, 110 USPQ2d 1157, 1163-64 (Fed. Cir. 2014); Top Tobacco LP v. N. Atl.
Operating Co., 101 USPQ2d 1163, 1170 (TTAB 2011). Furthermore, given the closeness of the marks and
the goods, the identity of the marks and the relatedness of the goods “outweigh any presumed
sophisticated purchasing decision.” In re i.am.symbolic, llc, 116 USPQ2d at 1413 (citing HRL Assocs., Inc.
v. Weiss Assocs., Inc., 12 USPQ2d 1819, 1823 (TTAB 1989), aff'd, 902 F.2d 1546, 14 USPQ2d 1840 (Fed.
Cir. 1990)); see also Stone Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 1325, 110 USPQ2d
1157, 1163-64 (Fed. Cir. 2014).

Furthermore, the goods are issue are not high priced items that are regularly purchased with great care.
Both beer and gin can range in price greatly, from $3.00-$5.00 on the low end for beer, and $10.00 for
gin. See the attached evidence from The Liquor Store and Wine Loft, and Calvert Woodley, respectively.
As shown by the attached evidence from Wiley Online Library, consumers typically make substitutions
between purchases of beverage brands based on price. Thus, consumers are not as brand loyal to
alcoholic beverages as applicant suggests, but rather will switch to different brands when the price is
lower.

For products that are relatively low-priced and subject to impulse buying, the risk of likelihood of
confusion increases because purchasers of these products are held to a lesser standard of purchasing
care. In re Bay State Brewing Co., 117 USPQ2d 1958, 1960 (TTAB 2016) (quoting Recot, Inc. v. Becton,
214 F.3d 1322, 1329, 54 USPQ2d 1894, 1899 (Fed. Cir. 2000)). Casual purchasers of low-cost, every-day
consumer items are generally more likely to be confused as to the source of the goods. In re Davia, 110
USPQ2d 1810, 1818 (TTAB 2014) (citing Specialty Brands, Inc. v. Coffee Bean Distribs., Inc., 748 F.2d 669,
672, 223 USPQ 1281, 1282 (Fed. Cir. 1984)).

Applicant also argues that the packaging of applicant’s and registrant’s respective goods differ, which
indicates brand recognition. The trademark examining attorney is not persuaded by this argument.
First, applicant has provided no evidence showing the different packing of the respective goods.
Second, the different packaging does not demonstrate that consumers would not be confused by the
use of substantially similar marks on highly related goods.

Next, applicant argues that there is no likelihood of confusion because the goods are different. In this
case, applicant’s goods are “gin” in International Class 33, and registrant’s goods are “beer” in
International Class 32.

According to applicant, the goods are “readily distinguishable” and in general produced by different
manufacturers. In support of this argument, applicant has provided evidence of the popularity of craft
breweries, and articles that purportedly indicate that consumers can distinguish between beer and spirit
brands.

The fact that the goods of the parties differ is not controlling in determining likelihood of confusion. The
issue is not likelihood of confusion between particular goods, but likelihood of confusion as to the
source or sponsorship of those goods. In re Majestic Distilling Co., 315 F.3d 1311, 1316, 65 USPQ2d
1201, 1205 (Fed. Cir. 2003); In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1689 (Fed. Cir.
1993); TMEP §1207.01.

The compared goods and/or services need not be identical or even competitive to find a likelihood of
confusion. See On-line Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed.
Cir. 2000); Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000); TMEP
§1207.01(a)(i). They need only be “related in some manner and/or if the circumstances surrounding
their marketing are such that they could give rise to the mistaken belief that [the goods and/or services]
emanate from the same source.” Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369, 101
USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d 1715, 1724 (TTAB
2007)); TMEP §1207.01(a)(i).

Although the goods here are not identical, they are similar in nature in that they are both alcoholic
beverages. As shown by the previously attached evidence from Oxford Dictionaries, which is
incorporated by reference, gin in an alcoholic drink. Likewise, the evidence attached to the current
action from The American Heritage Dictionary of the English Language shows that beer is “a fermented
alcoholic beverage brewed from malt, usually flavored with hops.”

Moreover, applicant’s and registrant’s goods are closely related because they commonly originate from
the same source under a single mark. In particular, the previously attached evidence from Treaty Oak,
Warfield Distillery & Brewery, Bent Brewstillery, New Holland Brewing, Dogfish Head, Spirits of
Gettysburg, Real Ale Brewing, Mother Earth, Gothamist (as to Interboro Spirits & Ales), Seacrets, Top of
the Hill, and Adnams Southwold show that gin and beer are commonly made and provided by the same
sources under the same marks. The previously attached evidence is hereby incorporated by reference.

In addition, the evidence attached to the current action from Brickway, Rogue, Crown Valley Brewing
and Distilling Company, 10 Torr Distilling and Brewing, and Blacks Brewery and Distillery further
demonstrate that beer and spirits, including gin, frequently emanate from the same sources under a
single mark.

The trademark examining attorney has also attached evidence from the USPTO’s X-Search database
consisting of a number of third-party marks registered for use in connection with the same or similar
goods as those of both applicant and registrant in this case. This evidence shows that the goods listed
therein, namely beer and spirits, including gin, are of a kind that may emanate from a single source
under a single mark. See In re Aquamar, Inc., 115 USPQ2d 1122, 1126 n.5 (TTAB 2015) (citing In re
Mucky Duck Mustard Co., 6 USPQ2d 1467, 1470 n.6 (TTAB 1988)); In re Albert Trostel & Sons Co., 29
USPQ2d 1783, 1785-86 (TTAB 1993); TMEP §1207.01(d)(iii).

Additionally, as shown by the previously attached evidence from Quartz, Paste and All About Beer
(incorporated by reference), as well as the attached evidence from Thrillist, it is becoming increasingly
popular for breweries to make their own spirits, such as gin. Indeed, applicant’s own evidence from
Market Watch shows that it is becoming increasingly popular for beers and spirits in general to be made
by the same entities and marketed under the same marks. As such, consumers are familiar with the fact
that there are combination breweries and distilleries, or companies that produce both types of goods,
and thus are becoming more conditioned to expect beer and spirits, such as gin, to originate from the
same entities. Therefore, consumers will be confused when these goods are sold under the same or
confusingly similar marks.

Applicant’s and registrant’s goods are also closely related for the additional reason that they commonly
travel through the same channels of trade to the same class of consumers. Specifically, the abovereference evidence from the combination breweries and distilleries, and the evidence attached to the
previous actions from Quality Liquor Store, Bertelli’s Liquor Mart, Larkin’s Wine and Spirits, Argonaut
Wine & Liquor Store, Franklin Liquors, Lansing Liquor & Wine, A&L Wine Castle, Crazy Bruce’s Liquors,
Bell Wine & Spirits, and Total Wine, which is hereby incorporated by reference, show that gin and beer
are typically sold in the same stores (namely, liquor stores) to the same class of consumers (namely,
ordinary purchasers of alcohol).

The trademark examining attorney has also attached to the current action additional evidence from
Ballenger Beer & Spirits, Lake Wine and Spirits, Highland Wine & Spirits, and Susan’s Fine Wine & Spirits,
further showing that beer and gin are commonly sold in the same types of stores to the same class of
consumers.

Determining likelihood of confusion is based on the description of the goods and/or services stated in
the application and registration at issue, not on evidence of actual use. See Stone Lion Capital Partners,
LP v. Lion Capital LLP, 746 F.3d 1317, 1323, 110 USPQ2d 1157, 1162 (Fed. Cir. 2014) (quoting Octocom
Sys. Inc. v. Hous. Computers Servs. Inc., 918 F.2d 937, 942, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990)).
Absent restrictions in an application and/or registration, the identified goods and/or services are
presumed to travel in the same channels of trade to the same class of purchasers. In re Viterra Inc., 671
F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting Hewlett-Packard Co. v. Packard Press,
Inc., 281 F.3d 1261, 1268, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)).

In this case, as there are no restrictions in the application or registration, it is presumed that these
services travel in all normal channels of trade and are available to the same class of purchasers. As a
result, consumers will encounter these goods in the same trade channels under substantially similar
marks and are likely to mistakenly believe that the respective goods emanate from a common origin or
are somehow connected.

Applicant further argues that the consumers for the relevant goods are different, pointing to evidence
showing that more people in the U.S. prefer beer to other types of alcoholic beverages. However, the
fact that more people drink beer does not show that people do not also enjoy other types of alcoholic
beverages. Indeed, it is common for consumers to enjoy both types of beverages. For instance, the
attached evidence from Brewbound and Beverage Information & Insights Group state that consumers
alternate between alcohol categories. Indeed, there is a well-known old saying (“Beer before liquor,
never been sicker. Liquor before beer, you’re in the clear”) premised on drinking both types of alcoholic
beverages. See the attached evidence from Baltimore Sun.

Next, applicant argues that the USPTO has a history of approving the registration of marks containing
identical or similar wording for these types of goods, pointing to 22 third-party registrations covering
beer and gin that are owned by different companies and share common wording. However, many of the
third-party registrations are over 10 years old (U.S. Registration Nos. 2729466, 1918251, 0906899), and
therefore do not reflect the current trend in the marketplace for beers and spirits to be made by the
same companies. Also, one of the registrations (Arcane Distilling, U.S. Registration No. 4965638, for
distilled spirits) appears to be irrelevant as applicant has submitted no similar registration for beer.

Moreover, the evidence of record shows that it is becoming more common in the marketplace for gin
and beer to originate from the same companies under the same mark, and the 37 attached third-party
registrations show that the USPTO frequently determines that these goods are related.

In sum, the attached Internet evidence establishes that the same entity commonly
manufactures/produces/provides the relevant goods and markets the goods under the same mark, and
that the relevant goods are sold or provided through the same trade channels and used by the same
classes of consumers in the same fields of use. Thus, applicant’s and registrant’s goods are considered
related for likelihood of confusion purposes. See, e.g., In re Davey Prods. Pty Ltd., 92 USPQ2d 1198,
1202-04 (TTAB 2009); In re Toshiba Med. Sys. Corp., 91 USPQ2d 1266, 1268-69, 1271-72 (TTAB 2009).

Therefore, upon encountering IRON BALLS ENGINEERED ALCOHOL for gin, and IRON BALLS for beer,
consumers are likely to be confused and mistakenly believe that the respective goods emanate from a
common source or are somehow related.

The overriding concern is not only to prevent buyer confusion as to the source of the goods and/or
services, but to protect the registrant from adverse commercial impact due to use of a similar mark by a
newcomer. See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993).
Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor of the
registrant. TMEP §1207.01(d)(i); see Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265, 62
USPQ2d 1001, 1003 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 464-65, 6 USPQ2d
1025, 1026 (Fed. Cir. 1988).

For the foregoing reasons, the request for reconsideration is DENIED.

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the
Board will be notified to resume the appeal. See TMEP §715.04(a).

If no appeal has been filed and time remains in the six-month response period to the final Office action,
applicant has the remainder of the response period to (1) comply with and/or overcome any
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board. TMEP
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3). The filing of a request for reconsideration does not stay
or extend the time for filing an appeal. 37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).

/Meredith Maresca/
Trademark Examining Attorney
Law Office 109
(571) 272-8985
meredith.maresca@uspto.gov

