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Request for Reconsideration after Final Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 87199589

LAW OFFICE ASSIGNED LAW OFFICE 124

MARK SECTION

MARK https://tmng-al.uspto.gov/resting2/api/img/87199589/large

LITERAL ELEMENT HINTERMANN SERIES

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font style,
size or color.

ARGUMENT(S)

ARGUMENTS

The Trademark Examining Attorney has refused registration of the mark arguing that the mark is primarily merely a surname as the purchasing
public would view the mark as a surname. The Trademark Examining Attorney has cited pages from Whitepages.com arguing that this
establishes the surname significance of HINTERMANN. This evidence from the Whitepages.com

shows the applied-for mark has appeared 35 times as a surname in a nationwide phone directory of names. There are three hundred million
people in the United States and the phone directory should represent at least half of our population. This evidence in itself shows that the use of
the mark as a surname is rare and the mark would not be viewed as a surname.

The citations of In re Eximius Coffee, LLC, 120 USPQ2d 1276 (TTAB 2016) and In re Petrin Corp., 231 USPQ 902, 903 (TTAB 1986) state
that there is no minimum amount of evidence needed to establish that a mark is primarily a surname.

The Trademark Examining Attorney attached evidence showing the suffix "mann" being commonly used in German origin. One cannot piece
together ad hoc a suffix or a prefix to find a surname.

Attached is Exhibit A showing that 981 marks with the suffix "MANN" are live and pending. A listing of the first 600 "MANN" suffix marks
is included showing over 400 existing live registrations. Representative registrations are also attached but are separated.

The present mark is not primarily merely a surname with the word SERIES included. Furthermore, the Section 2(e)(3) ground of rejection
requires that a mark must be primarily merely a surname. This is not the case of the present mark. That the degree of rareness of the surname
is material to the Examining Attorney’s determination of registration is corroborated by the legislative history . During the hearings on H.R.
4744, Rogers made the following statement in support of retaining the word "primarily" in the language of what is now Section 2(e)(3):

"Mr. Rogers. No; I do not think so at all. The difficulty about [Fenning’s proposal which would have deleted ‘primarily’ from the
draft] is that almost every word you can think of is somebody’s surname, somewhere, and there has been a practice in the office of the
Commissioner of Patents, which was born a number of years ago that any mark for which registration was applied, which was borne by
some person, somewhere as a name such as Cotton, King, or whatnot, they would refuse registration on the ground that they were
merely the names of individuals." (emphasis added).

A search of the top 2000 surnames most occurring surnames in the United States does not include HINTERMANN. A copy of the surnames



where Hintermann would appear if it was a common surname taken from the American Surnames by Elsdon C. Smith, Genealogical
Publishing Co., Inc. (2003) was submitted as Exhibit A in the previous Amendment.

The fact that a mark could be found a surname does not by itself mean that the mark is primarily merely a surname. As noted in the case of In
re Garan, Inc., 3 USPQ 2d 1537 (TTAB 1995), six individuals found with the same surname (Garan) indicated that the name was an
extremely rare surname and would not form the basis for a rejection that GARAN is primarily merely a surname.

See also, In re Benthin Management GmbH, 37 USPQ 1332 (TTAB 1995) where BENTHIN was found to be a rare surname (100+ persons
out of a PHONEDISC U.S.A. data base of 76 million listings) and thus would not be perceived as primarily merely a surname and In re Sava
Research Corp., 32 USPQ2d 1380 (TTAB 1994), one ten-thousandth of one percent of surnames in data base showed SAVA to be a rare
surname. Such holdings have been followed by the Board and other courts in numerous other decisions.

The Examining Attorney is correct that goods sold by Applicant were initially developed and patented by Dr. Beat Hintermann in Europe,
however, this does not mean that the general public in the United States would believe that the name is a surname.

Filed concurrently with this response is a Notice of Appeal. If any additional charges are required for the appeal, please charge the
undersigned’s Deposit Account Number 07-1340.

In view of the above arguments, it is requested that the refusal to register be withdrawn and passage to publication is respectfully requested.

EVIDENCE SECTION

        EVIDENCE FILE NAME(S)

       ORIGINAL PDF FILE evi_9817218206-20170920153714168434_._TMB-7901.Exhibit_A.pdf

       CONVERTED PDF FILE(S)
       (34 pages)
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DESCRIPTION OF EVIDENCE FILE
Exhibit A showing that 981 marks with the suffix "MANN" are live and pending. A
listing of the first 600 "MANN" suffix marks is included showing over 400 existing
live registrations. Representative registrations are also attached but are separated.

SIGNATURE SECTION

RESPONSE SIGNATURE /John S. Hale/

SIGNATORY'S NAME John S. Hale

SIGNATORY'S POSITION Attorney of Record, Virginia Bar Member

SIGNATORY'S PHONE NUMBER 7034481770 ext 301

DATE SIGNED 09/20/2017

AUTHORIZED SIGNATORY YES

CONCURRENT APPEAL NOTICE FILED YES

FILING INFORMATION SECTION

SUBMIT DATE Wed Sep 20 15:45:29 EDT 2017

TEAS STAMP

USPTO/RFR-XX.XXX.XX.XXX-2
0170920154529088143-87199
589-5101ffa7be3a837bbb19c
c6ddb47b2da76e91b382f0239
06c8a15cc826311b60-N/A-N/
A-20170920153714168434

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1960 (Rev 10/2011)
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 87199589 HINTERMANN SERIES(Standard Characters, see https://tmng-al.uspto.gov/resting2/api/img/87199589/large)
has been amended as follows:
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ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

ARGUMENTS

The Trademark Examining Attorney has refused registration of the mark arguing that the mark is primarily merely a surname as the purchasing
public would view the mark as a surname. The Trademark Examining Attorney has cited pages from Whitepages.com arguing that this establishes
the surname significance of HINTERMANN. This evidence from the Whitepages.com

shows the applied-for mark has appeared 35 times as a surname in a nationwide phone directory of names. There are three hundred million
people in the United States and the phone directory should represent at least half of our population. This evidence in itself shows that the use of
the mark as a surname is rare and the mark would not be viewed as a surname.

The citations of In re Eximius Coffee, LLC, 120 USPQ2d 1276 (TTAB 2016) and In re Petrin Corp., 231 USPQ 902, 903 (TTAB 1986) state
that there is no minimum amount of evidence needed to establish that a mark is primarily a surname.

The Trademark Examining Attorney attached evidence showing the suffix "mann" being commonly used in German origin. One cannot piece
together ad hoc a suffix or a prefix to find a surname.

Attached is Exhibit A showing that 981 marks with the suffix "MANN" are live and pending. A listing of the first 600 "MANN" suffix marks is
included showing over 400 existing live registrations. Representative registrations are also attached but are separated.

The present mark is not primarily merely a surname with the word SERIES included. Furthermore, the Section 2(e)(3) ground of rejection
requires that a mark must be primarily merely a surname. This is not the case of the present mark. That the degree of rareness of the surname is
material to the Examining Attorney’s determination of registration is corroborated by the legislative history . During the hearings on H.R. 4744,
Rogers made the following statement in support of retaining the word "primarily" in the language of what is now Section 2(e)(3):

"Mr. Rogers. No; I do not think so at all. The difficulty about [Fenning’s proposal which would have deleted ‘primarily’ from the draft]
is that almost every word you can think of is somebody’s surname, somewhere, and there has been a practice in the office of the
Commissioner of Patents, which was born a number of years ago that any mark for which registration was applied, which was borne by
some person, somewhere as a name such as Cotton, King, or whatnot, they would refuse registration on the ground that they were merely
the names of individuals." (emphasis added).

A search of the top 2000 surnames most occurring surnames in the United States does not include HINTERMANN. A copy of the surnames
where Hintermann would appear if it was a common surname taken from the American Surnames by Elsdon C. Smith, Genealogical Publishing
Co., Inc. (2003) was submitted as Exhibit A in the previous Amendment.

The fact that a mark could be found a surname does not by itself mean that the mark is primarily merely a surname. As noted in the case of In re
Garan, Inc., 3 USPQ 2d 1537 (TTAB 1995), six individuals found with the same surname (Garan) indicated that the name was an extremely rare
surname and would not form the basis for a rejection that GARAN is primarily merely a surname.

See also, In re Benthin Management GmbH, 37 USPQ 1332 (TTAB 1995) where BENTHIN was found to be a rare surname (100+ persons out
of a PHONEDISC U.S.A. data base of 76 million listings) and thus would not be perceived as primarily merely a surname and In re Sava
Research Corp., 32 USPQ2d 1380 (TTAB 1994), one ten-thousandth of one percent of surnames in data base showed SAVA to be a rare
surname. Such holdings have been followed by the Board and other courts in numerous other decisions.

The Examining Attorney is correct that goods sold by Applicant were initially developed and patented by Dr. Beat Hintermann in Europe,
however, this does not mean that the general public in the United States would believe that the name is a surname.

Filed concurrently with this response is a Notice of Appeal. If any additional charges are required for the appeal, please charge the undersigned’s
Deposit Account Number 07-1340.

In view of the above arguments, it is requested that the refusal to register be withdrawn and passage to publication is respectfully requested.

EVIDENCE



Evidence in the nature of Exhibit A showing that 981 marks with the suffix "MANN" are live and pending. A listing of the first 600 "MANN"
suffix marks is included showing over 400 existing live registrations. Representative registrations are also attached but are separated. has been
attached.
Original PDF file:
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Converted PDF file(s) ( 34 pages)
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SIGNATURE(S)
Request for Reconsideration Signature
Signature: /John S. Hale/     Date: 09/20/2017
Signatory's Name: John S. Hale
Signatory's Position: Attorney of Record, Virginia Bar Member

Signatory's Phone Number: 7034481770 ext 301

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the highest court of a U.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/she is currently the owner's/holder's attorney
or an associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian attorney/agent
not currently associated with his/her company/firm previously represented the owner/holder in this matter: (1) the owner/holder has filed or is
concurrently filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior
representative to withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the owner's/holder's
appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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