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Input Field Entered

SERIAL NUMBER 87032627

LAW OFFICE ASSIGNED LAW OFFICE 103

MARK SECTION

MARK https://tmng-al.uspto.gov/resting2/api/img/87032627/large

LITERAL ELEMENT E4SCORE TRACKASSURED

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font style,
size or color.

ADDITIONAL STATEMENTS SECTION

MISCELLANEOUS STATEMENT

REMARKS The specimen of record (a screen shot of a login screen for the services),
submitted in support of services in Class 35 and Class 42, was deemed acceptable for
Class 42 (Providing a web site featuring non-downloadable software that enables
shippers and carriers of freight to monitor performance of carriers and monitor the
status and location of shipments, and which enables collaboration between
participants in a supply community) but not for the services in Class 35 (freight
management support services) and therefore registration has again been refused in
relation to the Class 35 services. The Applicant respectfully requests reconsideration
of the refusal of registration because as shown below, it is well-established that a
login screen that does not specifically refer to services can nonetheless be an
adequate specimen for services, even for services outside of class 42. Also, as
discussed below, it has been recognized that services outside of class 42 can be
provided by means of providing software that provides the services. The
acceptability of a login screen as a specimen for services that are not mentioned by
the specimen and are not in Class 42 is recognized in the TMEP at 1301.04(h)(iv)(B)
Title or Launch Screens, which addresses but is not limited to online entertainment
services, and which states: "A title or launch screen is an on-screen graphic typically
displayed at the beginning of entertainment content, such as video games or ongoing
television programs, often with other information about the content featured. For
services such as Class 41 entertainment services involving the provision, production,
or distribution of entertainment content, screenshots of title or launch screens from
the content may create the requisite direct association between the mark and the
services. Thus, title or launch screens may be acceptable specimens as long as their
nature as such is clear either from the overall look and feel of the specimen or from
the applicant's description of the specimen." The Applicant points out that
Applicant's Class 35 services are provided in a manner that is analogous to online
entertainment services, i.e., the services are provided after a customer logs onto the
service. Accordingly, the specimen of record, a login screen for access to online
software, is comparable to a title or launch screen for online entertainment services
referred to in the quoted TMEP passage. Therefore, together with the description of
the specimen, is acceptable to show use of the mark with the Freight management
support services etc. recited in the application because, as stated in the TMEP, "it
places the mark in the context of how the services are rendered." Id. The secondary
assertion that "The fact that applicant provides a non-downloadable software for



shipping and/or freight management [the Class 42 services] does not constitute
providing Class 035 services" is likewise traversed. The logic of this secondary
assertion mirrors the logic of the TTAB in Cancellation No. 92050828, JobDiva, Inc.
v. Jobvite, Inc. (April 16, 2015), which was overturned on appeal in a precedential
ruling by the Federal Circuit Court of Appeals. The TTAB had accepted the
assertion that the registrant JobDiva, which demonstrated that it provided a
personnel placement and recruitment software application, had not rendered the
"personnel and recruitment services" recited in its registration. The Board said that
"Petitioner [registrant JobDiva] confuses the service of providing a software solution
for personnel placement and recruitment with actually rendering . [the] services,"
and concluded that the mark in question was not used with the services. However,
the Federal Circuit flatly rejected such reasoning and recognized "software as
services" in the registrant's appeal from the Board's decision. See In re JobDiva, Inc.
Fed. Cir. No. 2015-1960 (December 12, 2016)(precedential) (attached). The Court
ruled that the TTAB wrong even if the registrant did only provide software, because
providing access to such software could also be a way of providing services provided
by the software. That is the situation here: the Applicant provides the recited services
in Class 35 by way of software which users access online. For additional information
about the services, Applicant provides herewith the following informational material
relating to the services being provided by way of granting access to the software via
the login screen shown in the specimen. For the foregoing reasons, Applicant
respectfully requests reconsideration of the refusal of registration.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 87032627 E4SCORE TRACKASSURED(Standard Characters, see https://tmng-
al.uspto.gov/resting2/api/img/87032627/large) has been amended as follows:

ADDITIONAL STATEMENTS 
Miscellaneous Statement
REMARKS The specimen of record (a screen shot of a login screen for the services), submitted in support of services in Class 35 and Class 42,
was deemed acceptable for Class 42 (Providing a web site featuring non-downloadable software that enables shippers and carriers of freight to
monitor performance of carriers and monitor the status and location of shipments, and which enables collaboration between participants in a
supply community) but not for the services in Class 35 (freight management support services) and therefore registration has again been refused in
relation to the Class 35 services. The Applicant respectfully requests reconsideration of the refusal of registration because as shown below, it is
well-established that a login screen that does not specifically refer to services can nonetheless be an adequate specimen for services, even for
services outside of class 42. Also, as discussed below, it has been recognized that services outside of class 42 can be provided by means of
providing software that provides the services. The acceptability of a login screen as a specimen for services that are not mentioned by the
specimen and are not in Class 42 is recognized in the TMEP at 1301.04(h)(iv)(B) Title or Launch Screens, which addresses but is not limited to
online entertainment services, and which states: "A title or launch screen is an on-screen graphic typically displayed at the beginning of
entertainment content, such as video games or ongoing television programs, often with other information about the content featured. For services
such as Class 41 entertainment services involving the provision, production, or distribution of entertainment content, screenshots of title or
launch screens from the content may create the requisite direct association between the mark and the services. Thus, title or launch screens may
be acceptable specimens as long as their nature as such is clear either from the overall look and feel of the specimen or from the applicant's
description of the specimen." The Applicant points out that Applicant's Class 35 services are provided in a manner that is analogous to online
entertainment services, i.e., the services are provided after a customer logs onto the service. Accordingly, the specimen of record, a login screen
for access to online software, is comparable to a title or launch screen for online entertainment services referred to in the quoted TMEP passage.
Therefore, together with the description of the specimen, is acceptable to show use of the mark with the Freight management support services etc.
recited in the application because, as stated in the TMEP, "it places the mark in the context of how the services are rendered." Id. The secondary
assertion that "The fact that applicant provides a non-downloadable software for shipping and/or freight management [the Class 42 services] does
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not constitute providing Class 035 services" is likewise traversed. The logic of this secondary assertion mirrors the logic of the TTAB in
Cancellation No. 92050828, JobDiva, Inc. v. Jobvite, Inc. (April 16, 2015), which was overturned on appeal in a precedential ruling by the
Federal Circuit Court of Appeals. The TTAB had accepted the assertion that the registrant JobDiva, which demonstrated that it provided a
personnel placement and recruitment software application, had not rendered the "personnel and recruitment services" recited in its registration.
The Board said that "Petitioner [registrant JobDiva] confuses the service of providing a software solution for personnel placement and
recruitment with actually rendering . [the] services," and concluded that the mark in question was not used with the services. However, the
Federal Circuit flatly rejected such reasoning and recognized "software as services" in the registrant's appeal from the Board's decision. See In re
JobDiva, Inc. Fed. Cir. No. 2015-1960 (December 12, 2016)(precedential) (attached). The Court ruled that the TTAB wrong even if the registrant
did only provide software, because providing access to such software could also be a way of providing services provided by the software. That is
the situation here: the Applicant provides the recited services in Class 35 by way of software which users access online. For additional
information about the services, Applicant provides herewith the following informational material relating to the services being provided by way
of granting access to the software via the login screen shown in the specimen. For the foregoing reasons, Applicant respectfully requests
reconsideration of the refusal of registration.
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SIGNATURE(S)
Request for Reconsideration Signature
Signature: /Frederick A. Spaeth/     Date: 03/17/2017
Signatory's Name: Frederick A. Spaeth
Signatory's Position: Attorney of record, Connecticut bar member

Signatory's Phone Number: 203-220-8496

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the highest court of a U.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/she is currently the owner's/holder's attorney
or an associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian attorney/agent
not currently associated with his/her company/firm previously represented the owner/holder in this matter: (1) the owner/holder has filed or is
concurrently filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior
representative to withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the owner's/holder's
appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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