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Docket No. 41DY-240412

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of: Jayden Star LLC Examining Attorney

Serial No:  86/963.759 Siisila B. T.awils

Filed: Apr. 4, 2016 -

Law Oftfice: 114
Class: 14

REQUEST FOR RECONSIDERATION IN
Mark: CHROMA RESPONSE TO FINAL OFFICE ACTION

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

Applicant submits the following remarks and exhibits and requests
reconsideration of the Final Office Action mailed on February 6, 2017 (hereinafter

“Action”), concurrently with Applicant’s timely filed Notice of Appeal.

REMARKS
I. Likelihood of Confusion

The Action maintains the refusal to register the proposed trademark, “CHROMA,” under
Trademark Section 2(d) (15 U.S.C § 1052(d)) because Applicant’s Mark is allegedly confusingly
similar to U.S. Registration Nos. 1,302,514 (“KROMA”) as to likely to cause confusion, to cause

mistake, or to deceive.

Specitically, the Action alleges that Applicant’s Mark is likely to cause confusion over
the Cited Mark because Applicant’s Mark 1s allegedly similar in appearance, nature of the goods,
and trade channels to the Cited Mark. Applicant respectfully disagrees. As discussed in
Applicant’s previous response to the Non-Final Office Action, consumers would not likely be
confused between these marks because: (1) the marks have different appearances and

SMRH:483689852.1 -1-
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connotations; (2) the Cited Mark is only one mark n a crowded field, and therefore should be
afforded only narrow protection; and (3) the Action fails to address all but two of the DuPont
factors, most of which weigh heavily against finding a likelihood of confusion. See In re E.L
DuPont de Nemours & Co., 476 F.2d 1357, 1361 (C.C.P.A. 1973).

Moreover, and importantly, the Registrant sells its jewelry in connection with the Cited
Mark via an entirely different channel of trade. Specifically, Registrant is an online retailer who
bypasses traditional commercial jewelry retailers to sell its products in connection with the Cited
Mark directly to consumers (e.g., through trade websites such as Etsy). (See Exhibits A and B.)
In stark contrast, Applicant 1s a jewelry distributor that exclusively distributes jewelry in
connection with Applicant’s Mark on a wholesale basis to retailers, many of whom operate
traditional bricks and mortar stores. (See Exhibits C.) This fact weighs strongly in favor of a
finding that there is no likelihood of confusion. See TMEP § 1207.01; Du Pont, 476 F.2d at
1362-63.

Additionally, Applicant respectfully notes that the Cited Mark—KROMA—is a Hindi
word that means “chrome.” (See Exhibit D.) When the wording of one mark 1s entirely in
English and the wording of the other marks are entirely in a foreign language, it 1s clearly
established that a// the relevant du Pont factors must be applied to assess whether there is a
likelihood of confusion between the marks. See Id.; In re L’'Oreal S.A., 222 USPQ 925, 926
(TTAB 1984) (noting that “similarity in connotation [of the marks] must be viewed as but a
single factor in the overall evaluation of likelihood of confusion.”). For the reasons explained in
detail below, there is no likelihood of confusion amongst Applicant’s Mark and the Cited Mark

mn view of all the du Pont factors.
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The Office bears the burden of showing that a mark falls within the statutory bars of
Section 2(d). I. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition (Fourth
Ed.) § 19:75 at 19-230. To refuse registration under Section 2(d), the Office Action “must
present sufficient evidence and argument that the mark is barred from registration.” /d. § 19-128
at 19-383. For the reasons discussed below, the Action, respectfully, has not met its burden.

1. Applicant’s Mark and the Cited Mark Have Different and Distinct Appearances
and Connotations

As discussed in Applicant’s response to the Non-Final Office Action, Applicants Mark
and the Cited Mark are dissimilar in appearance, connotation, and commercial impression. See
DuPont, 476 F.2d at 1361. In particular, when comparing an applied-for mark to a registered
mark, the marks should not be dissected, and no feature should be ignored. In re Hearst Corp.,
982 F.2d 493, 494 (Fed. Cir. 1992) (rehearing en banc denied).

First, the marks differ in appearance. As an initial matter, the first letters in each mark in
each mark is different—C" in the case of “CHROMA” and ‘K’ in the case of “KROMA.”
Consumers will easily distinguish these words based on that feature alone.

Second, the marks each incorporate suggestive terms—CHROMA or KROMA,
respectively—that have different connotations. For example, as discussed supra, the Cited Mark
means “chrome” in Hindi (Exhibit D) whereas the Applicant’s Mark means “purity of a color,”
or “intensity of distinctive hue” (Exhibit E). When viewed in the context of jewelry, the Cited
Mark suggests to consumers that the jewelry may include “chrome” or, at least, have the
appearance of “chrome” metal, whereas the Applicant’s Mark suggests to consumers that the
jewelry may be colorful. These are distinct connotations, and thus convey distinct commercial

illlp ressions to consumers.
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Moreover, the Cited Mark 1s only a small sample from the large field of registered marks

that incorporate words with similar sounds to KROMA and CHROMA—words that are
suggestive, in the context of jewelry, of some characteristic of the goods. (See Exhibit F.)
Indeed, when marks incorporate a suggestive word that 1s commonly used in other marks in the
same class, “consumers are able to distinguish between different...marks based on small
differences in the marks.” In re Hartz Hotel Servs., 2012 TTAB LEXIS 75, *16, 102 U.S.P.Q.2D
(BNA) 1150, 1155 (Trademark Trial & App. Bd. Mar. 19, 2012). Specifically, in Hartz Hotel,
the Board found that the marks GRAND HOTELS NYC and GRAND HOTEL were not
confusingly similar “because of the highly suggestive nature of the term "Grand Hotel, " the
third-party registrations [five of them in the same class incorporating the words “Grand Hotel”],
and the evidence of third-party use of marks incorporating the term "Grand Hotel." Based on
these inferences, the Board “presume[d] that the owner of the cited registration did not have a

problem with the registration of these third-party marks, as they all issued after the registration of

the cited registrant's registration without challenge by the registrant.” Id., at *11. Moreover, in
view of “the numerous third-party uses” of similar sounding marks to KROMA and CHROMA,
and “unlike a situation involving an arbitrary or fanciful mark, the addition of other matter to a
laudatory or suggestive word may be enough to distinguish it from another mark.” /d., at *11-12.
Indeed, the Cited Mark should be afforded very narrow and limited protection for the word
KROMA as incorporated therein. That is to say, “a mark which is hemmed in on all sides by
similar marks on similar goods cannot be very distinctive. It is merely one of a crowd of marks.”
See Miss World (UK) Ltd. v. Mrs. America Pageants, Inc., 856 F.2d 1445, 1449 (9th Cir. 1988).
Just like the use of GRAND HOTEL in the Hariz Hotel case, marks with similar
sounding words to KROMA and CHROMA appear in numerous third-party marks (e.g.,
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CHROME HEARTS, CROME, CHROME MARCASITE, CHROME GIRL, CHROMCRAFT
REVINGTON, etc.) —none of which were opposed by the registrant of the Cited Mark.
Specifically, 18 live and registered marks appear in the U.S. Patent and Trademark Office’s
TESS database that incorporate these similar sounding terms and are used in connection with
jewelry. (Exhibit F.) Similar to the owner of the GRAND HOTELS NYC mark in Hartz Hotel,
neither the owner for the Cited Mark, nor the U.S. Patent and Trademark Office itself (the
“Office”), opposed registration of any of those subsequently filed marks. Thus, not only 1s the
registrant of the Cited Mark amenable to the coexistence of its mark with the subsequently filed
third party marks listed in Exhibit F, the Office itself has previously been satisfied that no
likelihood of confusion exists between those marks sufficient to bar registration.

Moreover, the present case is even more compelling against finding a likelihood of
confusion when considering that the Board in Hartz Hotel found that two marks that were

virtually identical, in that they overlapped with fwo words that made up nearly the entire content

of each mark (GRAND HOTELS NYC and GRAND HOTEL), were nevertheless not likely to

elicit confusion in the marketplace. In contrast, here, the Applicant’s Mark only overlaps the
Cited Mark by a portion of a single word (. ROMA) as compared with Applicant’s Mark
(CHROMA). Thus, this is an exemplary case whereby the suggestive nature of the words
“CHROMA” and “KROMA,,” the crowded nature of the field of marks incorporating that word,
and the lack of resistance to new entrance of third party marks that incorporate the word elicit the
conclusion that consumers would not be confused by an allowance of Applicant’s Mark Hartz
Hotel, 2012 TTAB LEXIS 75, at *16.

2. The Action Fails To Consider Other DuPont Factors

The Action only applies a portion of the DuPont test despite the existence of evidence
relating to other factors. In analyzing whether there 1s a likelihood of confusion, the Action must
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consider all relevant DuPont factors. Du Pont, 476 F.2d at 1361. In particular, in addition for
the reasons explained above, at least the following DuPont factors, have not been considered by
the Action, which weigh heavily against a finding of likelihood of confusion: (1) Applicant’s and
Registrant’s distinct channels of trade; (2) the Cited Mark 1s not famous and therefore deserves
only narrow protection; (4) there has yet to be any actual confusion: and (5) the de minimis effect
of any potential confusion.

First, as discussed above, Applicant and Registrant use their respective marks to sell
jewelry through distinct channels of trade. Specifically, Registrant uses the Cited Mark to
bypass commercial retailers and sell jewelry directly to consumers (e.g., through trade websites
such as Etsy). (See Exhibits A and B.) In stark contrast, Applicant uses Applicant’s Mark to
distribute jewelry to those commercial retailers, who in turn, sell the jewelry to consumers,
usually through traditional bricks-and-mortar stores. (See Exhibits C.) This fact weighs
strongly in favor of a finding that there is no likelihood of confusion. See TMEP § 1207.01; Du
Pont, 476 F.2d at 1362-63.

Second, the lack of notoriety of the Cited Mark further supports the Applicant’s position
that its mark 1s not likely to confuse consumers. See DuPont, 476 F.2d at 1361. A well-known or
famous mark is entitled to a broader scope of protection than one which is relatively unknown.
See McDonald’s Corp. v. McKinley, 13 USPQ2d 1895, 1900 (TTAB 1989). The Cited Mark 1s
not a famous mark like MCDONALD’S, COCA-COLA, NIKE, or APPLE. Indeed, an Internet
search for the cited brands has failed to even identify a single use of the Cited Mark in
commerce, nor has the Office Action identified any such use!. Thus, the Cited Mark clearly has
a very limited presence in the market, if any at all. Under these circumstances, the Cited Mark 1s
only entitled to a narrow scope of protection for the services identified in its description and no

! The Cited Mark is likely subject to cancelation for non-use.
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more. The fact that the Cited Mark is not famous weighs in favor of a finding that there is no
likelihood of confusion.

Third, the Action does not cite, and Applicant is not aware of any evidence indicating
there has been actual confusion in the marketplace between the Cited Mark and any of the 18
similar co-registered marks identified in Exhibit F, nor with the Applicant’s Mark. Indeed, as
discussed above, it appears that the Cited Mark 1s not even used in commerce at this time, or is at
least, difficult to find in the marketplace. This fact also weighs in favor of a finding that there 1s
no likelihood of confusion. Third, any actual confusion would be de minimus in nature. In the
highly unlikely scenario that a consumer does indeed mistakenly purchase Applicant’s jewelry
thinking it was associated with the Cited Mark and/or the registrant’s goods, that consumer
would merely need to return the mistakenly purchased jewelry for a refund. Additionally as
discussed above, there is no evidence that a consumer could even purchase the registrant’s
goods, as goods advertised in connection with the Cited Mark could not be found. The de
minimus impact of confusion also weighs against refusing registration to the Applicant’s Mark.

Accordingly, in view of all of the DuPont factors as discussed above, there is no
likelithood of confusion amongst the Applicant’s Mark and the Cited Mark. Thus, Applicant
respectfully requests that the Examining Attorney withdraw the refusal to register and allow the

mark.
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CONCLUSION

In view of the analysis discussed above, Applicant respectfully submits that its mark is
not confusingly similar to the Cited Mark. Accordingly, Applicant respectfully requests the

withdrawal of the refusal to register and that the mark be allowed.

Respectfully submitted,

Dated: August 7,2017 /Jesse Salen/
Jesse Salen
SHEPPARD MULLIN RICHTER & HAMPTON LLP
12275 El Camino Real, Suite 200
San Diego, California 92130
Telephone: 858 720 8900
Facsimile: 858 509 3691
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1026755 4504948  |[CHROME HEARTS TSDR LIVE |
1037094  |[4501511  |[CHROME HEARTS |TSDR lLve |
1026699  |[4510061  ||[CHROME HEARTS [TSDR lLVE |
057677  |[3937133  |[CH |[TSDR [[LivE \
506000  |[4407734  ||RADO HYPERCHROME  |[TSDR Juve |
1370752 4169450 _|[CHROME MARCASITE __|[TSDR LVE |
1192628 2978428 CHROME GIRL |[TSDR LIVE |
‘547428 |[3944755  |[CHROMCRAFT REVINGTON|[TSDR luve |
1590713 |[2954539  |cH |[TSDR lLve |
1892230  |[2531301  ||[SPECTRACHROME |[TSDR [[Live |
1476249 |[2216570  |[CHROME HEARTS [TSDR Juve ]
1490650  |[2307126  ||[CHROME HEARTS |[TSDR Juve |
1399215  |[2284625  ||[CHROME HEARTS |[TSDR [Lve |
1106186 1665791 CHROME HEARTS |ITSDR LIVE |
1444650 1302514 KROMA |[TSDR LIVE |
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