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INTRODUCTION
Applicant Central Dynamics, LLC appeals the Examining Attorney’s refusal to register
Applicant’s word mark ECONCIERGE in Application Serial No. 86/906,610 (“the
Application”).

The Examining Attorney’s refusal on the grounds that Applicant’s

ECONCIERGE mark is generic is not supported by the requisite clear and convincing evidence.
Moreover, the Examining Attorney has improperly concluded that Applicant’s ECONCIERGE
mark is merely descriptive while ignoring significant evidence of acquired distinctiveness. As
set forth herein, the Board should reverse these rejections and approve Applicant’s mark for
registration on the Principal Register.
PROSECUTION HISTORY
On April 12, 2016, the trademark examining attorney issued a first Non-Final Office
Action refusing registration pursuant to Section 2(e)(1) of the Trademark Act and rejecting
Applicant’s claim of acquired distinctiveness based on five years’ use because the examining
attorney maintains that the mark is highly descriptive.
On October 12, 2016, Applicant filed a Response to Office Action traversing the Section
2(e)(1)

refusal and submitting additional evidence in support of the mark’s acquired

distinctiveness in the form of various articles.
On November 4, 2016, the trademark examining attorney issued a second Non-Final
Office Action refusing registration pursuant to Section 2(e)(1), asserting that Applicant’s mark is
generic. The Office Action also included an alternative refusal alleging that the mark is merely
descriptive.
On May 4, 2017, Applicant filed a Response to Office Action traversing the Section
2(e)(1) refusals as generic and merely descriptive. Applicant’s response was accompanied by
substantial evidence in support of the mark’s acquired distinctiveness.
Applicant’s Brief—Ex Parte Appeal: SN 86/906610
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On June 9, 2017, the trademark examining attorney issued a Final Office Action
maintaining refusals pursuant to Section 2(e)(1) of the Trademark Act

and asserting that

Applicant’s mark is generic. The Final Office Action again included an alternative refusal
alleging that the mark is merely descriptive. The instant ex-parte Appeal followed.
SUMMARY OF EVIDENCE
Examining Attorney’s Evidence
The Examining attorney appended evidence in each of the three Office Actions. Here is a
summary of the Examining Attorney’s evidence.


The Non-Final Office Action of April 12, 2016 included the following evidence:
o Oxford Dictionary definitions for “e”
o American Heritage Dictionary definitions for “e”
o Oxford Dictionary definitions for “concierge”
o American Heritage Dictionary definitions for “concierge”



The Non-Final Office Action of November 4, 2016 included the following evidence:
o Applicant’s website re: ECONCIERGE
o Website for “electronic concierge resource management software”
o Website for “Digital Alchemy” software
o Website for “Livewire Digital” software
o Website for “Virtual Concierge” software
o Website for “Navigatoria” software
o Website for “CC5000 Customer Concierge” kiosk
o Hospitality Technology article titled “Custom eConcierge App Delivers 24x7
Hotel and Voice Services to Guest Smartphones”

Applicant’s Brief—Ex Parte Appeal: SN 86/906610

2

o Website for “Mobile Guest Softphone”
o Website for “Global Hospitality Solutions”
o Website for “Next Generation Technologies” and “iKiosk” product


The Final Office Action of June 9, 2017, included the following evidence:
o Applicant’s website re: ECONCIERGE
o Merriam-Webster definition for “e”
o Glossary of Internet Terms for letter “e”
o Acronym finder for letter “e”
o Merriam-Webster definitions for “concierge”
o MacMillan Dictionary definitions for “concierge”
o Website for “EngageTravel”
o Website for “FCS E-CONCIERGE”
o Website for “HotelCloud App”

Applicant’s Evidence
Applicant submitted the following evidence in the Response to Non-Final Office Action
dated May 4, 2017:


Declaration of Michael J. Bennett



Exhibit A: Examples of advertising/marketing materials



Exhibit B: Hyatt News Release



Exhibit C: Hospitality Upgrade Article



Exhibit D: The Boar’s Head hotel news release



Exhibit E: PR Web Article



Exhibit F: Hotel Executive Article
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Exhibit H: Clevelander Hotel job posting for Digital Marketing Manger



Exhibit I: CIO Review Article
ARGUMENT

I.

The ECONCIERGE Mark is NOT Generic
“Generic terms are common names that the relevant purchasing public understands

primarily as describing the genus of goods or services being sold.” In re Dial-A-Mattress
Operating Corp., 240 F.3d 1341, 1344 (Fed. Cir. 2001). “A mark is not generic simply because
it plays some role in denoting to the public what the product or service is; rather, a mark may
serve a ‘dual function – that of identifying a product or service while at the same time indicating
its source.’” Booking.com B.V. v. Matal, 278 F.Supp 891, 902 (E.D. Va. 2017) (quoting S. Rep.
No. 98-627, at 5 (1984)). The trademark examining attorney must establish that a mark is
generic by clear and convincing evidence. In re Cordua Rests., Inc., 823 F.3d 594, 600 (Fed.
Cir. 2016).
A two-part inquiry is used to determine whether a particular term is generic: (1)
determine the class or genus of goods or services at issue; and (2) determine whether the relevant
public understands the term primarily to refer to the class or genus of goods or services at issue.
In re Dial-a Mattress, 240 F.3d at 1344 (quoting H. Marvin Ginn Corp., v. Int’l Ass’n of Fire
Chiefs, Inc., 782 F.2d 987, 990 (Fed. Cir. 1986)). Regarding the first part of the inquiry, the
genus of the services may be defined by an applicant’s identification of services. In re Cordua
Rests., 823 F.3d at 602. Here, Applicant uses its ECONCIERGE mark in connection with:
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Platform as a service (PAAS) featuring computer software platforms for hotels,
resorts, casinos, hospitality and transportation providers to communicate with and
support guests before, during and after stays regarding preferences, profiles,
planning and management of stays, dining, transportation and activities; providing
temporary use of online non-downloadable software for hotels, resorts, casinos,
hospitality and transportation providers to communicate with and support guests
before, during and after stays regarding preferences, profiles, planning and
management of stays, dining, transportation and activities.
February 12, 2016, Application, TSDR p. 1.
First, Applicant disagrees with the Examiner’s over-simplified view of Applicant’s
services with regard to the genus at issue, and the conclusion that “applicant’s software replaces
human concierge services.” June 9, 2017, Final Office Action, TSDR p. 1. The definitions for
“concierge” cited by the Examiner state that a concierge is a “hotel staff member who handles
luggage and mail, makes reservations, and arranges tours” or “someone whose job is to help
people staying in a hotel by dealing with problems and giving them information.” June 9, 2017,
Final Office Action, TSDR pp. 7-8.

Thus, based on these definitions, “human concierge

services” include luggage and reservation services rendered to current hotel guests. In contrast,
the consumers of Applicant’s platform as a service can use the service to “support guests before,
during and after stays regarding preferences, profiles, planning and management of stays, dining,
transportation and activities.” Consequently, Applicant’s platform as a service has broader scope
and temporal range than traditional concierge services. Supporting guests preferences, profiles
and planning and management of stay are activities often performed by other hospitality staff,
and the evidence cited by the Examiner does not establish that these services are provided by a
concierge. The Examiner’s attempt to limit the genus of the services at issue is improper and
oversimplified in effort to reach the conclusion of genericness. Applicant’s recitation of services
speaks for itself and is much broader in scope than the concierge activities according to the
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examining attorney’s evidence. This evidence of concierge does not match the recited services
and cannot establish genericness to a clear and convincing standard.
With regard to the second part of the genericness inquiry, the Examiner asserts that “the
relevant public comprises all ordinary consumers not solely those in the hospitality and
transportation industry.” June 9, 2017, Final Office Action, TSDR p. 1. This conclusion not
only contradicts Applicant’s expressly recited services, but also contradicts the Examiner’s own
analysis in a prior Office Action, which states that “the relevant public comprises professionals
in the hospitality and transportation industries, because the applicant limits its services to these
industries.” November 4, 2016, Non-Final Office Action, TSDR p. 1. Indeed, Applicant’s
services explicitly recite “computer software platforms for hotels, resorts, casinos, hospitality
and transportation providers… [and] providing temporary use of online non-downloadable
software for hotels, resorts, casinos, hospitality and transportation providers.”
Therefore, the Examiner’s recent attempt to broaden the class of the relevant consumers
to all ordinary consumers is erroneous, and the relevant consumers for Applicant’s platform as a
service are professionals in the hospitality industry. Thus, the proper inquiry for the second step
of the genericness analysis is: “Do professionals in the hospitality industry understand the
ECONCIERGE mark primarily to refer to platform as a service (PAAS) featuring computer
software platforms for hotels, resorts, casinos, hospitality and transportation providers to
communicate with and support guests before, during and after stays regarding preferences,
profiles, planning and management of stays, dining, transportation and activities?” Based on the
evidence in the record (and the lack of clear and convincing evidence to the contrary), the clear
answer to this question is “No.”
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As set forth above, the Examiner bears the heavy burden of demonstrating Applicant’s
ECONCIERGE mark is generic by clear and convincing evidence. The Examiner falls short of
the mark initially by failing to properly identify the genus of services at issue as well as the
relevant consuming public. Moreover, the Examiner’s analysis, which is based on an improper
genus of services and overly broad class of consumers, is focused on the dictionary definitions of
the prefix “e” and the word “concierge.” After citing the individual definitions, the Examiner
concludes that “the meaning of the compound term [ECONCIERGE] is electronic software for
the purpose of helping people staying [at] a hotel by dealing with problems and giving them
information.” June 9, 2017, Final Office Action, TSDR p. 1. While the Examiner provides
dictionary evidence for prefix ‘e’ meaning electronic, there is no evidence for the imputation of
the word software in the Examiner’s purported meaning for ECONCIERGE.
Inclusion of the word “software” in the Examiner’s purported definition must be
supported by evidence and does not follow simply because of the presence of an “e” prefix in
Applicant’s mark. Indeed, the Examiner cannot support inclusion of the word “software” simply
because “e” means electronic, as doing so in other terms having an “e” prefix would render those
terms nonsensical. For example, e-mail would be electronic software mail rather than electronic
mail; e-commerce would be electronic software commerce rather than electronic commerce; evite would be electronic software invite rather than electronic invite; e-cigarette would be
electronic software cigarette rather than electronic cigarette; and e-reservation would be
electronic software reservation rather than electronic reservation.
In addition to the foregoing, the Examiner’s statement that “the relevant public would
perceive the mark as a whole to be the generic purpose when applied to the applicant’s software
services” is conclusory and unsupported by any evidence whatsoever. As explained above and
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as recited in the description of services as the examining attorney originally noted, the relevant
consuming public for Applicant’s services is professionals in the hospitality industry. The
Examiner citation to a handful of websites is not dispositive of the inquiry, as most of those
websites are not using the term ECONCIERGE to identify Applicant’s services. Applicant will
address each in turn:


November 4, 2016, Non-Final Office Action, TSDR p. 3: Website for eCRM3 which
stands for “electronic Concierge Resource Management Software.” Although the title
includes the terms “electronic concierge” it also includes the term “software.” If relevant
consumers understood the term ECONCIERGE to mean software, the inclusion of the
word software would not be necessary. Moreover, the various customer testimonials
included within the page each reference the product as a “system” and never describe the
product as an ECONCIERGE or even as an electronic concierge.



November 4, 2016, Non-Final Office Action, TSDR p. 4: Website for product called VIP
Concierge by Digital Alchemy. It is notable that the owner of this website uses terms
with “e” prefixes such as “eRelationship,” “eBlasts,” and “eMarketing” but does NOT
use the term ECONCIERGE or “electronic” anywhere. The Examiner highlights portion
of website that includes term “VIP Concierge” which is irrelevant.



November 4, 2016, Non-Final Office Action, TSDR p. 5: Website for Livewire Digital
and a product called eConcierge CMS (content management software). The Examiner’s
citation to this page as evidence that Applicant’s mark is generic undermines the
Examiner’s own position. First, this webpage is using the term ECONCIERGE as a
brand, not as a generic term to identify particular goods or services. The goods are CMS;
if the term eConcierge were known as the name of the genus of this product, use of CMS

Applicant’s Brief—Ex Parte Appeal: SN 86/906610

8

would not

be necessary.

Second, the owner of this website is the registrant for

ECONCIERGE (U.S. Reg. No. 3433514) used in connection with “providing consumer
product information via the Internet.” A copy of the registration is attached hereto as
Exhibit “A.” This evidence bolsters Applicant’s position that the mark ECONCIERGE is
not generic because it does not primarily describe a particular type of goods or services.


November 4, 2016, Non-Final Office Action, TSDR p. 6: Website for Virtual Concierge
mobile application.

Again, this evidence bolsters Applicant’s position that the

ECONCIERGE mark is not generic. The term ECONCIERGE is not used anywhere in
this page to describe the product or services; the owner uses the brand Virtual Concierge
to market its software.

Furthermore, Applicant notes that the mark VIRTUAL

CONCIERGE (U.S. Reg. No. 3190428) is registered on the Principal Register for
services that include “computer services, namely, providing databases featuring
information regarding specific geographical areas in the field of restaurants.” A copy of
the registration is attached hereto as Exhibit “B.”


November 4, 2016, Non-Final Office Action, TSDR p. 7: Website for Navigatoria
electronic concierge. The term ECONCIERGE is used as part of the product branding
under the term Navigatoria. The website does not use ECONCIERGE as a generic term
to describe the goods/services, and instead defines the product as “software products and
hardware-software complexes for the market of tourist services.” In addition, Applicant
notes that the URL for this website has a top level domain of *.EU which corresponds to
the country code for the European Union and therefore has little probative value. See In
re Canine Caviar Pet Foods, Inc., 126 USPQ2d 1590 (TTAB 2018) (finding evidence
from foreign website was not probative of relevant U.S. consumers).
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9



November 4, 2016, Non-Final Office Action, TSDR p. 8: Website for product called
CC5000 Customer Concierge. The product on this page consist of a hardware kiosk; to
the extent the words electronic and concierge are used to describe the hardware’s
functionality, it bolsters Applicant’s position that the ECONCIERGE mark does not
readily identify Applicant’s platform as a service to relevant consumers.



November 4, 2016, Non-Final Office Action, TSDR p. 9: Article discussing a new
mobile “eConcierge application” that The Winery Hotel is offering to its guests. The
article repeatedly references that this product is an application for guests; the title is
“Custom eConcierge App delivers 24x7 Hotel and Voice Services to Guest
Smartphones.” The article includes links to Google Play and iTunes for guests to obtain
the application and is not targeting hospitality industry professionals; therefore this article
is not representative of the relevant consumers for Applicant’s services.



November 4, 2016, Non-Final Office Action, TSDR p. 10: Website for Mobile Guest
Softphone application. Article states that “[t]he guest downloads the free application
from popular online app stores, and then uses the app to scan a QR code.”

This

application and its relevant consumers are not comparable to Applicant’s platform as a
service for hospitality professionals. The passing reference to “eConcierge applications”
buried in a bullet-point at the bottom of the page is not persuasive because it is not being
used as a generic term to describe the application.


November 4, 2016, Non-Final Office Action, TSDR pp. 11-12: Website for company
named GHS. The words “E-Commerce, mobile app, eConcierge” appear on the main
page underneath the phrase “We Build the Future of Hotel.” The second page the
Examiner appends does not mention anything about a mobile app or the term eConcierge
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and is therefore irrelevant. A page with the word eConcierge without any further context
does not provide any evidence whatsoever, let alone clear and convincing evidence of
genericness. In addition, the probative value of this website is limited because it states
that “GHS is a Singapore-based company… operating in Asia Pacific and Europe.”


November 4, 2016, Non-Final Office Action, TSDR pp. 13-14: Website for NGT (Next
Generation Technologies) and their iKiosk product. Similar to the CC5000 Customer
Concierge product, the product on this page consist of a hardware kiosk. To the extent
the word econcierge is used to describe the hardware’s functionality, it bolsters
Applicant’s position that the ECONCIERGE mark does not readily identify Applicant’s
platform as a service to relevant hospitality industry professionals.



June 9, 2017, Final Office Action, TSDR pp. 9-11: This evidence purports to be a
webpage for a company named Engage Travel. As a preliminary matter, Applicant
objects to the admissibility of this webpage because it cannot be accessed. The Board has
previously found that websites that are not active are not probative, and therefore not
considered as part of the record. See In re Canine Caviar Pet Foods, Inc., 126 USPQ2d
1590 (TTAB 2018) [precedential]. Attached hereto as Exhibit “C” is a capture of the
website which indicates it is “coming soon.” Notwithstanding the admissibility of this
evidence, the content on the capture submitted by the Examiner is irrelevant to the instant
appeal. The webpage uses the term “eConcierge Marketing Modules” to describe its
web-based hotel marketing solution, which is different from Applicant’s platform as a
service.



June 9, 2017, Final Office Action, TSDR pp. 12-16: Website for company named FCS
and its Concierge Service Management system.
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evidence as all references to “e-concierge” that were highlighted by the Examiner have
been removed. For example, the list of products which previously included “e-concierge
services management” now includes “FCS Concierge Services Management.”

In

addition, the webpage www.fcscs.com/e-concierge cited by the examiner now resolves to
www.fcscs.com/concierge (note the absence of the “e” prefix).

Attached hereto as

Exhibit “D” is a current version of the FCS webpage.


June 9, 2017, Final Office Action, TSDR pp. 17-20: Website for Hotelcloud application.
Applicant objects to this evidence to the extent the Examiner did not include the primary
“home” page for the company. The URL in Examiner’s evidence is for a sub-page that
describes features of the application. However, the main page (a copy attached hereto as
Exhibit “E”) describes the application as “Web & Concierge Apps for Hospitality.” This
evidence bolsters Applicant’s position that the term ECONCIERGE is not generic
because it is not used primarily to identify Applicant’s services. In particular, the term
ECONCIERGE is NOT used here to describe the application, and instead the product is
described as a “concierge app [application] for hospitality.” The term e-concierge is
mentioned merely in the context of the application’s ability to access an “e-concierge
marketplace” which is not a reference to Applicant’s services. Applicant notes that in the
three pages of evidence attached by the Examiner, the term e-concierge is mentioned only
one time, to describe the access to the marketplace. This can hardly be considered
persuasive evidence, let alone clear and convincing evidence.
There is no evidence in the record that relevant hospitality industry professionals view

the term ECONCIERGE as primarily describing Applicant’s platform as a services. When all
the evidence presented by the examining attorney is viewed collectively, it establishes use of the
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term econcierge being used as a brand and not as the name of any goods or services, much less
applicant’s specific recited services.

In fact, as set forth more fully below, Applicant’s

ECONCIERGE mark has acquired secondary meaning and relevant consumers readily associate
the ECONCIERGE mark only with Applicant’s goods and services and not as the term for the
genus of applicant’s recited services. The Board has previously recognized that “evidence of
generic use is offset by applicant’s evidence that shows not only a significant amount of proper
trademark use but also trademark recognition by customers, publishers, and third parties.” In re
America Online, Inc., 77 USPQ2d 1618 (TTAB 2006). Therefore, for at least the foregoing
reasons, Applicant requests that the refusal of the mark as being generic be withdrawn.
II.

The ECONCIERGE Mark has Acquired Distinctiveness
A. Legal Standard
“An evidentiary showing of secondary meaning, adequate to show that a mark has

acquired distinctiveness indicating the origin of the goods, includes evidence of the trademark
owner’s methods of using the mark, supplemented by evidence of the effectiveness of such use
to cause the purchasing public to identify the mark with the source of the product.” In re OwensCorning Fiberglas Corp., 774 F.2d 1116, 1125 (Fed. Cir. 1985). Evidence submitted in support
of a showing of acquired distinctiveness must be considered in its totality. Id. at 1125, 1128;
Kellog Co. v. General Mills, Inc., 82 USPQ2d 1766 (TTAB 2007) [precedential] (affirming the
examining attorney’s finding of acquired distinctiveness based on entirety of evidence); In re
The Black & Decker Corp., 81 USPQ2d 1841 (TTAB 2006) [precedential] (finding that mark
had acquired distinctiveness based on “record in its totality.”).
Here, Applicant has submitted significant evidence of its long term use of the
ECONCIERGE mark in connection with its platform as a service and the effectiveness of such
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use to cause the relevant purchasing public (i.e. industry professionals) to identify the
ECONCIERGE mark as the source of Applicant’s services. Rather than analyzing the evidence
as whole, the Examiner simply considered and rejected the individual pieces of evidence
submitted by Applicant without making any determination of their collective weight. The
Examiner’s piece-meal rejection of individual pieces of evidence is substantively incorrect and
fails to consider the totality of the evidence.
B. ECONCIERGE Has Long Term Use in Commerce
The Trademark Act provides that “proof of substantially exclusive and continuous use…
in commerce for the five years before the date on which the claim of distinctiveness is made”
may be accepted as prima facie evidence of acquired distinctiveness.

15 U.S.C. § 1052(f).

Long term use of the mark in commerce is one relevant factor to consider in determining whether
a mark has acquired distinctiveness. See In re Uncle Sam Chem. Co., 229 USPQ 233, 235
(TTAB 1986) (finding §2(f) claim of acquired distinctiveness persuasive where applicant had
submitted declaration of its president supporting sales figures and attesting to over eighteen years
of substantially exclusive and continuous use).
Here, Applicant’s ECONCIERGE mark has been in substantially exclusive and
continuous use by Applicant for over 12 years, which is significantly longer than the 5 year
statutory period that creates a presumption of acquired distinctiveness. Applicant has submitted
the Declaration of Michael J. Bennett, Senior Vice President of Global Marketing and Business
Development of Central Dynamic, LLC (May 4, 2017, Response to Office Action, TSDR pp. 256; hereinafter “Bennett”), attesting to the fact that Applicant has continuously used the
ECONCIERGE mark to promote its software platform services since September 2004. Bennett
at ¶ 9. Consequently, similar to the Board’s decision in In re Uncle Sam Chem. Co., Applicant’s
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extensive, long term use of the ECONCIERGE mark, together with the evidence set forth below,
heavily favors a finding of acquired distinctiveness.
The presumption of secondary meaning established by this extended period of continuous
and exclusive use is further supported by the evidence of sales, advertising and marketing efforts
and the resulting recognition of the mark as associated with Cendyn and its goods and services
by relevant consumers in the relevant market, as set forth more fully below.
C. ECONCIERGE Advertising and Sales
Applicant Cendyn is a cloud-based software and services provider for the hospitality
industry and has been in business for over 20 years. Prior to developing its current cloud-based
software as a service platform, Cendyn developed and sold versions of its specialized software
tools that were deployed locally at the respective business location. With the advancement of
technology, these tools are now delivered as software as a service platform. Bennett at ¶ 8.
ECONCIERGE is the brand for a software as a service platform that is marketed as part
of Cendyn’s Hotel Customer Relationship (CRM) Suite. Bennett at ¶ 10. The Hotel CRM Suite
also includes software platforms that are branded as ECONNECTIVITY, ESURVEY,
GUESTFOLIO (U.S. Registration No. 3,905,564), EINSIGHT (U.S. Registration Nos. 5,036,540
& 3,707,344), and EUPGRADE (U.S. Registration No. 3,845,766).1 Id. at ¶¶ 10-11. Applicant
markets and promotes the Hotel CRM Suite under these marks as comprehensive packages, with
each of the individual software services presented to the relevant customers for providing
specific functionality as part of its Suite. Id. at ¶ 14.
Applicant’s various specialized software services including the Hotel CRM Suite and the
ECONCIERGE software are used by over 30,000 hotel clients worldwide.
1

ECONNECTIVITY and ESURVEY are the subject of co-pending appeals.
86906619.
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Applicant’s list of clients includes industry leaders such as Marriot, Hyatt, Hilton Worldwide,
Hard Rock Hotel & Casino, Loews Hotels and Resorts, and Biltmore, among many others. Id at
¶ 16.

Consequently, the relevant consumers for Applicant’s software services including

ECONCIERGE software platform are executives, managers, and other business decision makers
at these hotels, resorts, casinos, etc. Id at ¶ 17. These relevant consumers have significant
experience within the hospitality industry and are relatively sophisticated because they are
responsible for the specialized functions Applicant’s software supports. Id at ¶ 18. They are also
familiar with the marketplace solutions available for their specialized needs. Id. The decision to
purchase a particular software platform, such as ECONCIERGE software platform , is made
deliberately after evaluating various alternatives. Id. at ¶ 19.
For over 12 years, these relevant sophisticated consumers in the hospitality industry have
been exposed continuously and exclusively to Applicant’s software solutions, which includes
ECONCIERGE software platform that is marketed as part of the Hotel CRM Suite. Id at ¶¶ 9,
20. Applicant has developed and promoted ECONCIERGE software platform through trade
shows, conferences, seminars, workshops, demonstrations, online advertising, press releases, etc.
Id at ¶ 23. Applicant attaches hereto examples of advertising/marketing materials used to
promote ECONCIERGE software platform and related Hotel CRM Suite.

For example,

Applicant submits an example of signage that has been used at trade shows to promote
ECONCIERGE software platform along with other Cendyn branded software. See Bennett Exh.
A5; May 4, 2017, Response to Office Action, TSDR p. 24. Additionally, Applicant submits
examples of slides and various other signage that promote other components of the Hotel CRM
Suite. See Bennett Exhibits A1-A4, A6, and A7; May 4, 2017, Response to Office Action, TSDR
pp. 15-28.
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As part of Hotel CRM Suite marketing budget of $750,000, $3,900 was spent for
marketing ECONCIERGE software platform in 2016 and $5,000 was allocated in 2017. Bennett
at ¶ 28. Over the past 5 years, ECONCIERGE software platform has generated a total of
$4,733,261 of sales revenue. Id. at ¶ 22. Consequently, the advertising expenditures and
significant sales volume, viewed in light of Applicant’s 12+ year use of the mark, provide
substantial support for a finding of acquired distinctiveness.

Furthermore, the samples of

advertisement provided demonstrate the trademark manner in which the mark is used to promote
its related software services and the commercial impression created by such use.
D. ECONCIERGE is Recognized by Relevant Consumers
Applicant’s uninterrupted 12+ year use of the ECONCIERGE mark to promote its
industry leading software has resulted in widespread recognition of the ECONCIERGE mark
among all of the relevant consumers in the hospitality industry. Applicant is a Premier Google
Partner, Oracle Platinum Partner, Amadeus Technology Partner, and a TripAdvisor Official
Partner, and its software platforms are the most integrated in the hospitality industry. Bennett at
¶ 34. Relevant consumers throughout the hospitality industry recognize Cendyn as the source of
the specialized software services promoted by its various marks, including the ECONCIERGE
mark. Id. at ¶ 37. Applicant has submitted the significant evidence of the ECONCIERGE brand
recognition in the marketplace among the relevant consumers. The Examiner has improperly
reviewed each piece of evidence independently and has applied improper reasoning in rejecting
its weight or sufficiency. Applicant will address each in turn:
i. Declaration of Michael J. Bennett
In his Declaration, Mr. Bennett testifies under penalty of perjury that he worked as a
marketing executive for 10 years prior to joining Cendyn. Bennett at ¶ 4. Mr. Bennett further
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states that “[a]s an executive in the hospitality industry for over 10 years prior to joining Cendyn,
I was part of the relevant consumers for Cendyn’s goods/services, and I associated the
ECONCIERGE,

ESURVEY,

ECONNECTIVITY,

EPROPOSAL,

EMENUS,

and

EBROCHURE marks only with Cendyn. No other providers were using these marks and the
marks were known as Cendyn’s brands and not any category of goods or services.” Id at ¶ 36.
The Examiner discards Mr. Bennett’s declaration as “not persuasive” because “affidavits
and declarations of an applicant’s employees, officers, and attorneys are usually self-serving and
entitled to little weight.” However, while Mr. Bennett is presently employed by Applicant, he is
providing testimony based on his personal knowledge and experience prior to becoming
employed by Applicant. The facts set forth in Mr. Bennett’s declaration are highly relevant to a
claim of acquired distinctiveness and are uncontroverted by any evidence of actual bias.
Therefore, it is improper to reject Mr. Bennett’s declaration as self-serving simply because he is
currently an employee for Applicant. Moreover, in the absence of any evidence of bias, the
Board should consider and give weight to the uncontroverted facts set forth in a declaration. See
Kellog Co. v. General Mills, Inc., 82 USPQ2d 1766 (TTAB 2007) (precedential decision finding
that facts set forth in trademark counsel’s declaration were relevant to claim of acquired
distinctiveness in the absence of evidence of bias).
ii. May 4, 2017, Response to Office Action, TSDR pp. 30-32
This evidence consists of an article titled “Hyatt Hotels & Resorts Selects Cendyn EConcierge Product for Global Use.” There is a quote in the article from Joan Lowell, Vice
President of Electronic Distribution for Hyatt Hotels Company, which states “Many of our guests
prefer to book their travel and associated activities online.
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experience for our guests through the convenience provided by E-Concierge suits their
desires…”
In the Final Office Action, the Examiner simply dismisses this evidence as “not enough
to demonstrate the proposed mark has acquired distinctiveness.” A conclusory statement offered
by the Examiner without any substantive analysis is “not enough” to reject evidence.
iii. May 4, 2017, Response to Office Action, TSDR p. 34
This evidence consists of an article with a quote from Ms. Beth Cooney, the Executive
Director of Marketing John Ascuaga’s Nugget Casino Resort. Ms. Cooney states that “[g]iving
guests the ability to upsell themselves is valuable for them and golden for the property. The
eConcierge system enables us to capture more of the guest’s trip while they are with us so they
spend more time on property. We already generated more than $50,000 the first half of this year
through eConcierge.” The article further states that “[a]ccording to Cooney, eConcierge and its
pre-stay marketing approach is the perfect fit for the 1,600-room property in Sparks, Nev.”
Here, the examining attorney states that the evidence “is a press release because it
appears in a news archive and precedes other press releases by Cendyn. Since Exhibit C is a selfserving press release, it is insufficient to show the proposed mark has acquired distinctiveness.”
However, the Examiner’s reasoning once again misses the mark. First, there is no evidence that
the cited article is in fact a press release, as it appears on a third party webpage (i.e.
www.hospitalityupgrade.com). Second, no matter the nature of the article, the most relevant
portion of the article is a genuine quote from a hospitality industry professional that recognizes
the ECONCIERGE brand, which is probative of secondary meaning. The examining attorney
offers no evidence to question the authenticity of the third person professional’s testimony in the
quote. Thus, it is improper for the Examiner to discard this evidence as being self-serving.
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iv. May 4, 2017, Response to Office Action, TSDR pp. 36-38
This evidence consists of an article titled “The Boar’s Head Combines Tradition with
Cendyn Marketing Savvy for Strong Sales Growth.” There is a quote in the article from Carol
Smith, Director of Sales and Marketing for the Boar’s Head, which states that “The eConcierge
team plays an integral role in enhancing guest service efforts and helping understand guest
preferences and behavior… Cendyn is an important part of what our guests experience and it has
played a significant role in our marketing success.”
Here, again, the Examiner simply dismisses this evidence as “not enough to demonstrate
the proposed mark has acquired distinctiveness.”

Once again, the Examiner’s conclusory

statements offered without any substantive analysis are not enough to reject evidence and
improperly view each piece of evidence in isolation and not collectively as required.
v. May 4, 2017, Response to Office Action, TSDR pp. 40-43
This evidence consists of an article titled “Washington Duke Inn & Golf Club Increases
Revenue and Satisfaction by Creating Personal Relationships with Guests Before they Arrive
with Cendyn’s ECONCIERGE.”

“eConcierge increases the ‘stickiness’ of our online

reservations and builds loyalty because our guests value our suggestions for services and
activities that enhance their visit.” Lene Kiester, Revenue/Reservations Manager for Washington
Duke Inn & Golf Club.
With regard to this evidence, the Examiner states “Exhibit E, is a self-serving article
written by the applicant’s Executive Vice President, Robin Deyo. Thus, it is of little persuasive
value.”

However, the Examiner is incorrect in both his reasoning and conclusion. First, the

article is co-authored by Ms. Deyo as well as by Mr. Jim Bressler from Washington Duke Inn &
Golf Club.

Second, any quotes from third-party professionals that are executives in the
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hospitality industry are highly probative of the mark’s secondary meaning, regardless of who the
author is.

The nature of the article cannot diminish the probative value of the testimony of a

third party who is representative of the relevant consumer—a hospitality industry professional.
vi.

May 4, 2017, Response to Office Action, TSDR pp. 45-46

This evidence consists of an article titled “Cendyn’s CRM Suite Reaps Rewards for
Trump Collection.” The article includes a quote from Dianna Balabon, Vice President of Sales
& Marketing for The Trump Organization, which states that “[t]he intelligence and automation
provided by Cendyn’s solutions helps our hotels to exceed our guest’s expectations and deliver
the perfect guest experience.” Ms. Balabon is referring to implementation of Cendyn’s CRM
Suite including EINSIGHT, ECONCIERGE, and ESURVEY, which are specifically referenced
in the article.
The Examiner discards this evidence “because Dianna Balabon identifies Cendyn as the
source of the services it procured rather than ECONCIERGE.” However, as set forth above,
ECONCIERGE software platform is marketed as part of Cendyn’s CRM suite. Therefore, Ms.
Balabon’s familiarity with the CRM suite and the article’s reference to ECONCIERGE software
platform are probative of the mark’s secondary meaning.
vii. May 4, 2017, Response to Office Action, TSDR pp. 48-49
This evidence consists of a job posting for a Digital Marketing Manager at the
Clevelander South Beach Hotel.

The duties for the Digital Marketing Manager include

management of web based applications identified as “CRM & Related Products ~eSurvey,
eInsight, eConcierge via Cendyn” and “Guest Retention Platforms… eSurvey”
The Examiner discards this evidence because “it is a job posting that does not show
consumers identifying the proposed mark as a source of services.” Applicant disagrees – an
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individual employed as a Digital Marketing Manager at a hotel falls under the class of hospitality
professionals that are the consumers for Applicant’s services.

Thus, inclusion of the

ECONCIERGE mark in a job posting is evidence that such consumers are aware of the software
that is associated with the ECONCIERGE mark. This is analogous to a job posting requiring
familiarity with Microsoft Word or Microsoft Excel.
viii. May 4, 2017, Response to Office Action, TSDR pp. 51-56
This evidence consists of an article titled “Cendyn/ONE: Integrated Guest Profiling for
Personalized Marketing” which was the cover story on the May 6, 2015 issue of CIOReview.
The article states “[t]o bridge the digital and physical worlds, the CRM suite encompasses three
main systems – eInsight, eSurvey, eConcierge – that are all built on the robust eConnectivity
platform.” The article also states that “eConcierge is a pre-stay communication system that
allows guests to customize their vacation and manage a detailed guest profile with the click of a
mouse.”
The Examiner dismisses this evidence by stating that “the article does not show
consumers will identify the proposed mark as the source of the applicant’s services.” The
Examiner’s conclusion is once again unsupported by the facts. The article is entirely dedicated
to Cendyn’s different software services and specifically refers to the respective services using
Applicant’s marks, namely ECONCIERGE. Furthermore, the readers of “Travel & Hospitality
Technology Special – CIO Review” are likely to be sophisticated professionals in the hospitality
industry, which are familiar with Applicant’s marks and the associated services and are the
relevant consumers recited is Applicant’s description of services, as the examining attorney
recognized.
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Thus, Applicant has clearly established by substantial evidence of over a decade of
continuous and exclusive use, substantial sales and advertising and relevant consumer
recognition of the mark as a brand of Applicant for the recited services. Registration on the
principal register is warranted. Because the examining attorney found the mark generic, he did
not offer registration on the supplemental register. In the event the Board finds that the evidence
is not sufficient to establish acquired distinctiveness, Applicant alternatively requests an order
for registration on the supplemental register.
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CONCLUSION
The Examiner has failed to prove by clear and convincing evidence that Applicant’s
ECONCIERGE mark is generic and the Board should therefore remove the genericness rejection
and find that the mark is not generic for the specific PaaS services recited. Furthermore, the
Examiner has failed to properly weigh the significant evidence of secondary meaning by
analyzing and rejecting each piece of evidence individually and in isolation. Consideration of the
composite effect of the full body of evidence, which includes advertising and sales volume, the
examples of marketing materials, and the over 12 years of continuous and exclusive use of the
ECONCIERGE mark, clearly demonstrates that the ECONCIERGE mark is recognized as the
source of Applicant’s specialized software services among the relevant, sophisticated
professional consumers in the hospitality industry. The Board should therefore find that the
ECONCIERGE mark has acquired distinctiveness for the recited services and approve the mark
for registration on the Principal Register.
Dated July 9, 2018.

Respectfully submitted,

____________________
Joseph W. Bain
SHUTTS & BOWEN LLP
525 Okeechobee Blvd, Suite 1100
West Palm Beach, Florida 33401
561-650-8523
jbain@shutts.com
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EXHIBIT A

EXHIBIT B

EXHIBIT C

Document title:

www.engagetravel.net

Capture URL:

http://www.engagetravel.net/

Captured site IP:

50.63.202.49

Page loaded at (UTC):

Mon, 09 Jul 2018 16:58:02 GMT

Capture timestamp (UTC):

Mon, 09 Jul 2018 16:58:22 GMT

Capture tool:

v6.7.0

Collection server IP:

54.175.14.236

Browser engine:

Chrome/62.0.3202.9

Operating system:

Microsoft Windows NT 6.2.9200.0 (6.2.9200.0)

PDF length:

2

Capture ID:

999b97af-68d4-4ddd-8abc-280339f4e3a8

User:

sb-cynthia

x92CQjGz3NTh1Aech1iVDA

Document title: www.engagetravel.net
Capture URL: http://www.engagetravel.net/
Capture timestamp (UTC): Mon, 09 Jul 2018 16:58:22 GMT
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EXHIBIT D

Document title:

FCS Concierge Service Management

Capture URL:

https://www.fcscs.com/concierge/

Captured site IP:

104.27.168.128

Page loaded at (UTC):

Mon, 09 Jul 2018 15:57:31 GMT

Capture timestamp (UTC):

Mon, 09 Jul 2018 15:57:54 GMT

Capture tool:

v6.7.0

Collection server IP:

54.175.14.236

Browser engine:

Chrome/62.0.3202.9

Operating system:

Microsoft Windows NT 6.2.9200.0 (6.2.9200.0)

PDF length:

7

Capture ID:

06017fc5-308a-4fdb-bf96-789a7fb5f6d9

User:

sb-cynthia

3QbFHFMjeh7sh3X7MnCRUf

Document title: FCS Concierge Service Management
Capture URL: https://www.fcscs.com/concierge/
Capture timestamp (UTC): Mon, 09 Jul 2018 15:57:54 GMT
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Capture timestamp (UTC): Mon, 09 Jul 2018 15:57:54 GMT
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Document title: FCS Concierge Service Management
Capture URL: https://www.fcscs.com/concierge/
Capture timestamp (UTC): Mon, 09 Jul 2018 15:57:54 GMT
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Document title: FCS Concierge Service Management
Capture URL: https://www.fcscs.com/concierge/
Capture timestamp (UTC): Mon, 09 Jul 2018 15:57:54 GMT
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Capture URL: https://www.fcscs.com/concierge/
Capture timestamp (UTC): Mon, 09 Jul 2018 15:57:54 GMT
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Document title: FCS Concierge Service Management
Capture URL: https://www.fcscs.com/concierge/
Capture timestamp (UTC): Mon, 09 Jul 2018 15:57:54 GMT
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EXHIBIT E

Document title:

Apps for hotels | Concierge apps for hotels, apart rentals
and more | Hotelcloud

Capture URL:

https://www.hotelcloudapp.com/en

Captured site IP:

52.29.106.140

Page loaded at (UTC):

Mon, 09 Jul 2018 16:58:40 GMT

Capture timestamp (UTC):

Mon, 09 Jul 2018 16:59:04 GMT

Capture tool:

v6.7.0

Collection server IP:

54.175.14.236

Browser engine:

Chrome/62.0.3202.9

Operating system:

Microsoft Windows NT 6.2.9200.0 (6.2.9200.0)

PDF length:

5

Capture ID:

169f27dc-ea16-426a-a5e7-92dcaedd035d

User:

sb-cynthia

qEcdkxknfc9gL2cCaab1By

Document title: Apps for hotels | Concierge apps for hotels, apart rentals and more | Hotelcloud
Capture URL: https://www.hotelcloudapp.com/en
Capture timestamp (UTC): Mon, 09 Jul 2018 16:59:04 GMT
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