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EXAMINING ATTORNEY’S APPEAL BRIEF 

 

INTRODUCTION 

 

 The applicant appeals the final refusal based on the mark being a functional design of a three-

dimensional configuration of the goods.  Applicant also appeals the final refusal based on the mark 

consisting of a non-distinctive product design.  The examining attorney respectfully requests that the 

final refusals be affirmed.  The examining attorney has withdrawn the requirement to provide 

information.   

STATEMENT OF FACTS 



 The applicant filed the instant application for registration on the Principal Register for a mark 

consisting of a configuration of a circular saw blade on September 12, 2016.  The application included a 

claim of acquired distinctiveness under Section 2(f) of the Trademark Act based solely on the claim of at 

least five years’ use in the mark.  See TMEP §§1202.02(a)(v) et seq.  On March 10, 2016, the examining 

attorney refused registration pursuant to Section 2(e)(5) of the Trademark Act based on the mark 

comprising a functional configuration of the goods and pursuant to Sections 1, 2, and 45, based on the 

mark comprising a non-distinctive product design.  15 U.S.C. §§1052(e)(5), 1051-1052, and 1127; see 

TMEP §§1202.02(a)-(a)(ii) and 1202.02(b)(i).   

 On September 12, 2016, the applicant filed a response.  On October 21, 2016, the examining 

attorney issued a non-final Office action continuing both refusals and inviting the applicant to amend 

the drawing to depict functional matter in dotted lines.  See C.F.R. §2.52(b)(4); TMEP §1202(c)(i)(A).  On 

April 21, 2017, the applicant filed another response. 

 On May 8, 2017, the application, having since been re-assigned to a new examining attorney, 

was approved for publication.  However, it was withdrawn from publication on May 30, 2017, after 

internal Office review, and, on June 6, 2017, the examining attorney issued an Office action containing a 

requirement that functional matter be depicted in broken or dotted lines.  See C.F.R. §2.52(b)(4); TMEP 

§1202(c)(i)(A). 

 On December 1, 2017, the applicant filed an amended drawing “dotting out” some functional 

portions of the product configuration.  On December 23, 2017, the examining attorney issued a final 

requirement to provide a drawing that depicted functional matter in broken or dotted lines.  On June 14, 

2018, the examining attorney withdrew the December 23, 2017 action and replaced it with a non-final 

action with two refusals and two requirements.  The first refusal was that the mark was a functional 

configuration of the goods under Section 2(e)(5), and the second refusal was that the mark was a non-



distinctive product design under Sections 1, 2, and 45.  15 U.S.C. §§1052(e)(5), 1051-1052, and 1127; see 

TMEP §§1202.02(a)-(a)(ii) and 1202.02(b)(i).  The first requirement was to amend the drawing and mark 

description to omit functional matter.  See 15 U.S.C. §§1051-1052, 1127; 37 C.F.R. §2.52(b)(4); TMEP 

§1202.02(c)(i)(B).  The second requirement was to provide information about the applicant’s goods and 

advertising of its goods.  See 37 C.F.R. §2.61(b); TMEP §§814, 1402.01(e). 

 On December 14, 2018, the applicant filed another amended drawing that “dotted out” further 

functional elements.  On January 7, 2019, the examining attorney issued a final Office action stating that 

the drawing and mark description requirement was satisfied, but that the Section 2(e)(5) and Sections 1, 

2, and 45 refusals were made final.  The examining attorney also stated that the information 

requirement was made final.  On July 8, 2019, the applicant filed a request for reconsideration, which 

was denied by the examining attorney on July 20, 2019. 

ISSUES ON APPEAL 

 The issues on appeal are (1) whether the refusals are procedurally proper; (2) whether the mark 

comprises a functional design for the goods under Section 2(e)(5); and (3) whether the mark comprises a 

non-distinctive product design under Sections 1, 2, and 45 for which the claim of acquired 

distinctiveness is insufficient.   

I. THE REFUSALS ARE PROCEDURALLY PROPER. 

 Trademark rights are not static, and eligibility for registration must be determined on the basis 

of the facts and evidence in the record at the time registration is sought.  In re Morton-Norwich Prods., 

Inc., 671 F.2d 1332, 1344, 213 USPQ 9, 18 (C.C.P.A. 1982).  The Office should not be tied to an error if 

one were made in the past, and the applicant does not have a “right” to a registration based on any 

prior registration on the Supplemental Register for a different configuration mark with different 

elements claimed as features of the mark. 



 A term that was once arbitrary or suggestive may lose its distinguishing and origin-denoting 

characteristics through use in a descriptive sense over time, and it may come to be regarded by the 

public as nothing more than a descriptive designation.  In re Digital Research, Inc., 4 USPQ2d 1242, 1243 

(TTAB 1987).  Similarly, a design that may have been perceived as having no functional utility at the time 

of a prior registration, may be demonstrated as clearly functional in a subsequent application.   

 That the Office has been inconsistent in its treatment may be unfortunate, but it does not give 

rise to any right in the applicant to registration of functional elements of the configuration of its goods in 

the present application, and it does not turn a non-distinctive product configuration into a source-

indicative presentation.   

II.  THE MARK COMPRISES A FUNCTIONAL DESIGN FOR THE GOODS. 

 The Office should refuse registration of a three-dimensional configuration of the goods where 

the configuration is a functional design for such goods.  Trademark Act Section 2(e)(5), 15 U.S.C. 

§1052(e)(5); see TMEP §1202.02(a)-(a)(ii).  A feature is functional if it is “essential to the use or purpose” 

of the goods or “it affects the cost or quality” of the goods.  TrafFix Devices, Inc. v. Mktg. Displays, Inc., 

532 U.S. 23, 33, 58 USPQ2d 1001, 1006 (2001) (quoting Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 

165, 34 USPQ2d 1161, 1163-64 (1995)). TMEP §1202.02(a)(iii)(A).  Here, the configuration is functional 

because it affects the cutting ability of the blade, how debris is moved out of the cut, and the 

temperature of the blade as it cuts.   

 A mark that is a three-dimensional configuration of a product is functional, and unregistrable, 

when the evidence shows that the design provides identifiable utilitarian advantages to the user; i.e., 

the product “has a particular shape because it works better in [that] shape.”  Valu Eng’g, Inc. v. Rexnord 

Corp., 278 F.3d 1268, 1274, 61 USPQ2d 1422, 1425 (Fed. Cir. 2002) (internal punctuation and citation 



omitted); see TMEP §1202.02(a)(iii)(A).  Here, the applicant’s description of the mark indicates that the 

mark is “a configuration of a circular saw blade comprising the curved portion of a repeating slot design 

around the circumference of the goods.”  The drawing shows this “curve” as an angle connecting a V-

shaped slot and a circular hole. 

 A configuration can be held functional when the evidence shows it provides a utilitarian 

advantage that makes it one of a few superior designs available.  See In re Bose Corp., 772 F.2d 866, 227 

USPQ 1 (Fed. Cir. 1985) (holding the shape of a loudspeaker system enclosure functional because it 

conforms to the shape of the sound matrix); TMEP §1202.02(a)(v), (a)(v)(C). 

 Determining functionality normally involves consideration of one or more of the following 

factors, commonly known as the “Morton-Norwich factors”: 

(1) The existence of a utility patent disclosing the utilitarian advantages of the design. 

(2) Advertising materials that tout the design’s utilitarian advantages. 

(3) The availability to competitors of alternative designs. 

(4) Facts indicating that the design results in a comparatively simple or inexpensive method 

of manufacture. 

In re Becton, Dickinson & Co., 675 F.3d 1368, 1374-75, 102 USPQ2d 1372, 1377 (Fed. Cir. 2012); TMEP 

§1202.02(a)(v).  It is not required that all four factors be proven nor do all factors have to weigh in favor 

of functionality to support a functionality refusal.  Poly-America, LP v. Ill. Tool Works, Inc., 124 USPQ2d 

1508, 1514 (TTAB 2017) (citing In re Change Wind Corp., 123 USPQ2d 1453, 1456 (TTAB 2017); TMEP 

§1202.02(a)(v). 



 In view of the facts of the case and the weight of the evidence, the particular configuration of 

the applied-for mark provides functional advantages to consumers.   

A.  Cut-Out Areas in Circular Saw Blades are Functional. 

 Circular saw blades are, by definition, circular.  Aside from the generally circular shape, it is 

important to choose the correct blade for a project both for safety and to make a precise, clean cut in a 

particular surface.  Here, the evidence has clearly established that consumers look to the shape of the 

saw blade to determine the function for which the blade was designed.   

 Applicant’s particular blade is divided into segments by repeating gullets, or cut-outs, at a 

particular angle or curve.  The rounded shapes at the end of the gullets are not claimed as a feature of 

the mark, and the circles between the gullets are not claimed as a feature of the mark; the mark consists 

solely of the angle or curve of the slot (or gullet or cut-out).   

 Some of the internet evidence of record regarding the functionality of saw blade configuration 

generally, and of the functionality of gullets or cut-outs in particular, is as follows. 

• A website from the hardware store Rockler, at www.rockler.com, titled “Saw Blades 101,” 

discusses some of the cut-outs that commonly appear in saw blades generally and specifically 

discusses the type of cut-outs present in applicant’s configuration.  This article indicates that 

“gullets” (the “slots” in applicant’s mark description) aid in removal of debris, that smaller gullets 

inhibit a too-fast feed rate, and that larger gullets remove more debris more quickly.  This article 

also discusses the angles of cut-outs in blades, which affect feed rate and the tendency of a blade 

to “climb” the material being cut.   June 14, 2018 Office Action TSDR pp. 89-131. 

• A website from www.carbideprocessors.com, a tool company, discusses the various angles of cut-

outs on circular saw blades, indicating that the angle of these slots has utilitarian function and 



various angles work better or less well depending on the surface to be cut.  For instance, “hard 

materials require a shallow angle.”  The article indicates how dangerous it is to use a blade with 

the wrong angle of cut-out, stating that “Using a saw blade with a positive hook angle to cut 

metal…can be dangerous because the blade will have a strong tendency to grab the material 

causing the operator to lose control.”  After discussing the pros and cons of various angles, the 

article reports that, “The gullet has to be the right size and shape to handle all the material the 

tooth cuts.”  The article concludes by stating, “There are about a hundred parts to a saw blade… 

These are the saw tip, braze alloy, gullet size and shape, shoulder size and shape, expansion slots 

and the saw plate or steel saw body.”  Per the article, each of these parts has a function and a 

utilitarian advantage, depending on the material to be cut.  June 14, 2018 Office Action TSDR pp. 

83-89. 

• An article from “The Tool Corner The Official Blog of KMS Tools” on the website 

www.kmstools.com, titled “Diamond Blades – Blade Guide 101,” discusses different types of 

diamond blades, including those with segmented rims, such as the applicant’s, and explains that 

these blades may be used without water due to the cut-outs (segments) on the blade edge.  The 

blog states that segments divided by gullets “allow for air flow and cooling of the blade core” and 

“allow for better exhaust of debris, allowing for a swifter cut.”  The blog also states that “One of 

the risks to the lifetime of a diamond blade is overheating, which affects the bond and can warp 

the blade.  Segmented blades are the best option when water is not available.”  June 14, 2018 

Office Action TSDR pp. 99-103. 

• The website www.lowes.com, for the hardware store Lowe’s, titled “Circular Saw Blade Buying 

Guide,” details that, “Gullets between the teeth remove chips from the work pieces” and 

“Expansion slots cut into the rim help prevent the blade from warping as it expands and contracts 



during use.  They reduce vibration, creating a straighter cut.”  June 14, 2018 Office Action TSDR 

pp. 104-109. 

• The website for ChinShine, a saw blade manufacturer, at www.diamond-blade.org, discusses 

types of diamond circular saw blades, noting that with segmented blades, the cut-outs “improve 

air flow, cutting materials dust, dissipate heat, and remove slurry from the cut, helping to maintain 

the saw blade’s cutting performance.”  This website indicates that the size and shape of the cut-

outs “vary from blade to blade and will depend on the type of material the blade was designed to 

cut.”  To further the point, the website indicates:  

[B]lades for cutting asphalt tend to have wider, U-shaped slots while diamond saw 
blades for concrete tend to have narrower U-shaped slots or Key hole slot. The more 
abrasive the material, the wider the slot should be to allow for better heat dissipation. 
Other slots shapes include teardrop and angled. Segmented diamond saw blades with 
narrow slots are generally for marble and granite while keyhole shaped slot blades tend 
to be for general purpose. 

June 14, 2018 Office Action TSDR pp. 110-113. 

• Another website with a “Saw Blades 101” lesson is www.ereplacementparts.com.  This tool 

provider’s website states that manufactures are not always specific about what a blade is 

designed for “requiring customers to be more familiar with all the ins and outs of standard saw 

blade design” to pick the best blade for a project.  This article states that many “general use” or 

“multiple use” blades are actually best suited for particular uses based on the configuration of the 

blade.  In order to familiarize consumers with saw blade configuration, the article discusses 

gullets, which “allow saw dust and chips to be ejected from the blade and cutting area” and also 

discusses expansion slots and holes as follows: 

Cuts in the blade that start from the outside edge are called "expansion slots," and they 
usually include small holes at the end of a curved shape. These cuts give the blade a 
little room to expand when heating up during use, and they help dissipate some of the 
heat in the blade. 



Keeping heat down like this helps saw blades cut more efficiently and last longer. 
Expansion cuts also help reduce blade vibration a little. 

June 14, 2018 Office Action TSDR pp. 114-124. 

• Another tool provider website is http://circularsawblade.net, which indicates that expansion slots 

are cuts in the blade plate that disperse heat preventing blade deformation.  “With many blade 

designs, the ends of the expansion slots are connected to holes in the center of a saw blade, 

positioned towards the arbor. These rounded holes are there to reduce vibration.”  June 14, 2018 

Office Action TSDR pp. 125-126. 

• The evidence from www.concretenetwork.com includes a buyer’s guide for diamond saw blades 

used to cut concrete.  Images on this website include segmented blades with angled cut-outs.  

June 14, 2018 Office Action TSDR pp. 127-131. 

 The internet evidence shows clearly that saw blade configuration indicates its function, that the 

patterns of cut-outs have functional utility, and that consumers are aware of slight differences in the 

patterns of the cut-outs, which indicate the product’s intended use and limitations.  The evidence 

establishes that the tradition of the trade is that consumers are expected to understand the utilitarian 

advantages of the blade based on its configuration rather than based on particular advertising or 

packaging.   

 In addition to the website-based evidence, evidence of third-party utility patents supports the 

conclusion that particular cut-outs in saw blade configuration are overall functional.   Evidence of third-

party utility patents is relevant evidence of functionality when the patents disclose utilitarian 

advantages of the applied-for product configuration sought to be registered.  See, e.g., Kistner Concrete 

Prods. Inc. v. Contech Arch Techs., Inc., 97 USPQ2d 1912, 1921 n.7 (TTAB 2011); TMEP §1202.02(a)(v)(A).  

The owner of a utility patent is not relevant to determining functionality.  In re Heatcon, Inc., 116 



USPQ2d 1366, 1371 (TTAB 2015) (citing In re Pohl-Boskamp GmbH & Co., 106 USPQ2d 1042, 1046 n.22 

(TTAB 2013). 

 Patent evidence consisting of information regarding utility patent number US8701536B2, 

describes the background of that invention comprising a circular saw blade wherein the essence of the 

invention is the shape of the gullets in the blade.  

Gullets, in the form of cutouts extending inwardly from the periphery of the blade, are often 
interspaced between the cutters to aid cutting, by relieving stresses in the blade and removing 
swarf. A variety of gullet configurations may be used. The actual gullet configuration employed 
for a particular blade is based on the cutting application(s) for which the blade is expected to be 
used. 

Saw blades having relatively narrow gullets have been found useful in sawing of construction 
material with portable power saws, and in other masonry cutting applications on stationary 
machines, where smooth cutting action is desired. It has been found that the smoothness of 
cutting action is enhanced when the cutters are placed relatively close to one another, such as 
provided by the use of relatively narrow gullets….  Alternatively, saw blades having relatively 
wide gullets … typically have a relatively large radius at their inner ends, which have been found 
to provide the blade with relatively high fatigue strength. These gullets may thus be beneficial in 
relatively high-stress cutting environments, such as floor sawing of asphalt or concrete, in which 
other blade types tend to fail due to stress cracks propagating from the gullets. 

Keyhole-shaped gullets attempt to combine benefits of both narrow and wide gullets. These 
gullets enable the cutters of a blade to be positioned relatively close to one another (e.g., so as 
to provide a smooth cutting action) while also providing each gullet with a relatively large radius 
at its radially inner end (e.g., so as to help reduce crack formation).  

June 14, 2018 Office Action TSDR pp. 2-15.    

 Additional evidence regarding U.S. utility patent number US5896800A also details the purpose 

of gullets and indicates how the circumferential distance between adjacent gullets affects stability of the 

blade.  June 14, 2018 Office Action TSDR pp. 16-28.   

 Another U.S. utility patent, US5351595A, describes the prior art by indicating that circular saw 

blades typically have a plurality of expansion slots “of various configurations” to prevent blade warpage 



from heat and to dissipate stress, and different types of blades have different shapes for the expansion 

slots for cutting different material.  June 14, 2018 Office Action TSDR pp. 29-43. “Expansion slots are not 

new to the industry and are intended to relieve stress, to aid in cleaning out the kerf, to attain straighter 

cutting action and to achieve other beneficial results.”  The summary of the invention section further 

details the need for expansion slots: 

The expansion slots dissipate heat generated by friction between the workpiece and the cutting 
elements. This prevents the buildup of static stresses in both the cutting element and the body 
of the blade, thereby lessening the likelihood of fracture of the blade when in use, under 
dynamic stress. When the saw is in a bind, the expansion slots allow relative lateral movement 
of the cutting elements with respect to one another and permit the plural cutting elements to 
go back to normal after the binding action recedes. 

 The summary of the invention section also details that a relatively shallow gullet “improves the 

cutting speed and durability of the blade, and allows for sufficient heat dissipation and expansion of the 

blade by the utilization of a plurality of expansion slots.” 

 Yet another U.S. utility patent, US4776251A, details a circular saw blade with “strain 

compensating, heat dissipating slots” wherein the slots “compensate for strain, dissipate heat, not 

become packed with sawdust during operation and not damage either the lumber being cut or the 

guides in which it runs.”  June 14, 2018 Office Action TSDR pp. 44-51.  The precise shape of the cutouts 

in the saw blade are, again, the essence of the invention.   

 In addition to the patents, two applications for utility patents made of record generally support 

the functionality of the configuration of the applicant’s saw blade: 

• US20090199693A1, titled “Circular Saw Blade With Elliptical Gullets,” shows the variety of shapes 

that gullets can take, including angled gullets; and  



• US20090199692A1, titled “Circular Saw Blade With Offset Gullets,” shows additional gullet 

configurations.  

See June 14, 2018 Office Action TSDR pp. 52-77. 

 Overall, the disclosures and preferred embodiments in the patents and patent applications 

reveal the functionality of significant aspects of saw blade configuration, namely, the angled cut-outs or 

slots in a circular saw blade.  The patent evidence shows a clear utilitarian rather than merely decorative 

basis for the slots and shows that the precise distance between the cut-out elements has distinct 

functionality as does the angle, shape, and placement.  The patent evidence shows that these cut-outs 

or shapes, or the angle of the gullets or slots are, overall, functional.     

 Applicant argues that other parties have cut-outs that consumers recognize as source indicators, 

but an examination of the advertising evidence of record shows that these cut-outs are advertised for 

their functionality.  For instance, the 4X4EXPLORER® blade advertisement advertises its “patented 

ellipsoidal gullets” that provide “[o]utstanding resistance to cracks.”  See, Applicant’s Sept. 12, 2016 

Response, TSDR pp. 20-21.  Similarly, the DESERT DIAMOND INDUSTRIES® blade advertisements tout 

how the air flow technology, presumably from the holes swirling around the blade, dissipate heat.  See, 

Applicant’s Sept. 12, 2016 Response, TSDR pp. 23-24.  None of the evidence of written advertisements 

show any party advertising any blades by using any “look for” advertising extolling any non-functional 

aspect of the configuration.  Rather, generally, the functional aspects of the product are extolled, and an 

enlarged photo of the particular cut-outs is placed near the language that indicates the utility of the 

goods.  In these advertisements, every aspect of configuration discussed or promoted is done so for 

functionality.   

B.  The Angled Cut-Outs in Applicant’s Saw Blades are Functional. 



 The weight of the evidence clearly establishes that, generally, the configuration of circular saw 

blades, and in particular the size, angle, and placement of cut-outs, provides utilitarian purpose.  

Although none of the patents shows the precise formation of cut-outs in the applicant’s drawing, the 

patent evidence shows that cut-outs are, overall, functional and utilitarian.  A patent need not claim the 

exact configuration for which trademark protection is sought to prove functionality.  See In re Becton, 

Dickinson & Co., 675 F.3d at 1375, 102 USPQ2d at 1377 (citing TrafFix Devices, Inc. v. Mktg. Displays, 

Inc., 532 U.S. at 32-33, 34-35, 58 USPQ2d at 1005).  “[S]tatements in a patent’s specification illuminating 

the purpose served by a design may constitute equally strong evidence of functionality.”  In re 

Loggerhead Tools, LLC, 119 USPQ2d 1429, 1432 (TTAB 2016) (quoting In re Becton, Dickinson & Co., 675 

F.3d at 1375, 102 USPQ2d at 1377).  

 With specific reference to applicant’s particular saw blade configuration, notably, in paragraph 

three of the declaration of applicant’s Vice President, Brian Delahaut, provided by the applicant in its 

response dated September 12, 2016 (TSDR pp. 10-16), Mr. Delahaut indicates that the presence of the 

cut-outs in the applicant’s blades is “virtually” non-functional, and that the “functionality of the cut-outs 

are all but eliminated” by the manufacturing process used by the applicant.  This statement indicates 

that there is some functionality in the design and placement of these cut-outs.  Mr. Delahaut concedes 

that they “nevertheless included cut-outs” because “consumers expect to see some kind of cut-outs in 

circular diamond saw blades,” conceding that consumers are trained to look for cut-outs to indicate 

function and purpose of these goods.   

 Applicant’s advertisements and packaging tout that the blade “cuts virtually everything on site,” 

indicating that it is a “multi-purpose blade” that “uses the latest MK Vacuum Brazed Technology” next to 

a photo showing the configuration of the goods, the implication being that the latest technology 

includes the configuration shown.   



 The first Delahaut affidavit indicates that the applicant’s manufacturing process eliminates the 

need for cut-outs to provide cooling during cutting. Applicant’s Sept. 12, 2016 Response, TSDR pp. 10-

16.  However, nowhere in the applicant’s advertising evidence is it indicated that the applicant’s 

technology eliminates the need for the functional cut-outs that are the standard in the industry.  It 

would seem that if the technology were so revolutionary as to eliminate the functional configuration 

standard in the industry that some mention would be made.  Rather, the applicant’s website evidence 

clearly states that “cutting blades require sufficient airflow about the blade to prevent overheating of 

the steel core.”  See June 14, 2018 Office Action TSDR p. 82.  Thus, the advertising evidence appears to 

belie applicant’s statement that the configuration of the mark is non-functional, as the evidence 

discussed above shows that it is standard with circular saw blades for cut-outs to dissipate heat, remove 

debris, and prevent blade cracking.   

 Moreover, the sheer number of applicant’s competitors discussing the relative merits of various 

cut-out size, placement, and angle shows utilitarian advantage to the cut-outs used by the applicant.  

Competitors’ advertising and promotional materials that extol specific utilitarian advantages of the 

applied-for product design are strong evidence that the matter sought to be registered is functional.  

TMEP §1202.02(a)(v)(B); see, e.g., In re Heatcon, Inc., 116 USPQ2d 1366, 1374-75 (TTAB 2015).  

Moreover, significant evidence shows use of highly similar designs by applicant’s competitors, which 

supports the contention that the configuration provides utilitarian advantage.  This evidence includes: 

• A page from the internet retail website HarborFreight.com, showing MOLY CARB® brand circular 

saw blade, which has notches with circular cut-outs at their ends.  March 10, 2016 Office Action, 

TSDR p. 2.  

• A page from the website Lowes.com, discussing circular saw blades and what it identifies as 

“expansion slots,” which reads, “Expansion slots help prevent the blade from warping as it 



expands and contracts during use. The end result is less vibration and a straighter cut.”  Also on 

this page are images of other saw blades with similar cut-outs to applicant’s, such as the IRWIN 

MARATHON® blade and more than one DEWALT® blade.  March 10, 2016 Office Action, TSDR p. 

4. 

• Another page from Lowes.com, showing a KOBALT® brand circular saw blade with angled notches 

periodically spaced around the blade in a manner very much like the applicant’s configuration.   

March 10, 2016 Office Action, TSDR p. 5. 

• Images from the internet retail website picclick.com showing various blades with “cooling holes,” 

gullets, slots, and holes, with several laser welded turbo segmented blades showing slots ending 

with round holes much like the applicant’s configuration, and many blades having angled cut-outs 

much like the applicant’s configuration.  June 6, 2017 Office Action, TSDR pp. 20-32. 

• The website www.diamondproducts.com advertising its A2Z® blade with similar repeating cuts 

ending in circular shapes.  See Applicant’s Sept. 12, 2016 Response, TSDR p. 18. 

 The overall evidence shows that makers of saw blades have choices for placement of the cut-

outs, but that the cut-outs all fit within parameters that are highly similar to applicant’s.  For instance, 

square cut-outs are not found.  The evidence establishes that the options for configurations dissimilar to 

applicant’s are limited.   

 Although the precise placement of the cut-outs may leave room for competitors to use 

alternative configurations, when (as here) functionality is found based on other considerations, there is 

“no need to consider the [third Morton-Norwich factor regarding] availability of alternative designs, 

because the feature cannot be given trade dress protection merely because there are alternative 

designs available.”  In re Becton, Dickinson & Co., 675 F.3d 1368, 1376, 102 USPQ2d 1372, 1378 (Fed. Cir. 



2012) (quoting Valu Eng’g Inc. v. Rexnord Corp., 278 F.3d 1268, 1276, 61 USPQ2d 1422, 1427 (Fed. Cir. 

2002)); TMEP §1202.02(a)(v)(C). 

 The first Delahaut affidavit avers that the cost of manufacture is actually increased by the 

configuration in the drawing.  Applicant’s Sept. 12, 2016 Response, TSDR p. 13.  However,  

While evidence showing that a product feature results from a comparatively simple or 
inexpensive method of manufacture supports a finding that the design is functional, the 
opposite is not necessarily the case. That is, assertions by the applicant that its design is more 
expensive or more difficult to make, or that the design does not affect the cost, will not 
establish that the configuration is not functional. In re Dietrich, 91 USPQ2d 1622, 1637 (TTAB 
2009) ("Even at a higher manufacturing cost, applicant would have a competitive advantage for 
what is essentially, as claimed in the patents, a superior quality wheel."); In re N.V. Organon, 79 
USPQ2d 1639, 1646 (TTAB 2006) . Designs that work better or serve a more useful purpose may, 
indeed, be more expensive and difficult to produce. 

TMEP §1202.02(a)(v)(D). 

 Here, the angle or curve of the cut-outs appear to be the only remaining element in the drawing 

not excluded by being “dotted out.”  Even if applicant’s contention that the exact angle of the cut-outs is 

not functional, this angle or curve is so arbitrary, so insignificant, and so difficult for consumers to 

ascertain without shopping with a protractor, that the overall functionality determination should not be 

affected.  See, In re Vico Prods. Mfg. Co., 229 USPQ 364, 368 (TTAB 1985); TMEP §1202.02(a)(v).  An 

applied-for mark possessed of significant functional features should not qualify for registration where 

insignificant elements of the design are non-functional.  In re Becton, Dickinson & Co., 675 F.3d at 1374, 

102 USPQ2d at 1376. 

 The evidence is strong that the overall configuration of a saw blade’s cut-outs, including 

expansion slots, gullets and the angle thereof, and various other holes, is functional.  Applicant’s 

assertion that the minor detailing of the curve or angle of the gullets is not functional is both countered 

by the evidence that every factor of the cut-outs aids overall functionality and is not sufficient to 



overcome the totality of functional elements in the configuration.  A few arbitrary or otherwise 

nonfunctional features included within a product configuration mark do not affect a functionality 

determination where the evidence shows the overall design to be functional.  See Textron, Inc. v. U.S. 

Int’l Trade Comm’n, 753 F.2d 1019, 1024-27, 224 USPQ 625, 628-30 (Fed. Cir. 1985); TMEP 

§1202.02(a)(v).  Applicant has not met the “competent evidence” standard, requiring a preponderance 

of the evidence, of the applied-for mark’s non-functionality.  See In re Becton, Dickinson & Co., 675 F.3d 

1368, 1374, 102 USPQ2d 1372, 1377 (Fed. Cir. 2012); TMEP §1202.02(a)(iv).   

 Throughout, the applicant has relied heavily on the first affidavit of Brian Delahaut, which details 

that the “three small holes between each pair of cut-outs” create a “virtually” non-functional design 

configuration, but the affidavit clearly refers to the combination of the three holes and the cut-outs 

creating a pattern.  Applicant’s Sept. 12, 2016 response, TSDR pp. 10-16.  However, the drawing 

specifically “dots out” most of this pattern, eliminating the three holes and the circular ends of the cut-

outs.  All that remains is “the curved portion of a repeating slot design.”  The first Delahaut affidavit 

relies on much more than this curve as a source indicator.   

 Applicant has also relied heavily on declarations and letters provided by those in the tool 

industry, many of whom are distributors of applicant’s product and therefore stand to benefit from 

applicant’s success in registering the applied-for configuration.  Overall, these declarations are 

somewhat identical and formulaic and rely on the configuration of the entirety of the blade rather than 

the curved portion of the cut-out claimed.  For instance: 

• The first letter from Belinda Webb, a distributor of the applicant’s saw blades, states that the 

“keyway or gullets along with the series of three holes in each segment make the Tiger Tooth 

blade very unique” because the “notched teeth and three hole design” stand out.  Applicant’s 

Sept. 12, 2016 Response, TSDR p. 113. 



• The letter from Don Flynt, a distributor of applicant’s saw blades, states that the “keyway or 

gullets along with the series of three holes in each segment make the Tiger Tooth blade very 

unique” because of the “notched teeth and three holes in the segment.”  Applicant’s Sept. 12, 

2016 Response, TSDR p. 115. 

• The first letter from Robert Hermes, a distributor of applicant’s saw blades, states that the blade 

is unique because it “contains cut-outs with an unusual shape and a series of three holes between 

the cut-outs.”  Applicant’s Sept. 12, 2016 Response, TSDR p. 115. 

• The declarations from sales representatives and distributors of the applicant’s product, with a fill-

in-the blank space for how long they have sold the applicant’s product, with identical language all 

stating that the applicant’s blades have cut-outs with an “unusual shape” comprised in part by a 

“series of three holes between the cut-outs.”  Applicant’s Sept. 12, 2016 Response, TSDR pp. 130-

133. 

• The declarations of 12 purchasers of applicant’s blades, using identical language throughout, all 

stating that, “There are two aspects of the appearance of MK Diamond’s Tiger Tooth blades that 

make them look different from the saw blades marketed by other companies: a series of cut-outs 

around the edge with an unusual shape and a set of three holes between those cut-outs.”  

Applicant’s Sept. 12, 2016 Response, TSDR pp. 135-148.  

 It is noted that the language of the declarations changed throughout the course of examination.  

Later declarations, many from the same parties who had provided earlier declarations, describe the 

mark as being a unique “jingle bell” cut-out.  The “jingle bell” language was not used in any of the 

earlier-provided declarations or letters in support of the application.   

 As one example, Nora Baron, who in an earlier declaration (Applicant’s Sept. 12, 2016 Response, 

TSDR p. 137) stated that the unique configuration consisted of a series of cut-outs with three holes 



between, later provided a declaration that what makes the configuration stand out is “the uniquely 

shaped cut-outs around the circumference that are shaped like a “jingle bell.”  What is distinctive about 

the jingle bell shape is the unique curve that leads from the opening of the cut-out to the circle at the 

end of the cut-out.”  Applicant’s Dec. 14, 2018 Response, TSDR p. 80. 

 Remarkably similar language, often amending previously provided statements, describing the 

jingle bell shape and emphasizing the curve of the jingle bell, have been provided by the applicant.  See, 

Applicant’s Dec. 14, 2018 Response, TSDR pp. 81-89.  Again, the language is nearly identical and 

formulaic.  A follow-up affidavit from Mr. Delahaut in the applicant’s December 14, 2018 response now 

references the jingle bell curve, which had not been discussed in his previous affidavit.  TSDR pp. 91-99.   

 Finally, with regard to the applicant’s attempt to educate consumers regarding the lack of 

functionality of the configuration of the goods, applicant has conceded that “There is no such written 

evidence.”  Applicant’s Dec. 14, 2018 Response, TSDR p. 27. 

 In the end, weighing the totality of the evidence of the functionality of the configuration of 

applicant’s goods balanced against the self-serving nature of the declarations, letters, and affidavits, it is 

clear that the cut-outs have a functional element.   As such, the mark should not be registered pursuant 

to Trademark Act Section 2(e)(5). 

III. THE MARK COMPRISES A NON-DISTINCTIVE PRODUCT DESIGN AND APPLICANT HAS NOT 
DEMONSTRATED ACQUIRED DISTINCTIVENESS THAT OVERCOMES THE LACK OF INHERENT 
DISTINCTIVENESS. 

 A product design can never be inherently distinctive as a matter of law; consumers are aware 

that such designs are intended to render the goods more useful or appealing rather than identify their 

source.  See In re Slokevage, 441 F.3d 957, 962, 78 USPQ2d 1395, 1399 (Fed. Cir. 2006).  Consumer 

predisposition to equate a product design with its source does not exist.  Wal-Mart Stores, Inc. v. 



Samara Bros., 529 U.S. 205, 213, 54 USPQ2d 1065, at 1069 (2000).  Therefore, the Office should refuse 

registration where the applied-for mark consists of non-distinctive features of a product design without 

sufficient proof of acquired distinctiveness.  Trademark Act Sections 1, 2, and 45, 15 U.S.C. §§1051-1052, 

1127; Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. at 210, 213-14, 54 USPQ2d at 1068-69; see 

TMEP §1202.02(b)(i).   

 Here, applicant’s mark is a particular portion of a cut-out in a three-dimensional view of a saw 

blade.  The mark consists of a portion of the design or shape of the goods.  As such, the mark cannot be 

inherently distinctive.  Id.  To counter this refusal, applicant has made a claim of acquired distinctiveness 

based on more than five years’ substantial and exclusive use.  However: 

For matter that is not inherently distinctive because of its nature (e.g., nondistinctive product 
design…), evidence of five years’ use is not sufficient to show acquired distinctiveness. In such a 
case, actual evidence that the mark is perceived as a mark for the relevant 
goods/services/classes would be required to establish distinctiveness.  

TMEP §1212.05(a); see also, In re R.M. Smith, Inc., 734 F.2d 1482, 222 USPQ 1 (Fed. Cir. 1984) (involving 

the configuration of pistol grip water nozzle). 

 Establishing acquired distinctiveness by actual evidence was explained by the Court of Appeals 

for the Federal Circuit as follows: 

An evidentiary showing of secondary meaning, adequate to show that a mark has acquired 
distinctiveness indicating the origin of the goods, includes evidence of the trademark owner’s 
method of using the mark, supplemented by evidence of the effectiveness of such use to cause 
the purchasing public to identify the mark with the source of the product. 

In re Owens-Corning Fiberglas Corp., 774 F.2d 1116, 1125, 227 USPQ 417, 422 (Fed. Cir. 1985). 

An applicant may submit evidence of “advertising expenditures, sales success, length and exclusivity of 

use, unsolicited media coverage, and consumer studies (linking the name to a source).”  In re Change 

Wind Corp., 123 USPQ2d 1453, 1467 (TTAB 2017) (quoting In re Steelbuilding.com, 415 F.3d 1293, 1300, 



75 USPQ2d 1420, 1424 (Fed. Cir. 2005)).  The amount and character of evidence required to establish 

acquired distinctiveness depends on the nature of the mark and the circumstances surrounding the use 

of the mark in each case.  TMEP §1212.01; see In re Owens-Corning Fiberglas Corp., 774 F.2d at 1125, 

227 USPQ at 422. 

 As discussed at length above, applicant’s goods comprise an overall common basic shape or 

design used in the industry.  The evidence clearly shows that the overall common configuration in the 

industry is a round configuration containing various slots, holes, and cut-outs of various angles and 

dimensions, and that customers expect these configurations to have functional utility.  Applicant’s 

product configuration is a mere refinement of commonly adopted and well known configurations.  To 

the extent that there are differences in applicant’s blade configuration and those of others on the 

market, these differences are minimal refinements rather than significant departures from common 

designs.  Even if applicant is the only producer of blades with the exact placement of cut-out angles or 

curves, this alone does not imbue the configuration with source-identifying significance. 

 Applicant has provided examples of its written advertising to support its claim of acquired 

distinctiveness arguing that because its advertising shows pictures of the product with close-up views of 

the cut-outs, the applicant has promoted the product configuration as a trademark.  However, the 

evidence does not show applicant promoting the placement of the cut-outs on the blade as a source 

identifier.  Rather, pictures of saw blades used in the advertisements serve to show consumers the type 

of blade and its functional elements.   

 The first Delahaut affidavit argues that the saw-blade industry is a highly visual business wherein 

customers will buy goods based on something they remember about the goods’ appearance.  That the 

applicant’s advertising does not draw attention to the shape of the cut-outs is, therefore, telling.  It is 

noted that the goods have a distinct color combination and tiger-head logo, both prominently displayed 



in applicant’s advertising.  See Applicant’s website in the June 14, 2018, Office Action, TSDR pp. 78-132.  

The distinct color combination and logo give consumers something visual to retain when looking for the 

goods other than the non-distinctive, and functional, shape of the goods.     

 Applicant argues that its main method of advertising is word-of-mouth and product 

demonstration to dealers wherein a “jingle-bell” design is discussed (although the evidence clearly 

shows that both the applicant and its competitors sell product online).  However, a jingle bell design 

would include the “bell” portion of the design, or the rounded end, that is “dotted out” in the drawing.  

Moreover, applicant has not shown that the curve alone is advertised in a way that consumers see the 

curve as source-indicative.  Applicant has provided nothing to show that specific direction is provided to 

its dealers to instruct them to advocate for the recognition of this portion of the cut-out as a source 

indicator, and it is likely that consumers’ take-away from the demonstration of the product is whether 

the goods perform in the manner required by the purchaser.   Even giving full credit to the later 

declaration evidence from dealers, it appears that (1) consumers may be asking for the “jingle bell” 

shape, which includes portions of the configuration not claimed; and (2) consumers may be asking for 

this jingle bell shape because it works well as the evidence does not show that consumers appreciate 

this feature as a source indicator rather than as an indicator of function.  Applicant has not shown 

significant advertising evidence that shows applicant detailing the curve in the jingle bell shape.   

 Indeed, with regard to any advertising advising consumers to “look for” the applied-for mark, 

applicant has indicated that “There is no such written advertising.”  Applicant’s Dec. 14, 2018 Response, 

TSDR p. 26.  Applicant also concedes that applicant “is not aware” of any third-party reviews of the 

goods that refer to the product configuration.  Applicant’s Dec. 14, 2018 Response, TSDR p. 27.  Without 

any evidence of “look-for” written advertising or third-party reviews, it is difficult to conceive that 



consumers would look for this particular portion of the configuration of saw blades to ascertain the 

source of the goods. 

 Applicant’s evidence does show several things: (1) the industry standard is to show a picture of a 

blade next to wording touting the merits of the blade; (2) the industry standard is to include close-ups 

showing the cut-outs and edges of the blade; (3) saw blades come in various, and varied, colors; (4) 

applicant’s advertisements lack “look-for” wording that would show applicant expects consumers to rely 

on the shape of the blade and its cut-outs as a source indicator; and (5) to the extent other saw blade 

providers’ advertising discusses the shape of their cut-outs, it is to tout the functionality of these 

elements.  See, e.g., Applicant’s Sept. 12, 2016 Response pp. 20-21 (4X4 EXPLORER® blade 

advertisement details benefits of its “patented ellipsoidal gullets” providing “outstanding resistance to 

cracks for safe cut in steel and metal.”)  

 In the recent precedential decision, the TTAB emphasized that merely showing configurations in 

advertisements does not establish that the advertising supports acquired distinctiveness.  Grote Indus. 

Inc. v. Truck-Lite Co., LLC, 126 USPQ2d 1197, 1213 (TTAB 2018) (March 30, 2018) (“What is needed – and 

what is missing from this record – is probative evidence demonstrating that the design presently serves 

as an indicator of source in the minds of the consuming public.”).  In Truck-Lite, the TTAB stressed that 

“look-for” advertising may be crucial to show that product configurations have acquired distinctiveness, 

especially when (as here) the advertising prominently used other marks.  In Truck-Lite, the advertising 

did not call attention to the six-diode vehicle light configuration and did not tell consumers to look for 

this pattern to identify TRUCK-LITE® products.   

 Similarly, applicant’s advertising does not call attention to the particular placement of the cut-

outs.  Applicant’s advertising does not tell consumers to “look for” any pattern to recognize applicant’s 

goods.  Quite simply, the declarations indicating that this “look for” discussion is happening at the dealer 



level do not rise to the level of establishing that applicant has made significant efforts to associate the 

mark with the goods such that distinctiveness has been acquired.    

 As discussed, applicant has provided signed statements from distributors indicating that 

consumers are familiar with the shape of the goods and ask for it by the shape.  Again, it is not clear 

whether they are asking for the goods based on their functional configuration or because of the 

distinctiveness of the shape for its trademark function.  Much of the wording in these declarations is 

repeated between the different statements and contradictory to the matter being asserted.  See, e.g., 

the letter from Belinda Webb in Applicant’s Sept. 12, 2016 Response, stating that “Other blades on the 

market have a similar look…,” and “very few blades are recognized for their design” TSDR p. 113).  These 

statements do not establish that the portion of the cut-outs that constitute the product configuration 

serve as a trademark (to recognize source) or are used by consumers to recognize goods.  “To show that 

a mark has acquired distinctiveness, an applicant must demonstrate that the relevant public 

understands the primary significance of the mark as identifying the source of a product or service rather 

than the product or service itself.”  In re Steelbuilding.com, 415 F.3d at 1297, 75 USPQ2d at 1422.   

 Applicant argues it has made significant investments to make its mark so well recognized that it 

has acquired secondary meaning.  However, sufficient evidence of advertising of the applied-for mark as 

a mark has not been provided.  Applicant has not shown any written advertising evidence that advises 

consumers to look for saw blades with the particular feature applicant claims as its mark.  Nothing in the 

advertising evidence indicates that applicant is actually communicating to end consumers that the 

claimed portion of the configuration of the goods indicates the source of the goods.  Nothing shows the 

applicant making significant efforts to associate the mark with the source of the goods in the minds of 

consumers.  Rather, the evidence merely shows that the marks are configured using this design and that 

the applicant provides demonstrations of the goods to show their utility.  Therefore, the “significant 



investments” applicant indicates it has made are merely investments in manufacturing its goods in a 

particular configuration, not investments in the mark as a trademark for the goods.   

 In conclusion, the applied-for trade dress configuration mark is not an indication of source for 

the identified goods pursuant to Trademark Act Sections 1, 2, and 45.   

CONCLUSION 

 For the reasons stated above, the examining attorney respectfully requests that the Board 

affirm the Sections 2(e)(5) and 1, 2 and 45 refusals because the applied-for configuration is functional 

and a non-distinctive product configuration that does not function as a trademark to indicate the source 

of applicant’s goods and to identify and distinguish them from others.  
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