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EXAMINING ATTORNEY’S APPEAL BRIEF
I. INTRODUCTION
Applicant, Mario Dedivanovic (hereinafter “Applicant”), has appealed the final refusal to register
the proposed mark THE MASTER CLASS (“CLASS” disclaimed) for services in International Class 41

ultimately described as “Providing educational demonstrations in the field of make-up application;
Providing seminars, workshops, and training in the field of beauty.”1
Registration is refused on both the Principal and Supplemental Registers pursuant to Trademark
Act Sections 1, 2, 3, 23(c), and 45, 15 U.S.C. §§1051-53, 1091(c), 1127, on the ground that the appliedfor mark is generic. Alternatively, registration is refused on the Principal Register pursuant to Trademark
Act Section 2(e)(1), 15 U.S.C. §1052(e)(1), on the ground that the applied-for mark is descriptive and
Applicant has failed to meet his burden of establishing that THE MASTER CLASS has acquired
distinctiveness under Trademark Act Section 2(f), 15 U.S.C. §1052(f).
It is respectfully requested that these refusals be affirmed.
II. STATEMENT OF FACTS
On January 26, 2016, the undersigned examining attorney (hereinafter “Examining Attorney”)
refused registration of the applied-for mark under Trademark Act Section 2(e)(1) on the ground that it
was merely descriptive in connection with Applicant’s services. Applicant was advised that the appliedfor mark appeared to be generic as well.
On July 26, 2016, Applicant responded claiming that the applied-for mark was either
“suggestive” or had acquired distinctiveness under Trademark Act Section 2(f).
On August 17, 2016, the Examining Attorney issued a non-final action in which the applied-for
mark was refused as generic. The refusal of the applied-for mark as merely descriptive was maintained

1

Application Serial No. 86777733 was filed on October 5, 2015, under Section 1(a) of the Trademark Act, 15 U.S.C.
§1051(a), on the basis of Applicant’s claim of first use anywhere and first use in commerce since at least January
2011. On February 17, 2017, Applicant deleted the word “classes” from “Providing classes, seminars, workshops, and
training in the field of beauty.”

in the alternative on the ground that Applicant had failed to meet his burden of demonstrating that THE
MASTER CLASS had acquired distinctiveness.
On February 17, 2017, Applicant provided arguments against the refusals and submitted
additional evidence of acquired distinctiveness. The Examining Attorney found the arguments and
evidence unpersuasive as to the issues of genericness and, alternatively, descriptiveness in a final refusal
issued on March 11, 2017.
On September 11, 2017, Applicant filed a request for reconsideration of the final refusal, in
which a disclaimer of the word “CLASS” was entered and additional evidence of acquired distinctiveness
was provided. Applicant also filed the present appeal with the Trademark Trial and Appeal Board
(“Board”).
On September 12, 2017, the Examining Attorney emailed the Applicant’s attorney to clarify the
statements in the request for reconsideration. Applicant’s attorney indicated that Applicant’s position
was that (1) the applied-for mark is not descriptive, or, alternatively, if it is descriptive, (2) it has
acquired distinctiveness under Trademark Act Section 2(f), or, alternatively, if it has not acquired
distinctiveness, (3) it should be registered on the Supplemental Register.2
On September 14, 2017, the Examining Attorney denied the request for reconsideration on the
grounds that the applied-for mark was generic, or, alternatively, that Applicant had failed to provide
sufficient evidence to demonstrate that his merely descriptive mark had acquired distinctiveness.
III. APPLIED-FOR MARK IS GENERIC OR, ALTERNATIVELY, IS DESCRIPTIVE AND HAS NOT ACQUIRED
DISTINCTIVENESS

2

See September 12, 2017 Notation to File.

Registration of the applied-for mark is refused on both the Principal and Supplemental Registers
on the ground that it is the generic name for Applicant’s services. Trademark Act Sections 1, 2, 3, 23(c),
and 45, 15 U.S.C. §§1051-53, 1091(c), 1127. Alternatively, registration is refused on the Principal
Register on the ground that the applied-for mark is merely descriptive and Applicant has failed to
provide sufficient evidence of acquired distinctiveness. Trademark Act Sections 2(e)(1) and 2(f), 15 U.S.C.
§§1052(e)(1), (f).
A. The applied-for mark is generic for Applicant’s services.
The applied-for mark THE MASTER CLASS is generic in connection with Applicant’s services. A
mark is generic if its primary significance to the relevant public is the class or category of services in
connection with which it is used. See H. Marvin Ginn Corp. v. Int’l Ass’n of Fire Chiefs, Inc., 782 F.2d 987,
989-90, 228 USPQ 528, 530 (Fed. Cir. 1986); In re ActiveVideo Networks, Inc., 111 USPQ2d 1581, 1600
(TTAB 2014)). Determining whether a mark is generic requires a two-step inquiry:
(1) What is the genus of services at issue?
(2) Does the relevant public understand the designation primarily to refer to that genus of
services?
In re Cordua Rests., Inc., 823 F.3d 594, 599, 118 USPQ2d 1632, 1634 (Fed. Cir. 2016) (citing H. Marvin
Ginn Corp. v. Int’l Ass’n of Fire Chiefs, Inc., 782 F.2d at 990, 228 USPQ at 530).
Regarding the first part of the inquiry, the genus of the services may be defined by Applicant’s
identification of services. See In re Cordua Rests., Inc., 823 F.3d at 602, 118 USPQ2d at 1636 (citing
Magic Wand Inc. v. RDB Inc., 940 F.2d 638, 640, 19 USPQ2d 1551, 1552 (Fed. Cir. 1991)); see also In re
1800Mattress.com IP, LLC, 586 F.3d 1359, 1361, 1363, 92 USPQ2d 1682, 1682, 1684 (Fed. Cir. 2009). In
this case, the application identifies the services as “providing educational demonstrations in the field of
make-up application” and “providing seminars, workshops, and training in the field of beauty.” Put

simply, applicant offers educational services in the fields of make-up application and beauty, which
adequately defines the genus at issue. This genus of services is broad enough to include educational
services in the fields of make-up application and beauty given by someone who is an expert. See, e.g., In
re CyberFinancial.Net Inc., 65 USPQ2d 1789, 1790 (TTAB 2002) (holding BONDS.NET generic for
information and electronic commerce services regarding financial products because bonds were a
subcategory of applicant’s broadly worded “financial products”).
Regarding the second part of the inquiry, the relevant public is the purchasing or consuming
public for the identified services. Sheetz of Del., Inc. v. Doctor’s Assocs. Inc., 108 USPQ2d 1341, 1351
(TTAB 2013) (citing Magic Wand Inc. v. RDB Inc., 940 F.2d at 640, 19 USPQ2d at 1553). The relevant
public for Applicant’s services comprises ordinary consumers seeking educational services the fields of
make-up application and beauty—including those given by someone who is an expert—because there
are no restrictions or limitations to the channels of trade or classes of consumers.
A “master class” is “a lesson for advanced students given by someone who is an expert.”
Macmillan Dictionary, http://www.macmillandictionary.com/dictionary/american/master-class.3 See
also Master Class, Wikipedia, https://en.wikipedia.org/wiki/Master_class (“A master class is a class given
to students of a particular discipline by an expert of that discipline—usually music, but also painting,
drama, any of the arts, or on any other occasion where skills are being developed.”).4 This definition is
broad enough to include a lesson for students in the fields of make-up application and beauty given by
someone who is an expert. See, e.g., U.S. Registration No. 4863090 (BEAUTIFULU for “educational
services, namely, conducting seminars, conferences, master classes, in-store trainings and workshops in
the fields of personal and professional beauty care consultation and distribution of training materials

3

January 26, 2016 Office action, TSDR p. 4. All citations to the Trademark Status and Document Retrieval (TSDR)
database are to the PDF version of the documents.
4
March 11, 2017 Office action, TSDR pp. 7-9. Unless indicated otherwise, bold and underlined text represents
emphasis added by the Examining Attorney.

in connection therewith”).5 Thus, Applicant’s argument6 that “master class” cannot be generic for a
lesson for students in the fields of make-up application and beauty given by someone who is an expert
because the dictionary definition does not specifically refer to “beauty classes,” “beauty training,”
“beauty workshops,” or “beauty seminars” is not persuasive.
The relevant public would readily understand “MASTER CLASS” to refer educational services in
the fields of make-up application and beauty given by someone who is an expert. During the
prosecution of this application, the Examining Attorney attached a representative sample of nearly 80
different pieces of third-party evidence showing use of “master class” in connection with educational
services in the fields of make-up application and beauty, none of which are affiliated with Applicant or
make reference to Applicant as the source of the designation “master class.”7 See, e.g.:

5



Kirby Adams, Cosmetics Master Class at Laura Mercier Counter, COURIER-J., Mar. 27, 2015,
http://www.courierjournal.com/story/life/shopping/shop-talk/2015/03/27/makeup-masterclass-laura-mercier/70538930/ (“Laura Mercier cosmetics, located inside Macy's at Oxmoor
Center, 7900 Shelbyville Road, is hosting a master class Sunday.”)8



Gina
Badhen,
The
Ultimate
Los
Angeles
Celebrity
Make-Up
Masterclass,
http://www.ginabadhen.com/#!la-celebrity-make-up-master-class/g7klj (“The Ultimate LA
Celebrity Make-up Master Class is suitable across the stylist spectrum, for not only the ambitious
beginner wanted to take their first steps into the industry or just for fun! This master class is also
perfect for the insightful experianced [sic] intermediate. The master class does not require any
entry requirements, as we are hear [sic] to help shape and mould you into qualified professionals
in your own right!”)9



The
Beauty
Voyage
Pop-Up
Master
Class
Review,
URBAN
BEAUTY,
http://urbanbeautynetwork.com/blog/beauty-voyage-pop-master-classreview/ (“Bay Area
beauty pros and enthusiasts gathered this past Sunday at Glam SITY Beauty Bar for The Beauty
Voyage Pop-Up master class in Oakland. Created by Celebrity Makeup Artist and Beauty Expert,
Meko White, The Beauty Voyage master class services as a platform to deliver education and
empowerment to both aspiring and seasoned beauty professionals looking to take their makeup

September 14, 2017 Office action, TSDR pp. 10-12.
Applicant’s Appeal Brief, TTABVUE p. 5.
7
See March 11, 2017 Office action, TSDR pp. 11-34; August 17, 2017 Office action, TSDR pp. 7-33; September 14,
2017 Office action, TSDR pp. 10-84, 87-103.
8
September 14, 2017 Office action, TSDR p. 22.
9
August 17, 2017 Office action, TSDR pp. 14-19.
6

artistry careers to the next level. … The master class not only consisted of makeup tutorials, but
also included tips on how to build a successful career as a beauty professional in the makeup
industry.”)10


Nikki Brown, 5 Products We Absolutely Need After Taking Beyoncé's Makeup Artist's Master Class,
ESSENCE, Sept. 16, 2016, http://www.essence.com/2016/09/15/nyfw-sir-john-makeup-masterclass (“Surrounded by art pieces that mirror his most famous work, Sir John hosted a tour de force
makeup master class, where attendees were able to watch the world renowned expert in real
time.”)11



Eric Wilson, Can’t Make Sir John’s Master Class at NYFW? Get His Best Tips Here, INSTYLE, Aug. 10,
2016, http://www.instyle.com/beauty/makeup/sir-john-master-class-nyfw-tickets (“Sir John, the
dynamo makeup artist who works with all of the above (as well as Serena Williams, Jourdan Dunn,
Joan Smalls, and Margot Robbie), will be teaching a master class during New York Fashion Week
and tickets are on sale now.”)12
The fact that Applicant has added the word “THE” to the generic wording “MASTER CLASS” does

not affect the applied-for mark’s genericness as a whole. See In re The Computer Store, Inc., 211 USPQ
72, 74-75 (TTAB 1981) (holding THE COMPUTER STORE merely descriptive of, and the common
descriptive name for, computer-related services).
As such, given the clear evidence that THE MASTER CLASS is generic in connection with
educational services in the fields of make-up application and beauty, the applied-for mark must refused
registration under Trademark Act Sections 1, 2, 3, 23(c), and 45. Furthermore, because the applied-for
mark is generic, no amount of purported proof that it has acquired secondary meaning can transform it
into a registrable service mark. See 15 U.S.C. §1052(f); In re Bongrain Int’l (Am.) Corp., 894 F.2d 1316,
1317 n.4, 13 USPQ2d 1727, 1728 n.4 (Fed. Cir. 1990); H. Marvin Ginn Corp. v. Int’l Ass’n of Fire Chiefs,
Inc., 782 F.2d at 989, 228 USPQ at 530.
B. The applied-for mark is merely descriptive of Applicant’s services.

10

March 11, 2017 Office action, TSDR pp. 30-32.
Id. at 13-16.
12
September 14, 2017 Office action, TSDR pp. 79-84.
11

In the alternative, if it is determined that THE MASTER CLASS is not generic in connection with
educational services in the fields of make-up application and beauty, then the registration is
alternatively refused on the Principal Register on the ground that THE MASTER CLASS is merely
descriptive of a feature of Applicant’s services. Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1).
Applicant’s disclaimer of “CLASS” in the request for reconsideration is an acknowledgement that
this word is, at best, descriptive in connection with the educational services listed in the application. See
Nat’l Fidelity Life Ins. v. Nat’l Ins. Trust, 199 USPQ 691, 694 (TTAB 1978) (“[A]pplicant in fact conceded
the descriptive nature of [the words ‘insurance trust’] when it disclaimed them in its involved
application for registration.”); see also American Heritage® Dictionary of the English Language (5th ed.
2016), http://www.yourdictionary.com/class (defining “class” as “a group of students who are taught
together, usually at a regularly scheduled time and in the same subject”).13 The word “master” refers to
“an expert.” The American Heritage® Dictionary of the English Language,
http://www.yourdictionary.com/master.14 Based on Applicant’s statements during the prosecution of
this application (in which Applicant refers to himself as “among the world’s best and most well-known
makeup artists”15 who has “decided to … share his expertise in makeup application”16), it is presumed
that Applicant holds himself out as an expert in the fields of make-up application and beauty. Thus, the
proposed mark THE MASTER CLASS would immediately and directly convey to consumers that Applicant
offers educational services in the fields of make-up application and beauty given by someone who is an
expert. No thought or imagination would be necessary on the part of consumers to understand this
descriptive meaning of THE MASTER CLASS when it is considered in relation to Applicant’s educational
services. Consequently, the applied-for mark is merely descriptive of a feature of Applicant’s services.

13

September 14, 2017 Office action, TSDR p. 85.
Id. at 86.
15
July 26, 2016 Response, TSDR p. 11.
16
Id. at 12.
14

C. Applicant has failed to meet his burden of establishing acquired distinctiveness.

Applicant argues that, if the applied-for mark is determined to be descriptive, it has, in the
alternative, acquired distinctiveness.
Applicant bears the burden of proving that the applied-for mark has acquired distinctiveness
under Trademark Act Section 2(f). Yamaha Int’l Corp. v. Yoshino Gakki Co., 840 F.2d at 1578-79, 6
USPQ2d at 1004, 1006; In re Meyer & Wenthe, Inc., 267 F.2d 945, 949, 122 USPQ 372, 374-75 (C.C.P.A.
1959). Applicant must establish that the purchasing public has come to view the proposed mark as an
indicator of origin. See TMEP §1212.
Applicant claims that there has been substantially exclusive and continuous use of the appliedfor mark in commerce that the U.S. Congress may lawfully regulate for at least five years. However, as
demonstrated by the representative sample of evidence submitted during the prosecution of this
application (showing nearly 80 third parties using “master class” in connection with educational services
in the fields of make-up application and beauty), use of “master class” by third parties to describe
similar services has not been inconsequential, and therefore Applicant’s use has not been “substantially
exclusive” in connection with these services. An illustrative case is Flowers Indus., Inc. v. Interstate
Brands Corp., 5 USPQ2d 1580 (TTAB 1987), in which registration was sought under Section 2(f) for the
wording “HONEY WHEAT” for bread containing both honey and wheat as ingredients. The applicant in
that case had used the term “HONEY WHEAT” in connection with the bread since 1936. Id. at 1584. The
evidence of record demonstrated that numerous third parties also used the designation “honey wheat”
to describe a bread similar to that offered by the applicant in that case. Id. at 1586-88. Based on this
evidence, the Board found that the applicant did not have substantially exclusive use of the designation
for the five years preceding the filing of its application. Id. at 1588. The Board stated that long and

continuous use alone was insufficient to show that a descriptive mark had acquired distinctiveness
where an applicant’s use was not substantially exclusive. Id. at 1588-89.
Applicant claims in his brief that many of the third parties cited by the Examining Attorney are
“copying his innovation and creativity of coining the term MASTER CLASS for demonstrations of makeup
application.”17 Applicant has provided no evidence to support this claim. Moreover, Applicant has
provided no evidence (such as cease-and-desist letters or successful trademark infringement lawsuits) to
demonstrate that Applicant has attempted to stop these alleged “copycats” from using “master class” to
describe their own services. Therefore, Applicant’s claim that the cited third parties are “copying” his
applied-for mark is unpersuasive.
Applicant also claims that he “was the first one ever to use the term MASTER CLASS to relate to
educational demonstrations in the field of makeup application.”18 However, the Examining Attorney
submitted the following representative sample of articles showing descriptive use of “master class” by
others for educational services in the fields of make-up application and beauty published prior to 2011
(Applicant’s date of first use):

17



Jaime Bedrin, An Expert Shares Tips on Makeup, CHARLOTTE OBSERVER, Nov. 25, 2005, at 1E
(“Noa Bolozky returns to Potion next Friday for a master class and Dec. 3 for makeup bag
makeover sessions.”)19



Kim Crow & Evelyn Theiss, Style News, PLAIN DEALER, Oct. 21, 2009, at E3 (“The Powder Room
at Eton Chagrin Boulevard, Woodmere, is hosting Fahim Durrani, a makeup artist for Kevyn
Aucoin Beauty, for two master classes on Saturday.”)20



Karen Deer, Calendar, ST. LOUIS POST-DISPATCH, July 6, 2002, at 4 (“Trish McEvoy Master Class
event Thursday in the Cosmetics Department.”)21

Applicant’s Appeal Brief, TTABVUE pp. 7-8.
Id. at 3.
19
September 14, 2017 Office action, TSDR p. 87.
20
Id. at 88.
21
Id. at 89.
18

22



Debra Galant, The Makeup Maven of Montclair, N.Y. TIMES, Feb. 16, 2003, at 14NJ-1 (“The
many faces of Bobbi Brown: the cosmetics executive conducts a master class for freelance
makeup artists at her headquarters in Manhattan ….”)22



Ray Glier, Players Take Collectibles, Memories, ATLANTA J.-CONST., July 13, 2010, at 1C (“If the
wives wanted to skip batting practice --- what! --- Bobbi Brown hosted a master class in makeup artistry Monday afternoon.”)23



Leigh Grogan, Mark Your Calendars, SACRAMENTO BEE, Oct. 27, 2004, at E3 (“The Laura Mercier
cosmetics counter will host master classes in both skin-care analysis and makeup application
at Macy's Downtown Plaza.”)24



Rod Hagwood, Designer Betsey Johnson Visits Her Boutique in Aventura Mall Saturday, SUNSENTINEL, Nov. 18, 2009 (“Saks Fifth Avenue in Bal Harbour will hold two Dior makeup
application master classes.”)25



Chantal Lamers, Celebrity Makeup Artist to Have Face Time in O.C., ORANGE COUNTY REGISTER,
Nov. 4, 2008, at Theme1_E (“Take a master class with Madonna's makeup artist, Gina
Brooke, at the Shu Uemura boutique at South Coast Plaza on Nov. 5.”)26



Christopher Muther, She Helps Madonna Keep Her Youthful Glow, BOSTON GLOBE, Oct. 16,
2008, at D4 (“Brooke is at the Shu Uemura boutique on Newbury Street this morning giving a
master class in makeup.”)27



Eunnie Park, Shopping News, RECORD, June 6, 2009, at F08 (“Makeup guru Trish McEvoy makes
a special appearance at Bloomingdale's on Wednesday. Call to get on the guest list to attend
McEvoy's master class; her team of makeup experts will also be available from 3 to 7 p.m.”)28



Alan Peppard, Travolta Expands His Radar, DALLAS MORNING NEWS, July 8, 2005, at 27A (“OK,
so I didn't know that Bobbi Brown might be the hottest woman in cosmetics since Estée
Lauder. She jetted down from New Jersey to give a master class in cosmetics and brought 30
of her top makeup artists along to give makeovers - hence, the crowd.”)29

Id. at 91.
Id. at 92.
24
Id. at 93.
25
Id. at 94.
26
Id. at 95.
27
Id. at 96.
28
Id. at 97.
29
Id. at 98.
23



Michael Quintanilla, Beyond Beauty Basics, SAN ANTONIO EXPRESS-NEWS, Aug. 14, 2009, at 9TR
(“And she's on the map for San Antonio's Fashion Week in early October with a makeup
master class taught by Sahim Durani of Kevyn Aucoin cosmetics.”)30



Paula Rath, Fashion News, HONOLULU ADVERTISER, July 18, 2008, at 1E (“From 1 to 7 p.m. today,
meet Mary Neil, director of education for Fresh cosmetics. During her master-class event,
shoppers can try the latest body and skincare products from the popular beauty line.”)31



Nedra Rhone, Style: Bold and Beautiful, ATLANTA J.-CONST., Oct. 22, 2006, at 8MS (“On
Thursday, celebrity makeup artist Pati Dubroff will give a master class.”)32



Style Calendar for the week of May 5-11, MIAMI HERALD, May 5, 2010, at E2 (“Christian Dior
Master Class: Learn the history of Dior Cosmetics with topics including the latest in skincare
treatments; noon-2 p.m. Wednesday; Cosmetics on level one, CG.”)33



Dena Wesley, Health Calendar May 14, KANSAS CITY STAR, May 14, 2007 (“WINGS TO FLY-CHARITY FASHION SHOW: Featuring two area designers, wine tasting, light hors d'oeuvres,
live music, silent and live auctions and makeup master class.”)34

As can be seen, Applicant was not “the first one ever to use the term MASTER CLASS to relate to
educational demonstrations in the field of makeup application.” But even if Applicant had been the first
person to coin the term “MASTER CLASS” in connection with educational services in the fields of makeup application and beauty, that does not necessarily render THE MASTER CLASS incongruous or
distinctive, given that the evidence submitted shows that THE MASTER CLASS is descriptive. See In re Fat
Boys Water Sports LLC, 118 USPQ2d 1511, 1514 (TTAB 2016); In re Phoseon Tech., Inc., 103 USPQ2d
1822, 1826 (TTAB 2012). Indeed, even if THE MASTER CLASS was considered “suggestive” at one time as
Applicant alleges, a term that was once suggestive may lose its distinguishing and origin-denoting
characteristics through use in a descriptive sense over a period of time and may come to be regarded by
the purchasing public as nothing more than a descriptive designation. In re Digital Research, Inc., 4

30

Id. at 99.
Id. at 100.
32
Id. at 101.
33
Id. at 102.
34
Id. at 103.
31

USPQ2d 1242, 1243 (TTAB 1987); In re Int’l Spike, Inc., 190 USPQ 505, 507 (TTAB 1976). Thus, trademark
rights are not static, and eligibility for registration must be determined on the basis of the facts and
evidence in the record at the time registration is sought, which includes during examination and any
related appeal. In re Chippendales USA Inc., 622 F.3d 1346, 1354, 96 USPQ2d 1681, 1686 (Fed. Cir.
2010); In re Morton-Norwich Prods., Inc., 671 F.2d 1332, 1344, 213 USPQ 9, 18 (C.C.P.A. 1982); In re
Thunderbird Prods. Corp., 406 F.2d 1389, 1391, 160 USPQ 730, 732 (C.C.P.A. 1969).
In any event, given the highly descriptive nature of the applied-for mark, years of use alone is
insufficient to demonstrate that THE MASTER CLASS has acquired distinctiveness. See Alacatraz Media
Inc. v. Chesapeake Marine Tours Inc., 107 USPQ2d 1750, 1765 (TTAB 2013) (citing In re Kalmbach Publ’g
Co., 14 USPQ2d 1490, 1492 (TTAB 1989)). Additional evidence is therefore required to demonstrate that
the applied-for mark has acquired distinctiveness.
Turning now to the additional evidence Applicant has provided of distinctiveness, Applicant
mentions the number of followers of his social media account, which Applicant lists as between 2 and
3.7 million. Applicant has not, however, provided any direct evidence from any of these followers that
they recognize THE MASTER CLASS as a source-identifying designation for Applicant’s services. Thus,
merely providing the number of followers of Applicant’s social media account is akin to merely providing
the number of visitors to a website, which has been found to be insufficient evidence to establish
acquired distinctiveness under Trademark Act Section 2(f). See In re Nortech Investments Ltd., Serial No.
77843825, at 14 (TTAB 2013), http://ttabvue.uspto.gov/ttabvue/v?pno=77843825&pty=EXA&eno=18
(noting that figures submitted by applicant regarding number of visitors to applicant’s website
“demonstrate[] only the relative popularity of applicant’s website” and do not indicate that a
designation has acquired distinctiveness)35; In re IntraGroup, Inc., Serial No. 75477608, at *16 (TTAB

35

Non-precedential. Non-precedential decisions are not binding upon the Board but may be cited for whatever
persuasive value they might have. TBMP §101.03.

2001) (noting that a designation “commonly used for services requires that an applicant seeking
registration under Section 2(f) provide more information than the number of website visitors”)36; see
also DeGidio v. West. Grp. Corp., 355 F.3d 506, 513, 69 USPQ2d 1538, 1543 (6th Cir. 2004) (stating that
“[m]ere use of a website does not equal identification with a particular provider” and agreeing with
district court that “even assuming that length and continuity of use is favorable to Plaintiff, the wide use
of the phrase ‘law office(s)’ weighed against a finding of secondary meaning” in holding that
LAWOFFICES had not acquired secondary meaning in connection with a legal directory and information
service). There is also no evidence as to how many of these followers are from the United States.
Furthermore, even though Applicant has had between 2 to 3.7 million followers, there is no
evidence that all of the followers are actively viewing Applicant’s social media account at any given time,
or even continue to be active on social media at all. Indeed, Applicant acknowledges, “There is no
mechanism on Instagram to determine how many people actually viewed the [social media posts].”37
The closest approximation to the number of actual viewers that could be made is the number of “likes”
one of Applicant’s posts has received. Only one of Applicant’s posts provided as evidence shows the
number of “likes,” and that number is only 19,959.38 (Another post is from Kim Kardashian’s social media
page, which shows 750,848 “likes,” but it unclear what her followers are actually “liking” in that post,
and it is still far fewer than Applicant’s 2 to 3.7 million followers.)39
It is also noted that some of the evidence Applicant has submitted shows that third parties do
not prominently list Applicant as the source of the services provided under THE MASTER CLASS. For
example, one of Applicant’s articles is titled, “What the world learned from Kim Kardashian’s makeup

36

Non-precedential (attached). See TBMP §101.03 (“If a non-precedential decision does not appear in the United
States Patents Quarterly or the USPTO’s public electronic databases, the citing party should append a copy of the
decision to the motion or brief in which the decision is cited.”).
37
Applicant’s Appeal Brief, TTABVUE p. 3.
38
September 11, 2017 Response, TSDR p. 12.
39
Id. at 11.

masterclass.”40 In addition, some of the consumers of Applicant’s educational services use “master
class” descriptively to refer to those services: “‘After being both a model and student at his master
classes, my makeup game has never been the same!’ – Huda Kattan, International Beauty Blogger and
Makeup Artist.”41 Thus, there is no clear evidence that consumers associate THE MASTER CLASS as a
mark that identifies Applicant has the source of the educational services.
Applicant also states that there have been $4 million in sales at the time Applicant’s appeal brief
was filed.42 However, Applicant has provided no evidence that this is an unusually high amount of sales
in Applicant’s industry. As such, there is no context to determine whether the amounts listed by
Applicant are “extensive” as Applicant alleges. Cf. Bose Corp. v. QSC Audio Prods., Inc., 293 F.3d 1367,
1375-76, 63 USPQ2d 1303, 1309 (Fed. Cir. 2002) (discussing “raw numbers of product sales” in relation
to proving the fame of a mark, and noting that requiring “some context in which to place raw statistics is
reasonable”). Moreover, $4 million in sales in almost seven years of using the applied-for mark is
approximately $570,000 a year, and there is no evidence to indicate that this is an unusually high
number in the industry or that all of these sales were conducted in the United States (for example, some
of Applicant’s evidence refers to services provided in London and Dubai). To establish acquired
distinctiveness by extrinsic evidence, an applicant may rely only on use in commerce that may be
regulated by the U.S. Congress. See 15 U.S.C. §§1052(f), 1127.
In any event, allegations of sales and/or advertising expenditures do not per se establish that a
term has acquired significance as a mark. Even if Applicant’s sales and promotion are considered
“extensive,” that may demonstrate the commercial success of Applicant’s services, but not that relevant
consumers necessarily view THE MASTER CLASS as a mark for these services. See In re Boston Beer Co.,
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July 26, 2016 Response, TSDR p. 28.
Id. at 112.
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Applicant’s Appeal Brief, TTABVUE p. 3.
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198 F.3d 1370, 1371-73, 53 USPQ2d 1056, 1057-58 (Fed. Cir. 1999); In re Busch Entm’t Corp., 60 USPQ2d
1130, 1132-34 (TTAB 2000).
Thus, Applicant has failed to demonstrate that consumers, when viewing THE MASTER CLASS in
connection with educational services in the fields of make-up application and beauty, understand that
this wording points uniquely to Applicant and not to one of the nearly 80 other users of the wording
“master class” in connection with similar services.
As such, Applicant has failed to meet the burden of establishing that the highly descriptive
applied-for mark has acquired distinctiveness.
IV. CONCLUSION
The applied-for mark THE MASTER CLASS is generic in connection with educational services in
the fields of make-up application and beauty, and therefore the applied-for mark must refused
registration on the Principal and Supplemental Registers under Trademark Act Sections 1, 2, 3, 23(c), and
45.
In the alternative, the applied-for mark must be refused registration on the Principal Register
under Trademark Act Section 2(e)(1) because THE MASTER CLASS is merely descriptive of a feature of
Applicant’ services, and Applicant has failed to demonstrate that the applied-for mark has acquired
distinctiveness under Trademark Act Section 2(f).
For the foregoing reasons, the Examining Attorney respectfully requests that these refusals be
affirmed.43
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If it is determined that (1) the applied-for mark is descriptive but not generic and (2) Applicant has merely not
satisfied his burden of establishing that THE MASTER CLASS has acquired distinctiveness, then Applicant’s
amendment to the Supplemental Register in the alternative is acceptable.
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