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From: ToborB@gtlaw.com [mailto:ToborB@gtlaw.com]   

Sent: Wednesday, December 07, 2016 6:06 PM 

To: Flax, Sherry H. 

Subject: TEKsavvy Service Mark Reg. 4,389,639; Our file 160598.010200/US 

 

 Re:      U.S. Service Mark Registration No. Ͷ,͵ͺͻ,͸͵ͻ, for TEKsavvy of TEKsystems, )nc.  Dear Ms. Flax:  We represent TekSavvy Solutions, )nc., a corporation of Canada in connection with its U.S. trademark matters.  Our client has two pending applications to register TEKSAVVY in Classes ͵ͺ and Ͷʹ, application Serial Nos. ͺ͸/͹Ͷ͵,Ͳͻʹ and ͺ͸/͹Ͷ͵,ͳͲͳ for local and long distance telephone services, )SP services and website development services, among others.  Registration has been refused based upon your client's registration of TEKsavvy in Class Ͷͳ for on-line journals, namely, blogs and providing a website featuring blogs.  We are seeking a Consent To Registration from your client for our client's applications.    Our client had a TekSavvy Blog in the United States since at least as early as November ͳ͸, ʹͲͳͳ.  Copies of our client's TekSavvy Blog of November ͳ͸, ʹͲͳͳ and December ͵, ͵Ͳͳͳ from the WayBackMachine )nternet Archive are attached.  Additionally, copies of portions of the first page of each of those blogs as they appear are also attached, wherein the right-hand column indicates archived blogs from September ʹͲͳͳ through December ʹͲͳͳ.  Our client's website is www.teksavvy.com, and its blogs are located at http://blogs.teksavvy.com.   We note that your client's registration indicates a date of first use of its mark of at least as early as November ʹͳ, ʹͲͳʹ.  Our research on the WayBackMachine )nternet Archive does not indicate any use of your client's mark for blogs on its website at www.teksystems.com any earlier than the end of ʹͲͳʹ.  Our client desires to obtain registrations of its TEKSAVVY marks for the services set forth in its two pending applications.  One option would be to 
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obtain from your client a Consent To Registration, with standard and typical terms and conditions.  )ts other option would be to seek to cancel your client's registration based upon our client's prior use of its mark TEKSAVVY for blogs in the United States.  Our client would of course prefer to amicably resolve this situation without filing a cancellation proceeding, and trust that would also be your desire.  After you have had an opportunity to review this information, please give me a call so we can further discuss our client's request.  Your cooperation in this matter is appreciated.   We trust that the foregoing information is sufficient for your purposes; however, if you have any questions or require any further information, please do not hesitate to contact us.  Very truly yours,              Ben D. Tobor   
 

Ben D.  Tobor 

Shareholder  
Greenberg Traurig,  LLP |  1000 Louisiana St reet  |  Suit e 1700 |  Houst on,  TX 77002 

Tel 713.374.3568 |  Fax 713.754.7568 |  Cel l  713.446.8939  

ToborB@gt law.com |  www.gt law.com 

 

 
 

  
 

 
If you are not an intended recipient of confidential and privileged information in this email, 

please delete it, notify us immediately at postmaster@gtlaw.com, and do not use or disseminate 

such information. 
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From: <ToborB@gtlaw.com> 

Date: December 20, 2016 at 1:27:02 PM EST 

To: <SFlax@saul.com> 

Subject: RE: TEKsavvy Service Mark Reg. 4,389,639;  Your file 160598.010200/US Dear Ms. Flax:   You are correct that our client is a Canadian corporation that provides certain services to customers in Canada, such as its telecommunications and website development services, among others.  Additionally, our client also renders a "website featuring blogs", and "on-line journals, namely, blogs”, just like your client, in both the United States and Canada.  )ts Class Ͷͳ services relating to its blog have been provided, or rendered, in the United States since at least as early as November ͳ͸, ʹͲͳͳ, as set forth in our email below.  Our client's blogging services have been rendered in commerce that may be regulated by the U.S. Congress -- commerce between the United States and a foreign country.  T.M.E.P. § ͻͲͳ.Ͳ͵.  "Offering services via the )nternet has been held to constitute use in commerce, since the services are available to a national and international audience who must use interstate telephone lines to access a website."  ȋT.M.E.P. § ͻͲͳ.Ͳ͵Ȍ.  See Planned Parenthood Fed'n of Am., Inc. v. 

Bucci, Ͷʹ USPQʹd ͳͶ͵Ͳ ȋS.D.N.Y. ͳͻͻ͹Ȍ, aff'd, ͳͷʹ F.͵d ͻʹͲ ȋʹd Cir. ͳͻͻͺȌ.     We submit that our client has superior rights to the mark TEKSAVVY for its Class Ͷͳ blogging services in the United States, as well as Canada, based upon its prior use in the United States of its mark in connection with its blog, and this use would provide a basis to seek cancellation of your client's mark in the U.S.  Our client simply wants to obtain registrations for its TEKSAVVY marks for the services set forth in its two pending applications, without the necessity of filing a cancellation proceeding against your client's registration.  This is the basis of our request for a Consent To Registration as set forth in my email below, and as we recently discussed  on the telephone.  Provided we can obtain a Consent to Registration, we believe that we will be readily able to agree to your client keeping its registration and continuing to use its mark in the United States, and that this would be part of a side agreement to the Consent To Registration.   We trust that the foregoing information is sufficient for your purposes; however, if you have any questions or require any further information, please do not hesitate to contact us.   
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Best regards, and you and yours have a Joyous (oliday season and a (ealthy and a (appy ʹͲͳ͹.   Ben Tobor   
  

  
Ben D.  Tobor 

Shareholder  
Greenberg Traurig,  LLP |  1000 Louisiana St reet  |  Suit e 1700 |  Houst on,  TX 77002 

Tel 713.374.3568 |  Fax 713.754.7568 |  Cel l  713.446.8939  
ToborB@gt law.com |  www.gt law.com 
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