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UNITED STATES PATENT AND TRADEMARK OFFICE

TRADEMARK TRIAL AND APPEAL BOARD

ATTORNEY DOCKET NO. 160598.010200

IN RE: TekSavvy Solutions Inc. §
§
SERIAL NO.: 86/743,092 §
§
FILED: 08/31/2015 §
§
MARK: TEKSAVVY §
§
§

United States Patent and Trademark Office
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

MOTION TO SUSPEND APPEAL

Applicant, TekSavvy Solutions Inc. ("TekSavvy"), respectfully moves that the appeal of
the refusal to register the above-captioned mark, be suspended pursuant to TBMP § 1213(1)
(2014).

Good cause for this Motion is found in the attached pleadings that that may be dispositive
of the issues involved in the present appeal. Attached are a copy of the complaint and exhibits
filed in the United States District Court, for the District of Maryland, Baltimore Division, Civil
Action No. 1:16-cv-04125-ELH, TEKSYSTEMS, INC. v. TEKSAVVY SOLUTIONS, INC.,
filed December 29, 2016 ("Maryland Case").

The registration that is the basis of the refusal to register in the above-captioned

application is U.S. Registration No. 4,389,639, for the mark TEKSAVVY and is owned by the
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plaintiff in the attached complaint, TEKsystems, Inc. ("TSI"). In the complaint, TSI seeks a
declaratory judgment of validity of its registration for TEKSAVVY over the rights of TekSavvy
in its TEKSAVVY mark. TSI further claims that the present applicant, TekSavvy, is infringing
upon the rights of TSI.

As set forth in the complaint, including Exhibits A and B thereto, counsel for Applicant
was requesting a Consent to Registration from TSI based upon Applicant's prior use of the mark
TEKSAVVY for a blog of Applicant in the United States prior to the date of first use of the mark
of the TSI registration. The above-captioned application of this appeal is referenced in
paragraph 12 and Exhibit A of the complaint. In paragraph 18 of the complaint, counsel for TSI
alleged that "TekSavvy would file a Petition to Cancel TEKsystems' TEKSAVVY Registration
in the Trademark Trial and Appeal Board unless TEKsystems consents to TekSavvy's
registration of TEKSAVVY in the USPTO."

The Maryland Case is in its early stages, and no discovery has been taken yet.

Applicant submits that the Maryland Case may be dispositive of the issues involved in
the present appeal, in that Applicant's rights in its TEKSAVVY mark over the mark of the
registration of TSI are at issue in the Maryland Case and may be decided therein, or agreed upon
by TekSavvy and TSI in a settlement of the Maryland Case.

In view of the foregoing information and the Maryland Case, Applicant respectfully

requests that this motion be granted and that the appeal be suspended pending final determination

Respectfully %ﬁtec%

Ben D. Tobor
Greenberg Traurig LLP

of the Maryland Case.
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1000 Louisiana, Suite 1800
Houston, Texas 77002

Phone: 713-374-3568

Fax: 713-754-7568

ATTORNEYS FOR APPLICANT,
TekSavvy Solutions Inc.
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IN THE UNITED STATES DISTRICT COURT

DISTRICT OF MARYLAND
Baltimore

TEKSYSTEMS, INC. *

Plaintiff, *
V. B Civil Action No.
TEKSAVVY SOLUTIONS, INC. *

Serve on: o

Benjamin D. Tobor

Greenberg Traurig, LLP *

1000 Louisiana Street, Suite 1700

Houston, Texas 77002 i

Defendant. *
* * * * * * * * * * * * *

COMPLAINT

Plaintiff TEKsystems, Inc., by its undersigned counsel, files this Complaint against
TekSavvy Solutions, Inc., and states as follows:

1. Plaintiff TEK systems, Inc. (“TEKsystems™) is a Maryland corporation with
corporate headquarters located at 7437 Race Road, Hanover, Maryland 21076. TEKsystems has
provided IT staffing solutions, IT services, and IT management expertise since 1997.
TEKsystems’ 80,000 IT professionals are deployed at 6,000 client sites annually across North
America, Europe, and Asia. TEKsystems also maintains a blog for IT industry professionals and
employers entitled “TEKsavvy.”

2. Defendant TekSavvy Solutions, Inc. (“TSS”) is a Canadian company with

corporate headquarters located at 800 Richmond St., Chatham, ON, N7TM 5J5. Upon information
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and belief, TSS offers telecommunications and website development services to consumers
residing in Canada.
JURISDICTION AND VENUE

3. This is an action for trademark infringement under 15 U.S.C. §§ 1114 ef seq, and
declaratory judgment under 28 U.S.C. § 2201 pursuant to an actual controversy within this
Court’s jurisdiction.

4. This Court has personal jurisdiction over TSS pursuant to Md. Code Ann., Cts &
Jud. Proceedings § 6-103 because, inter alia, TSS alleges that it engages in a persistent course of
conduct making computer information available to internet users in the state of Maryland.

3 This Court has jurisdiction over the subject matter of this action pursuant to 28
U.S.C. §§ 1331 and 1338 because the matter in controversy involves a question of federal
trademark law.

6. Venue is proper in this District pursuant to 28 U.S.C. § 1391(c)(3).

FACTS

7. Beginning at least as early as November 21, 2012, TEKsystems has used the
trademark TEKSAVVY on a continuous basis in intetstate commerce in connection with
maintaining a blog (the “Blog”). TEKsystems makes the Blog available to the general public in
connection with providing its services.

8. The Blog provides career advice, commentary on industry trends, and tips for
using hardware and software to IT job seckers, professionals, and employers. The Blog also
advertises job openings with TEKsystems.

9. The Blog is regularly updated, is open to the public for comments, and readers

comment on the articles. Readers may interact with the Blog’s moderator in the comments
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section, who may provide more information about the services TEKsystems offers, or direct
particular readers to TEKsystems’ current job openings.

10.  TEKsystems owns a registration in the United States Patent and Trademark Office
(“USPTO”) for the trademark TEKSAVVY, U.S. Reg. No. 4,389,639, issued on August 20,
2013 (“TEKSAVVY” or “Registration”).

11.  TEKsystems has invested significant time and resources into building and
maintaining the Blog, and it is entitled to benefit from the recognition and goodwill associated
with the exclusive use of TEKSAVVY in connection with these services.

12. On December 7, 2016, TEKsystems received an email, attached hereto and made
a part hereof as Exhibit A, from TSS’s counsel, Benjamin Tobor. Mr. Tobor stated that TSS
attempted to register the term “TEKSAVVY” under two separate applications, for trademark
classes 38 and 42, including long distance telephone services, ISP services, and website
development services. Mr. Tobor alleged that TSS began posting a blog under the TekSavvy
name (the “TSS Blog”) prior to TEKsystems’ use of TEKSAVVY. The USPTO refused
registration based on likelihood of confusion with TEKsystems® existing Registration.

13, TSS has not posted an article on the TSS Blog since May 4, 2015.

14. None of the articles visible on the TSS Blog are open for comments or any other
form of user feedback.

15.  The TSS Blog entries do not feature advertisements from third-parties or links to
goods or services offered by TSS.

16.  TSS’s web site allows access to the web site only if the visitor selects a location

from a list of Canadian provinces.
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17.  Inresponse to TEKsystems’ request that TSS clarify the nature of its services
provided in the United States, TekSavvy confirmed that TSS is “a Canadian corporation that
provides certain services to customers in Canada, such as its telecommunications and website
development services, among others,” TSS also “renders a website featuring blogs, and on-line
journals, namely, blogs . . . in both the United States and Canada.” TekSavvy’s correspondence
is attached hereto and made a part hereof as Exhibit B.

18.  Mr. Tobor stated in both emails that TekSavvy would file a Petition to Cancel
TEKsystems’ TEKSAVVY Registration in the Trademark Trial and Appeal Board unless
TEKsystems consents to TekSavvy’s registration of TEKSAVVY in the USPTO.

COUNT 1
(Declaratory Judgment of Validity of TEKsystems’ Trademark Rights)

19.  TEKsystems restates and incorporates by reference as if fully set forth the
allegations of paragraphs 1 through 18, inclusive.

20.  TSS’s use of the term TEKSAVVY in connection with posting a blog in Canada
is not a “use in commerce” in the United States that entitles it to trademark registration in the
USPTO.

21.  TEKsystems is entitled to the exclusive use of its TEKSAVVY mark by virtue of
its registration and continuous use of TEKSAVVY in interstate commerce for more than four (4)
years in connection with maintaining a blog providing career advice, commentary on industry
trends, and tips for using hardware and software to IT job seekers, professionals, and employers.

22.  TSS’s correspondence threatening litigation creates an actual controversy within

the Court’s jurisdiction.
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COUNT II
(Trademark Infringement)

23.  TEKsystems restates and incorporates by reference as if fully set forth the
allegations of paragraphs 1 through 22, inclusive.

24, TSS alleges that it is using the term TEKSAVVVY in connection with providing
a blog on IT news and information to the general public in Maryland.

25.  TSS does not have TEKsystems® consent to use the TEKSAVVY mark.

26.  TSS’s use of “TekSavvy” in connection with the TSS Blog is likely to cause
confusion, cause mistake, or to deceive consumers as to the affiliation, connection, or association
of TSS with TEKsystems, and/or as to the origin, sponsorship, or approval of TSS’s services or
commercial activities, causing damage to TEKsystems, in violation of the Lanham Act, 15
U.S.C.§ 1114,

29.  On information and belief, TSS’s infringing conduct has caused irreparable injury
to TEKsystems’ reputation and goodwill for which TEKsystems has no adequate remedy at law.

30 On information and belief, TSS’s infringing conduct has caused actual harm to
TEKsystems in loss of customers and market share.

WHEREFORE, TEKsystems, Inc. respectfully requests the following relief:

A. A declaration that TEKsystems, Inc.’s use and registration of the TEKSAVVY
mark remains valid, was not obtained fraudulently or contrary to the provisions of 15 U.S.C. §§
1052(a)-(c) or 1054, has not been abandoned, has not become the generic name for the goods or
services in connection with which the mark is used, and is not being used by or with permission

of the registrant to misrepresent the source of the goods or services on or in connection with
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which the mark is used, and that TekSavvy Solutions, Inc. is not entitled to registration of the
mark;

B. A permanent injunction enjoining TekSavvy Solutions, Inc., its officers,
members, agents, servants, employees, attorneys, affiliates, and those in active concert or
participation with them, from using, reproducing, advertising, or promoting in connection with
any IT-focused blog or related IT services the TEKSAVVY name or mark or any confusingly
similar name or mark in the United States;

C. An award of damages, plus prejudgment and post judgment interest, to
TEKsystems, Inc. in an amount to be determined at trial;

D. An award to TEKsystems, Inc. of its reasonable attorneys’ fees and costs for this

action; and

E. Such other and further relief as this Court deems equitable and just.

~ A

Dated: December 29, 2016 Re{peclﬁilly submi ‘tcd,

\'f.t,{,--—\

0

Sherty H. FlaY — Rederfil Bar No. 03517
Jordan D. Rosenfeld — Federal Bar No. 13694
Saul Ewing LLP

500 East Pratt Street, 9th Floor

Baltimore, Maryland 21202

(410) 332-8784 (Telephone)

(410) 332-8785 (Facsimile)

sflax@saul.com

Attorneys for Plaintiff
TEKsystems, Inc.
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From: ToborB@gtlaw.com [mailto: ToborB@gtlaw.com]

Sent: Wednesday, December 07, 2016 6:06 PM

To: Flax, Sherry H.

Subject: TEKsavvy Service Mark Reg. 4,389,639; Our file 160598.010200/US

Re: U.S. Service Mark Registration No. 4,389,639, for TEKsavvy of
TEKsystems, Inc.

Dear Ms. Flax:

We represent TekSavvy Solutions, Inc., a corporation of Canada in connection
with its U.S. trademark matters. Our client has two pending applications to
register TEKSAVVY in Classes 38 and 42, application Serial Nos. 86/743,092
and 86/743,101 for local and long distance telephone services, ISP services
and website development services, among others. Registration has been
refused based upon your client's registration of TEKsavvy in Class 41 for on-
line journals, namely, blogs and providing a website featuring blogs.

We are seeking a Consent To Registration from your client for our client's
applications.

Our client had a TekSavvy Blog in the United States since at least as early as
November 16, 2011. Copies of our client's TekSavvy Blog of November 16,
2011 and December 3, 3011 from the WayBackMachine Internet Archive are
attached. Additionally, copies of portions of the first page of each of those
blogs as they appear are also attached, wherein the right-hand column
indicates archived blogs from September 2011 through December 2011.

Our client's website is www.teksavvy.com, and its blogs are located at
http://blogs.teksavvy.com.

We note that your client's registration indicates a date of first use of its mark
of at least as early as November 21, 2012. Our research on the
WayBackMachine Internet Archive does not indicate any use of your client's

mark for blogs on its website at www.teksystems.com any earlier than the end
of 2012.

Our client desires to obtain registrations of its TEKSAVVY marks for the
services set forth in its two pending applications. One option would be to
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obtain from your client a Consent To Registration, with standard and typical
terms and conditions. Its other option would be to seek to cancel your client's
registration based upon our client's prior use of its mark TEKSAVVY for blogs
in the United States. Our client would of course prefer to amicably resolve this
situation without filing a cancellation proceeding, and trust that would also be
your desire.

After you have had an opportunity to review this information, please give me
a call so we can further discuss our client's request. Your cooperation in this
matter is appreciated.

We trust that the foregoing information is sufficient for your purposes;
however, if you have any questions or require any further information, please
do not hesitate to contact us.

Very truly yours,

Ben D. Tobor

Ben D. Tobor

Shareholder

Greenberg Traurig, LLP | 1000 Louisiana Street | Suite 1700 | Houston, TX 77002
Tel 713.374.3568 | Fax 713.754.7568 | Cell 713.446.8939

ToborB@gtlaw.com | www.gtlaw.com

GreenbergTraurig

If you are not an intended recipient of confidential and privileged information in this email,
please delete it, notify us immediately at postmaster@gtlaw.com, and do not use or disseminate
such information.
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From: <ToborB@gtlaw.com>

Date: December 20, 2016 at 1:27:02 PM EST

To: <SFlax@saul.com>

Subject: RE: TEKsavvy Service Mark Reg. 4,389,639; Your file 160598.010200/US

Dear Ms. Flax:

You are correct that our client is a Canadian corporation that provides certain
services to customers in Canada, such as its telecommunications and website
development services, among others. Additionally, our client also renders a
"website featuring blogs", and "on-line journals, namely, blogs”, just like your
client, in both the United States and Canada. Its Class 41 services relating to
its blog have been provided, or rendered, in the United States since at least as
early as November 16, 2011, as set forth in our email below. Our client's
blogging services have been rendered in commerce that may be regulated by
the U.S. Congress -- commerce between the United States and a foreign
country. T.M.E.P. § 901.03. "Offering services via the Internet has been held
to constitute use in commerce, since the services are available to a national
and international audience who must use interstate telephone lines to access
a website." (T.M.E.P. §901.03). See Planned Parenthood Fed'n of Am., Inc. v.
Bucci, 42 USPQ2d 1430 (S.D.N.Y. 1997), aff'd, 152 F.3d 920 (2d Cir. 1998).

We submit that our client has superior rights to the mark TEKSAVVY for its
Class 41 blogging services in the United States, as well as Canada, based upon
its prior use in the United States of its mark in connection with its blog, and
this use would provide a basis to seek cancellation of your client's mark in the
U.S. Our client simply wants to obtain registrations for its TEKSAVVY marks
for the services set forth in its two pending applications, without the necessity
of filing a cancellation proceeding against your client's registration. This is the
basis of our request for a Consent To Registration as set forth in my email
below, and as we recently discussed on the telephone. Provided we can
obtain a Consent to Registration, we believe that we will be readily able to
agree to your client keeping its registration and continuing to use its mark in
the United States, and that this would be part of a side agreement to the
Consent To Registration.

We trust that the foregoing information is sufficient for your purposes;

however, if you have any questions or require any further information, please
do not hesitate to contact us.
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Best regards, and you and yours have a Joyous Holiday season and a Healthy
and a Happy 2017.

Ben Tobor

Ben D. Tobor

Shareholder

Greenberg Traurig, LLP | 1000 Louisiana Street | Suite 1700 | Houston, TX 77002
Tel 713.374.3568 | Fax 713.754.7568 | Cell 713.446.8939

ToborB@gtlaw.com | www.gtlaw.com
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AO 440 (Rev. 06/12) Summons in a Civil Action

UNITED STATES DISTRICT COURT

for the
District of Maryland
TEKSYSTEMS, INC. %
)
)
Plaintiff(s) )
V. % Civil Action No.
TEKSAVVY SOLUTIONS, INC. )
)
)
)
Defendant(s) )

SUMMONS IN A CIVIL ACTION

To: (Defendant’s name and address) TEKSAVVY SOLUTIONS, INC.
Serve On: Benjamin D. Tobor, Esq.
Greenberg Traurig
1000 Louisiana Street, Suite 1700
Houston, TX 77002

A lawsuit has been filed against you.

Within 21 days after service of this summons on you (not counting the day you received it) — or 60 days if you
are the United States or a United States agency, or an officer or employee of the United States described in Fed. R. Civ.
P. 12 (a)(2) or (3) — you must serve on the plaintiff an answer to the attached complaint or a motion under Rule 12 of
the Federal Rules of Civil Procedure. The answer or motion must be served on the plaintiff or plaintiff’s attorney,
whose name and address are:  Sherry H. Flax, Esq.

Saul Ewing LLP

500 E. Pratt St., Suite 900
Baltimore, MD 21202

(410) 332-8784 (Telephone)
sflax@saul.com

If you fail to respond, judgment by default will be entered against you for the relief demanded in the complaint.
You also must file your answer or motion with the court.

CLERK OF COURT

Date:

Signature of Clerk or Deputy Clerk
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AO 440 (Rev. 06/12) Summons in a Civil Action (Page 2)

Civil Action No.

PROOF OF SERVICE
(This section should not be filed with the court unless required by Fed. R. Civ. P. 4 (1))

This summons for (name of individual and title, if any)

was received by me on (date)

3 I personally served the summons on the individual at (place)

on (date) ; or

(3 I left the summons at the individual’s residence or usual place of abode with (name)

, a person of suitable age and discretion who resides there,

on (date) , and mailed a copy to the individual’s last known address; or

(A I served the summons on (name of individual) , who is

designated by law to accept service of process on behalf of (name of organization)

on (date) ; or
(A I returned the summons unexecuted because ;or
(A Other (specify):
My fees are $ for travel and $ for services, for a total of $ 0.00

I declare under penalty of perjury that this information is true.

Date:

Server’s signature

Printed name and title

Server’s address

Additional information regarding attempted service, etc:
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