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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

U.S. APPLICATION SERIAL NO. 86693803 

 

MARK: VERANDA 

 

          

*86693803*  
CORRESPONDENT ADDRESS: 
       JOHN S HALE 

       GIPPLE & HALE 

       6718 WHITTIER AVE STE 200 

       MCLEAN, VA 22101-4531 

        

  
GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

VIEW YOUR APPLICATION FILE 

 

APPLICANT: MARBLE SYSTEMS, INC. 

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       TMB-7855       

CORRESPONDENT E-MAIL ADDRESS:   

       gipple.hale@verizon.net 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 10/26/2016 

 
 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below.  See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B), 
715.04(a).  The following made final in the Office action dated March 25, 2016 are maintained and 
continue to be final:  Section (d) Refusal – Likelihood of Confusion.  See TMEP §§715.03(a)(ii)(B), 
715.04(a).   

 



In the present case, applicant’s request has not resolved the outstanding issue nor does it raise a new 
issue or provide any new or compelling evidence with regard to the outstanding issue in the final Office 
action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new light on 
the issues.  Accordingly, the request is denied. 

 

Specifically, in its September 27, 2016 request for reconsideration, applicant argues, that registrant’s 
“non-metal building materials for use in building decks; non-metal fencing; non-metal lattices” do not 
include the applied-for “ceramic tiles; ceramic tiles for flooring, facing, lining and coverings; glazed 
ceramic tiles; mosaic art tiles made of marble; natural stone tiles” because the term “decks” in the 
registrant’s identification of goods does not include “covered patios or pool areas.” Applicant also 
argues the goods of the registrant are “totally different” because “one does not or would not construct 
decks, fencing, and lattice of ceramic and/or mosaic tiles.”  

 

In the present case, the attached evidence from Merriam-Webster Dictionary, http://www.merriam-
webster.com/dictionary/deck, and Wikipedia, https://en.wikipedia.org/wiki/Deck shows that a deck is a 
“flat a flat floored roofless area adjoining a house” or a “concrete or tile area surrounding a swimming 
pool” and a patio is an  “area that adjoins a dwelling.” Thus, the registrants “Non-metal building 
materials for use in building decks” encompasses and applies to building materials used in the building 
of outdoor areas adjoined to a house or dwelling.   

 

Next, with respect to applicant’s and registrant’s goods, the question of likelihood of confusion is 
determined based on the description of the goods stated in the application and registration at issue, not 
on extrinsic evidence of actual use.  See Stone Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d 
1317, 1323, 110 USPQ2d 1157, 1162 (Fed. Cir. 2014) (quoting Octocom Sys. Inc. v. Hous. Computers 
Servs. Inc., 918 F.2d 937, 942, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990)).   

 

In this case, the identification set forth in the application and registration has no restrictions as to 
nature, type, channels of trade, or classes of purchasers.  Therefore, it is presumed that these goods 
“travel in the same channels of trade to the same class of purchasers.”  In re Viterra Inc., 671 F.3d 1358, 
1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting Hewlett-Packard Co. v. Packard Press, Inc., 281 
F.3d 1261, 1268, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)).  Further, the evidence demonstrates that the 
applicant’s narrow “ceramic tiles; ceramic tiles for flooring, facing, lining and coverings; glazed ceramic 
tiles; mosaic art tiles made of marble; natural stone tiles are presumed to be encompassed within 
registrant’s broad “non-metal building materials for use in building decks.” Specifically, the evidence 
shows entities commonly offer natural stone and ceramic tiles as an option for non-metal materials that 
can be used building decks.  In addition to the evidence attached to the previous office actions, please 
see the additional attached evidence: 

 



• Build Direct, https://www.builddirect.com/p/Kontiki-Interlocking-Deck-Tiles-Elements-Earth-
Series, (entity offering natural stone tiles for building decks)(October 26, 2016);  

• Floor & Décor, https://www.flooranddecor.com/outdoor-tile, (entity offering ceramic and natural 
stone tiles as material for outdoor decks)(October 26, 2016) 

• Pavers and Decks,  http://www.paversanddecks.com, (Offering natural stone tiles, namely, 
travertine, for use in building patios)(October 26, 2016);  

   

Further, where the marks of the respective parties are identical, as in this case, the degree of similarity 
or relatedness between the goods needed to support a finding of likelihood of confusion declines.  See 
In re i.am.symbolic, Llc, 116 USPQ2d 1406, 1411 (TTAB 2015) (citing In re Shell Oil Co., 992 F.2d 1204, 
1207, 26 USPQ2d 1687, 1689 (Fed. Cir. 1993)); TMEP §1207.01(a). 

 

Finally, applicant argues its goods are “expensive to purchase and are installed by sophisticated 
professionals, thereby reducing the likelihood of confusion.” The sophistication of potential consumer is 
not dispositive. When the relevant consumer includes both professionals and the general public, the 
standard of care for purchasing the goods is that of the least sophisticated potential purchaser.  Stone 
Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d. 1317, 1325, 110 USPQ2d 1157, 1163 (Fed. Cir. 
2014); Alfacell Corp. v. Anticancer, Inc., 71 USPQ2d 1301, 1306 (TTAB 2004). The additional evidence 
attached herein corroborates this interpretation. Specifically, the attached internet articles from Tile 
Lines, http://www.tilelines.com/design/wainscoting/outdoor-applications/, (offering instructions and 
tips for installing tile on outdoor decks and flooring)(October 26, 2016); Daltile, 
http://www.daltile.com/inspiration-and-diy/, (discussing how many homeowners choose natural stone 
or ceramic tiles for decks)(October 26, 2016); DIY Network, http://www.diynetwork.com/how-
to/rooms-and-spaces/floors/under-foot-outdoor-flooring-buyers-guide, (listing tile and natural stone as 
options for homeowners in building their own decks)(October 26, 2016); Tiling Treasure, 
http://www.tiling-treasures.com/interlocking-floor-tile.html, (describing natural stone and ceramic tiles 
specially designed for exterior use)(October 26, 2016) shows the relevant consumer ranges from the 
experienced professional to amateur “do-it yourself” homeowners. 

 

Even if consumers of the compared goods could be considered sophisticated and discriminating, it is 
settled that “even sophisticated purchasers are not immune from source confusion, especially in cases 
such as the present one involving identical marks and related goods [and/or services].”  In re 
i.am.symbolic, Llc, 116 USPQ2d 1406, 1413 (TTAB 2015) (citing In re Research & Trading Corp., 793 F.2d 
1276, 1279, 230 USPQ 49, 50 (Fed. Cir. 1986)); see also In re Shell Oil Co., 992 F.2d 1204, 1208, 26 
USPQ2d 1687, 1690 (Fed. Cir. 1993).  The identity of the marks and the relatedness of the goods 
“outweigh any presumed sophisticated purchasing decision.”  In re i.am.symbolic, Llc, 116 USPQ2d at 
1413 (citing HRL Assocs., Inc. v. Weiss Assocs., Inc., 12 USPQ2d 1819, 1823 (TTAB 1989), aff'd, 902 F.2d 
1546, 14 USPQ2d 1840 (Fed. Cir. 1990)); see also Stone Lion Capital Partners, LP v. Lion Capital LLP, 746 
F.3d 1317, 1325, 110 USPQ2d 1157, 1163-64 (Fed. Cir. 2014).   

 



In view of the above, the refusal under Trademarks Act Section 2(d) is maintained. If applicant has 
already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the Board will be 
notified to resume the appeal.  See TMEP §715.04(a).  

 

If no appeal has been filed and time remains in the six-month response period to the final Office action, 
applicant has the remainder of the response period to (1) comply with and/or overcome any 
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board.  TMEP 
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3).  The filing of a request for reconsideration does not stay 
or extend the time for filing an appeal.  37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).   

 

 

/Kara E. Jackson/ 

Kara E. Jackson 

Examining Attorney 

Law Office 120 

(571)272-4358 

Kara.Jackson@uspto.gov 

 

 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 


