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IN THE UNITED STATES OF PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Trademark Application of

MARBLE SYSTEMS, INC.

Examining Attorney JACKSON
Serial Number: 86/693,803

Law Oftice 120
Filed: July 15, 2015

For: VERANDA
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Commissioner for Trademarks
P.O. Box 1451
Alexandria, Virginia 22313-1451

Sir:

BRIEF FOR APPELLANT

I DESCRIPTION OF THE RECORD

A. Nature of the Case

This an ex parte appeal from the final decision of the Trademark Examining Attorney
refusing to register the mark VERANDA based on the Trademark Examining Final Office Action
dated March 25, 2016 and the Trad sk Examining Attorney’s Denial F |uest for
Reconsideration of October 26, 2016.

B. Disposition Below

The Examining Attorney issued the Final Refusal in an Office Action dated March 25,

2016, refusing registration on the grounds that there may be a likelihood of confusion under



Trademark Act Section 2(d) between the present U.S. Trademark Application Serial Number
86/693,803 for the mark VERANDA for the goods “CERAMIC TILES; CERAMIC TILES FOR
FLOORING, FACING, LINING AND COVERINGS; GLAZED CERAMIC TILES; MOSAIC
ART TILES MADE OF MARBLE; NATURAL STONE TILES” and U.S. Trademark
Registration Number 3,178,672 for the mark VERANDA for the goods “NON-METAL
BUILDING MATERIALS FOR USE IN BUILDING DECKS; NON-METAL FENCING;
NON-METAL LATTICES” in International Class 019. Appellant timely filed a Notice of
Appeal on September 26, 2016, along with the requisite fee and an official Response to the Final
Office Action.

Thereafter, the Trademark Trial and Appeal Board issued a Notice on October 5, 2016,
informing the Applicant that the Response of September 26, 2016 would be considered as a
Request for Reconsideration and remanded the application back to the Examining Attorney for
action. On October 25, 2016, the Examining Attorney denied Applicant’s Request for
Reconsideration. The Trademark Trial and Appeal Board issued a Notice on October 31, 2016
stating that the Appeal was resumed and Applicant had sixty days from the date of that notice to

file its Brief.

II. CATEMENT OF THE ISSU™"

Whether the Examining Attorney erred in refusing registration under Section 2(d) of the
Trademark Act when she asserted that there may be a likelihood of confusion under Trademark
Act Section 2(d) between the present U.S. Trademark Application Serial Number 86/693,803 for
the mark VERANDA on the goods CERAMIC TILES; CERAMIC TILES FOR FLOORING,
FACING, LINING AND COVERINGS; GLAZED CERAMIC TILES; MOSAIC ART TILES
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MADE OF MARBLE; NATURAL STONE TILES and U.S. Trademark Registration Number
3,178,672 for the mark VERANDA on goods identified as NON-METAL BUILDING
MATERIALS FOR USE IN BUILDING DECKS; NON-METAL FENCING; NON-METAL

LATTICES.

III.  RECITATION OF THE FACTS

Appellant filed an application on the Principal Register a trademark for the word mark
VERANDA on July 15, 2015 which was given Serial Number 86/693,803 and classified in
International Class 19.

The goods on which the mark is used was described in the application as filed were
CERAMIC TILES; CERAMIC TILES FOR FLOORING, FACING, LINING AND
COVERINGS; GLAZED CERAMIC TILES; MOSAIC ART TILES MADE OF MARBLE;
NATURE STONE TILES. The Examining Attorney issued a first refusal in an Office ion
dated October 27, 2015 refusing registration under Section 2(d) of the Trademark Act and citing
Registration Number 3,178,672 for VERANDA asserting likelihood of confusion. A Response
was timely filed on February 12, 2016 arguing over the rejection, presenting evidence and
additional information requested. A final Office Action ued on March 25, 2016 con”™ 1ed the
2(d) likelihood of confusion rejection citing Registration Number 3,178,672 for VERANDA. A
Response was timely filed on September 26, 2016, arguing over the rejection, along with a Notice
of Appeal and fee.

The Trademark Trial and Appeal Board issued a Notice on October 5, 2016, informing the
Applicant that the Response of September 26, 2016 would be considered as a Request for
Reconsideration and remanded the application back to the Examining Attorney for action. On
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October 26, 2016, the Examining Attorney denied Applicant’s Request for Reconsideration. The
application has been rejected in the aforementioned Office Actions refusing registration of the
mark under Section 2(d) of the Trademark Act because of Examining Attorney’s assertion that
there was a likelihood of confusion between the present U.S. Trademark Application Serial
Number 86/693,803 for the mark VERANDA and U.S. Trademark Registration Number
3,178,672 for the mark VERANDA as the goods were same and furthermore where the marks of
the respective parties are identical or virtually identical, the relationship between the relevant
goods need not be as close to support a finding of likelihood of confusion.

The Trademark Trial and Appeal Board issued a Notice on October 31, 2016, resuming the
ex parte appeal, noting that Applicant was allowed sixty (60) days from the mailing date in which

to file its Brief.

IV.  ARGUMENT

Applicant traverses the outstanding rejection that there may be a likelihood of confusion
under Trademark Act Section 2(d) between U.S. Trademark Registration Number 3,178,672 for
the mark VERANDA for the goods “NON-METAL BUILDING MATERIALS FOR USE IN
E JIN T KS; N N ITTT - T ‘G; NON-I 77 "ATT 3 ar Applic s
mark VERANDA Serial Number 86/693,803 for tI goods “CERAMIC TILES; CERAMIC
TILES FOR FLOORING, FACING, LINING AND COVERINGS; GLAZED CERAMIC TILES;
MOSAIC ART TILES MADE OF MARBLE; NATURAL STO... TILES.”

The goods with which the marks are associated significantly differ. The degree of
relatedness must be viewed in the context of all factors, in determining whether the goods are

sufficiently related that a reasonable consumer would be confused as the source or sponsorship.
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The cited ‘672 registration noted above is for non-metal building materials for use in
building decks, non-metal fencing and non-metal lattices. These building materials are made
from lumber and composite boards. The meaning and scope of the goods identified in an
identification of goods must be given their ordinary meaning and not stretched to cover every
possible interpretation. One does not or would not construct decks, fencing and lattices of
ceramic and/or mosaic tiles. As can be seen by Exhibit A, (the specimen filed with the renewal of
the ‘672 application as taken from the TSRD files of the United States Patent and Trademark

Office), clearly show that the ‘672 registrant uses grooved edges capped compori+~ decking br~=1

The product overview in the specimen notes that it looks, *~-talls and works like wood but resists
warping, rotting and damage from weather or insect attack and is made from premium recycled
wood and polymer. Indeed, the ordinary consumer chooses between composite board and wood
boards when selecting for a building contractor to build a deck.

There is a clear distinction between the ceramic and natural stone tiles and mosaic tiles of
Applicant and the specific decking board composite board of the cited ‘672 registration. Using
the Trademark Examiner’s argument since boats have decks, it would fall under the umbrella of
the ‘672 registration (see the VERANDA registration for boats on page 7). The goods are totally
different, have to meet different code specifications and have specifically different material
composition and uses as well as being installed by different building professionals in different
channels of trade.

The substitution of the goods of the ‘672 registration for the goods of Applicant would not
meet any building code and would not be approved by the locality building inspector.
Furthermore, the use of unapproved materials could have disastrous consequences for the
structural integrity and safety of a particular construction being built. Furthermore, Applicant’s
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goods are specifically different and noncompetitive.

The essential inquiry is whether there is sufficient overlap of the perspective purchasers of
the parties’ goods to confuse actual and potential purchasers. Because the goods are used on
construction projects that are “quite different” and sold to discriminating customers, there is no

likelihood of confusion even though both parties use the identical mark. Dynamics Research

Corp V I ~»~enau Mfg. Co., 217 USPQ 649 (Fed Cir. 1983)

In determining any likelihood of confusion among the relevant public analysis, all relevant
du Pont factors should be considered. Key considerations which must be considered are: (1)

similarities between the marks; and (2) the similarities between the goods or services. Each of the

factors may from case to case play a dominate role. ¥~"'~~~ "~ == P~~I"~ Enp‘~~yrises Inc., 21

USPQ2d 1142 (Fed. Cir. 1991).

Any one of these factors as well as any of the factors may control in a given case depending
on the evidence of record. Citigroup, Inc. v. ©'»=ital City Bank Grp. Inc., 637 F.3d at 1355, 98
USPQ2d at 1260 (Fed. Cir. 2011).

The Trademark Examining Attorney has interpreted “decks” to cover patios or pool areas
when the common meaning is “b. a roofless floored area that adjoins a house”, The ° nerican
Heritage “~77~~r Dintiner. ord ffieinan pgs. 359-360 (Exhibit B). Thus, the Trademark
Examiner has given a broader interpretation to the goods than would ordinarily be given by the
normal purchaser.

The word “veranda” has been registered numerous times, and the following VERANDA
trademarks are currently in force in the U.S. Patent and Trademark Office. Some representative

trademarks VERANDA marks are:



-

U.S. REG NO. MARK & GOODS/SERVICES INT’L CLASS

2,274,617 VERANDA 016
For: Periodical magazine dealing with homes, gardens and
lifestyles

3,118,416 VERANDA 012
For: Boats

4,481,770 VERANDA 011

For: Decorative water fountains; decorative table-top water
fountains; decorative electric candles for non-illumination

purposes

Contrary to the argument of the Trademark Examining Attorney, Applicant’s goods are
used in totally difference areas of construction and are unrelated to Registrant’s goods. Decks are
built primarily by carpenters in the decking industry. They are made of lumber and/or composite
board. Tile is the subject of another building specialty which requires a different skill set
different adhesives, different cutting tools and different installation tools. Furthermore,
Applicant provides relatively expensive goods to knowledgeable comparative purchasers who
pick the color and design of the tiles, the color of the grout and then pay thousands of dollars for a
tile setter to cut and lay the tile in the predetermined design. There is little to no impulse buying
because of the complexity including the necessity for color coordination, size and pattern
limitations. Generally speaking, decks and tile projects costs tens of thousands of dollars and
require specialists in the field which do not cross over to do deck construction or conversely, tile
la= © and cutting. The equipment required to do  :h type of job is different and the base
materials are manufactured by totally different manufacturers from totally different raw materials.
The discrimination and degree of care by users of the respective goods must be considered, along
with other relevant factors and give appropriate weight. The accompanying channels of trade are
different, as most tile stores only sell tile such that there would not be a likelihood of confusion as

to the source of these goods. There are some chain stores which do sell both lumber, composite



-~

board and tile but the ceramic tiles and natural stone tiles are separated from each other and are
linked to specific manufacturers.

The Board in the past has found no likelihood of confusion even with respect to identical
marks applied to goods and/or services used in a common industry when such goods and/or
services clearly differ and there is insufficient evidence to establish a reasonable basis for
assuming that the respective goods would have the same source of origin. See, e.g., Borg-"

Chemicals, Inc. v. Helena Chemical Company, 225 USPQ 222, 224 (TTAB1983). The

purchasers of Applicant’s goods exercise considerable care in purchasing the goods. As noted,
the trades in which the respective goods are used are completely different and would not be
handled by the same tradesman. There is no overlapping skill set.

While theoretically possible, any likelihood of confusion by purchasers regarding the
goods identified by the Applicant’s or Registrant’s marks is purely speculative inasmuch as (1) the
customers to whom the ‘672 Registrant’s marketing efforts would be directed are highly unlikely to
confuse tile products with lumber or composite board, and (2) the clientele to whom Applicant’s
goods are directed are sufficiently sophisticated purchasers and/or installers who are easily able to
discern the distinctions in the different end products usages. That these sophisticated purchasers
might encounter both marks (Applic: ‘s 1the Re ‘strant’s  rk) would involve at most only a
de minimis n Her of purchasers. ™~ other words, ~ overlap in custc ~ rs is too be

significant much less dispositive. Electronic Desi~= £ Calac v Elantanunis Nadg Systems, 954 F.

2d 713, 21 USPQ 2d 1388 (Fed Cir 1992).
In light of the relatively narrow scope, use and installation of Applicant’s goods, itist*~hly
unlikely that the marketplaces for the goods of this Applicant and those of the ‘672Re; rant

overlap.



When all these factors are taken together--the physical differences of the goods; the
sophistication of the purchasers and their knowledge of the construction industry; the necessity for
different skilled tradesmen to install the end building product, the lack of evidence that goods such
as those identified in Applicant's application and the cited ‘672 registration would emanate from
the same source as well as the goods, are not advertised together show that the 17 lihood of
confusion is unlikely.

Moreover as noted, the goods of Applicant are expensive to purchase as well as expensive
to install and are not the subject of impulse purchasing, but are purchased with care and
deliberation. In these circumstances, consumers would recognize the differences in source of
origin that these marks indicate different sources for the goods.

The Board has many times acknowledged that mere theoretical possibilities of confusion,
deception or mistake or de minimis situations are not the point of a likelihood of confusion
determination. Instead, trademark law deals with the practicalities of the commercial world.
Witco Chemical Co. v. Whitfield Chemical Co., Inc., 418 F.2d. 1403, 1405, 164 USPQ 43, 44-45
(CCPA 1969), aff'd 153 USPQ 412 (TTAB 1967). The , cticalities of the commercial world are
that there is little to no likelihood of confusion between Applicant’s mark and its goods and the

goods of the cited '672 registration.



V. SUMMARY
For the reasons set forth herein, it is respectfully urged that the rejection be reversed and
the present Application be allowed and passed to publication. If any costs are incurred, please
charge Deposit Account Number 07-1340.
Respectfully submitted,
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(703) 448-1770 x 301

6718 V" “‘tier Avenue, Suite 200
Mcl mn, Virginia 22101
Attorney Ref.: TMB-7855
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