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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)

OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION
SERIAL NO. 86604350

MARK: BIG HOP

CORRESPONDENT
ADDRESS:
BRIAN P. GREGG
MCNEES
WALLACE & NURICK
100 PINE STREET
HARRISBURG, PA
17108

*86604350*

GENERAL TRADEMARK
INFORMATION:
http://www.uspto.gov/trademarks/index.j sp

VIEW YOUR APPLICATION FILE
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APPLICANT: East End
Brewing Company, Inc.

CORRESPONDENT'S
REFERENCE/DOCKET
NO:

N/A
CORRESPONDENT
E-MAIL ADDRESS:

trademarks@mwn.com

REQUEST FOR RECONSIDERATION DENIED
ISSUE/MAILING DATE: 11/5/2017

The trademark examining attorney has carefully reviewed applicant’ s request for reconsideration filed October 3, 2017, and is denying the
request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP 8§8715.03(a)(ii)(B), 715.04(a). The following refusal made final in the
Office action dated April 19, 2017, is maintained and continues to be final: Section 2(d) refusal for likelihood of confusion with a registered
mark. See TMEP 88715.03(a)(ii)(B), 715.04(a).

In the present case, applicant’s request has not resolved the outstanding issue, nor does it raise anew issue or provide any new or compelling
evidence with regard to the outstanding issue in the final Office action. In addition, applicant’s analysis and arguments are not persuasive nor
do they shed new light on the issues. Accordingly, the request is denied.

Specifically, applicant argues that there are many more restaurants then beer producers, and so customers are comparatively unlikely to
encounter restaurants that sell beer under the same label. The NPD Group, alarge independent retail tracking group, estimated that there were
620,807 restaurant units in the United States as of February 2017. See NPD, “Tota U.S. Restaurant Counts Dip by Two Percent; Restaurant
Density IsAt ItsLowest Level in Ten Years,” https.//www.npd.com/wps/portal/npd/us/news/press-rel eases/'2017/total -us-restaurant-counts-dip-
by-two-percent-restaurant-density-is-at-its-lowest-level-in-ten-years’ (November 5, 2017).

However, this number ismisleading. As of April 2017, there were more than 26,000 Subway® brand restaurantsin the United States. See CNN
Money, http://money.cnn.com/2017/04/20/news/companies/subway-store-closing/index.html (November 5, 2017). Similarly, as of 2015,
McDonalds® brand restaurants had more than 15,000 |ocations nationwide. See 24/7 Wall Street, “The Number Of McDonald's In All 50
States,” http://247wallst.com/consumer-products/2016/09/04/the-number-of-mcdonal ds-in-all-50-states/ (November 5, 2017). In fact, the 20
largest restaurant franchises in the United States in 2016 accounted for more than 131,000 restaurant locations — more than one-fifth of all
restaurant locations nationwide. See QSR Magazine, “The QSR 50: Fifty brands rise above the rest in the $234 billion limited-service restaurant
industry,” https.//www.gsrmagazine.com/reports/2017-gsr-50 with data at https.//www.gsrmagazine.com/content/gsr50-2017-top-50-chart
(November 5, 2017). Quick serve restaurants (QSR) are also known as fast-food restaurants. See Wikipedia, “Fast food restaurant,”
https.//en.wikipedia.org/wiki/Fast food restaurant (November 5, 2017). Fast food restaurants in the United States seldom sell beer. Thrillist,
“Why Most Fast-Food Chains Don’t Serve Alcohol,”  https://www.thrillist.com/eat/nation/fast-food-restaurants-that-serve-alcohol. This
evidence suggests that a significant number of the restaurants in the country are all represented by a handful of marks, and these are not
necessarily the types of restaurants that would be expected to serve beer at all, nonethel ess serving beer under their own mark. A more apt basis
of comparison would be comparing the number of restaurants that sell beer (such as registrant’s) to the number of locations producing beer and
providing restaurant services under the same mark. These types of businesses clearly do operate in the same channels of trade.

Material obtained from the Internet is generally accepted as competent evidence in trademark examination. See In re Jonathan Drew Inc., 97
USPQ2d 1640, 1641-42 (TTAB 2011); In re Davey Prods. Pty Ltd., 92 USPQ2d 1198, 1202-03 (TTAB 2009); In re Leonhardt, 109 USPQ2d
2091, 2098 (TTAB 2008); TBMP §1208.03; TMEP 8§710.01(b). Articles from the online Wikipedia® encyclopedia may be used to support a
refusal or requirement, provided that an applicant has an opportunity to rebut such evidence. See In re Hinton, 116 USPQ2d 1051, 1053 n.10
(TTAB 2015); TBMP §1208.03; TMEP §710.01(b).

Moreover, applicant’s response relies heavily on In re Coors Brewing Co., 343 F.3d 1340, 68 USPQ2d 1059 (Fed. Cir. 2003) and cases citing to
it. However, the facts before the court in Coors, a case decided in 2003, were significantly different than they are today, and the analysis of the
relatedness of goods and/or services for likelihood of confusion under Trademark Act Section 2(d) is dependent on the facts at the time of
application. There are now more than 5,300 microbreweries, brewpubs, and regional specialty breweriesin the United States, a 365% increase
since the time of Coors. See BA Brewers Association, “ Statistics - NUMBER OF BREWERIES Historical U.S. Brewery Count,”
https.//www.brewersassoci ation.org/statistics/number-of-breweries/ (November 5, 2017). Under the same set of assumptions as those madein
Coors, these types of businesses are now more numerous nationwide than Indian restaurants (5,000 — see http://www.businessinsider.com/indian-
cuisine-gains-traction-in-the-us-2017-1 (November 5, 2017)) and sushi restaurants (3,946 — see https://www.stati sti cbrain.com/sushi-industry-
statistics/ (November 5, 2017)). This evidence supports the conclusion that, in the same way that consumers are likely to be familiar with Indian
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restaurants and sushi restaurants, consumers are likely to be familiar with companies that provide both beer and restaurant and bar services under
the same mark.

Applicant arguesin the request for reconsideration that the examining attorney attached only ten 3'd-party registrations showing registrations for
the same mark for both beer and restaurant and bar services, which may not suffice to prove relatedness of these goods and services. As
previously noted, the 3"d-party registrations attached to the prior Office action were not meant to be exhaustive, but to provide a representative
sample. In order to provide alarger sample, the examining attorney has attached 50 registrations of marks registered since October 2016 that
show applicant’s beer and registrant’ s restaurant and bar services sold and/or provided under the same mark.  See the following summary:

Reg. No. Mark

5323664 FOLKSBIER

5311058 AP AERO PLAINS BREWING
5310192 HOP NUTS BREWING

5282672 BIG OYSTER

5282427 START LINE

5272224 BREWPORT BREWING CO
5257526 KARLIFORNIA

5246096 HELIO BASIN - REWING][sic] CO -
5223145 TRUE WEST

5222657 KELSEN BREWING COMPANY
5222305 ROY PITZ

5201519 THE EXPLORIUM BREWPUB
5165867 PF

5159453 A CRAFTED EXPERIENCE
5140830 WOODS

5132852 (design)

5123369 BUBE'S BREWERY

5122597 (design)

5116328 PFRIEM

5311651 GOLDHORN

5312337 BALLAD BREWING

5307320 TASTE THE ALOHA

5291672 GRIXSEN

5282072 BIERPORT PITTSBURGH
5266901 6 DEGREES OF SEPARATION
5230173 BRASSERIE SAINT JAMES
5230172 BRASSERIE SAINT JAMES
5219468 BIERPORT

5202629 ARIZONA WILDERNESS BREWING CO.
5069295 FORGE BREW WORKS

5182271 PRAIRIE STREET

5172935 MASTHEAD BREWING CO.
5157438 DRINK WISCONSINBLY

5069117 SCOFFLAW

5164042 RIVERTOWNE

5161557 PAGOSA BREWING CO

5153753 VON TRAPP BREWING STOWE, VERMONT
5156797 SUGAR CREEK BREWING COMPANY - CHARLOTTE, NC - FIRST IN TASTE
5151936 WINTER HILL

5143547 DANVILLE BREWING CO.
5125483 81BAY

5106510 BANKHEAD BREWING CO.
5099203 (design)

5092101 FIRST IN TASTE

5083623 ALESATIAN

5077251 THE BREWER'S CABINET
5075232 LANSING BREWING COMPANY EST 1898
5072747 BC

5055162 CRAFT BREWERY 1912 BREWING CO. TUCSON, ARIZONA
5225626 CAN-CRAFTED




To provide further same-source evidence of the relatedness of beer and restaurant services, the examining attorney has attached evidence with
regards to Oregon, a state ranked 27" most populous in the United States with nearly 4.1 million inhabitants (See
https.//en.wikipedia.org/wiki/List of U.S. states and territories by population (November 5, 2017)). Oregon has at |east 30 brewpubs, defined
as “full-service restaurants that brew their own beer,” in a non-exclusive list of Oregon Breweries. See Wikipedia, “Brewing in Oregon,”
https.//en.wikipedia.org/wiki/Brewing in_Oregon (November 5, 2017). Eater Magazine lists “21 Essential Portland Brewpubs,”
https:.//pdx.eater.com/maps/best-Portland-breweries-craft-beer-food (November 5, 2017). Oregon Craft Beer identifies more than 200 breweries
in the state where there isfood onsite. See https.//oregoncraftbeer.org/breweries/ (November 5, 2017). Thefirst five results a phabetically all
offer restaurant services and beer under the same mark, and are attached as indicative of the accuracy of the other 200+ results.

http://www.1188brewing.com/our-beers
http://www.1188brewing.com/menu

http://www.13virtuesbrewing.com/brewery/
http://www.13virtuesbrewing.com/food/

http://www.7devil sbrewery.com/menu.html
http://www.7devil sbrewery.com/menu.html

https.//agales.com/taplist

http://www.alamedabrewing.com/beer/
http://www.al amedabrewing.com/menu/

Applicant offers a list of registrations purporting to show that similar marks commonly coexist for beer and restaurant services. None of the
relevant marks are identical. None of the marks are merely the pluralized form of the other. All the marks differ in more significant ways than
the two standard character marks at issue, BIG HOP and BIG HOPS. To any applicable extent, the examining attorney notes that the mere
submission of alist of registrations or a copy of a private company search report does not make such registrations part of the record, and objects
to any such evidence that is not accompanied by the relevant registration. In re Compania de Licores Internacionales SA., 102 USPQ2d 1841,
1843 (TTAB 2012); TBMP §1208.02; TMEP §710.03. To make third party registrations part of the record, an applicant must submit copies of
the registrations, or the complete electronic equivalent from the USPTO’s automated systems, prior to appeal. Inre Sar Belly Stitcher, Inc.,
107 USPQ2d 2059, 2064 (TTAB 2013); TBMP §1208.02; TMEP §710.03.

Applicant argues in the request for reconsideration that the examining attorney has improperly considered externa evidence that registrant sells
beer, even though this type of activity is reasonably encompassed by registrant’s “restaurant and bar services.” Applicant then turns to an
apparently contradictory discussion of the requirement to show “something more” when comparing goods and/or services such asthose at issue
here. Applicant's second position is the correct one. The relatedness of beverages and restaurant services may not be assumed; rather the
evidence of record must show “something more” than that similar or even identical marks are used for food products and for restaurant services.
In re Coors Brewing Co., 343 F.3d 1340, 1345, 68 USPQ2d 1059, 1063 (Fed. Cir. 2003) (quoting Jacobs v. Int'l Multifoods Corp., 668 F.2d
1234, 1236, 212 USPQ 641, 642 (C.C.P.A. 1982) ); see dso In re Giovanni Food Co., 97 USPQ2d 1990, 1991 (TTAB 2011). The TTAB has
previously accepted evidence of “something more” similar to that earlier provided by the examining attorney, stating “the fact that applicant’s
restaurant serves the type of goods (indeed the actual goods) identified in the cited registration is certainly probative evidence which supports a
finding under the second du Pont factor that applicant’s services and opposer’s goods are related.” In re Opus One Inc., 60 USPQ2d 1812
(TTAB 2001).

Finally, applicant argues that the registered mark is weak, and has submitted evidence regarding use of one of the terms in the registration, but
not both, or both together. Without accepting applicant’s characterization and any evidence not accompanied by a valid registration, the
examining attorney notes that the Court of Appealsfor the Federal Circuit and the Trademark Trial and Appeal Board have recognized that weak
marks are still entitled to protection under Section 2(d) against the registration by a subsequent user of a similar mark for related goods and/or
services. TMEP §1207.01(b)(ix); see King Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 1401, 182 USPQ 108, 109 (C.C.P.A.
1974); In re Max Capital Grp. Ltd., 93 USPQ2d 1243, 1246 (TTAB 2010); see also In re Morinaga Nyugyo Kabushiki Kaisha, 120 USPQ2d
1738, 1743 (TTAB 2016) (citing Towers v. Advent Software, Inc., 913 F.2d 942, 946, 16 USPQ2d 1039, 1042 (Fed. Cir. 1990); Inre Research &
Trademark Corp., 793 F.2d 1276, 1278, 230 USPQ 49, 49 (Fed. Cir. 1986); In re Clorox Co., 578 F.2d 305, 307-08, 198 USPQ 337, 340
(C.C.P.A.1978)).

In sum, the court in Coors observed that thereis no per se rule that beverages and restaurant services are related. Thereisalso no per serule
that they are not. Here, the evidence suggests that many companies are seeking registrations for both beer and restaurant and bar services. For
purposes of the goods/services comparison in this case, the many restaurants where consumers do not expect to be able to buy beer should be
excluded from the comparison because registrant has indicated that it provides both restaurant and bar services, and the previously attached
evidence shows that registrant does indeed significantly feature beer. Breweries and brewpubs are much more common now than they were at
the time of the Coorsdecision. Furthermore, applicant has not provided evidence that identical or nearly identical registrations commonly
coexist with respect to the relevant goods and services, or that applicant’s entire mark is weak.


https://en.wikipedia.org/wiki/List_of_U.S._states_and_territories_by_population
https://en.wikipedia.org/wiki/Brewing_in_Oregon
https://oregoncraftbeer.org/breweries/
http://www.1188brewing.com/our-beers
http://www.1188brewing.com/menu
http://www.13virtuesbrewing.com/brewery/
http://www.13virtuesbrewing.com/food/
http://www.7devilsbrewery.com/menu.html
http://www.7devilsbrewery.com/menu.html
https://agales.com/taplist
http://www.alamedabrewing.com/beer/
http://www.alamedabrewing.com/menu/

If applicant has aready filed atimely notice of appeal with the Trademark Trial and Appea Board, the Board will be notified to resume the
appeal. See TMEP §715.04(q).

If no appeal has been filed and time remains in the six-month response period to the final Office action, applicant has the remainder of the
response period to (1) comply with and/or overcome any outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to
the Board. TMEP 8§715.03(a)(ii)(B); see 37 C.F.R. 82.63(b)(1)-(3). Thefiling of arequest for reconsideration does not stay or extend the time
for filing an appeal. 37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).

/Matt Schwab/

Trademark Examining Attorney
U.S. Patent & Trademark Office
Law Office 120

Phone: (571) 272-5701
matthew.schwab@uspto.gov
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To: East End Brewing Company, Inc. (trademarks@mwn.com)

Subj ect: U.S. TRADEMARK APPLICATION NO. 86604350 - BIG HOP - N/A - Request for Reconsideration
Denied - Returnto TTAB

Sent: 11/5/2017 5:22:02 PM

Sent As: ECOM120@USPTO.GOV

Attachments:

UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 11/5/2017 FOR U.S. APPLICATION SERIAL NO. 86604350

Please follow the instructions below:

(1) TO READ THE LETTER: Click on this link or go to http://tsdr.uspto.gov, enter the U.S. application serial number, and click on
“Documents.”

The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail natification.

(2) TIMELY RESPONSE IS REQUIRED: Please carefully review the Office action to determine (1) how to respond, and (2) the applicable
response time period. Your response deadline will be calculated from 11/5/2017 (or sooner if specified in the Office action). A response
transmitted through the Trademark Electronic Application System (TEAS) must be received before midnight Eastern Time of the last day of the
response period. For information regarding response time periods, see http://www.uspto.gov/trademarks/process/status/responsetime.j sp.

Do NOT hit “Reply” to this email notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as
responses to Office actions. Instead, the USPTO recommends that you respond online using the TEAS response form located at
http://www.uspto.gov/trademarks/teas/response forms.jsp.

(3) QUESTIONS: For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney. For
technical assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail

TSDR@uspto.gov.

WARNING

Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application. For
more information regarding abandonment, see http://www.uspto.gov/trademarks/basi cs/abandon.jsp.

PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION: Private companies not associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations. These companies often use names that
closely resemble the USPTO and their solicitations may look like an officia government document. Many solicitations require that you pay
“f%s_”

Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation. All official USPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “ @uspto.gov.” For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation warnings.jsp.



mailto:trademarks@mwn.com
http://tsdr.uspto.gov/view.action?sn=86604350&type=REC&date=20171105#tdrlink
http://tsdr.uspto.gov/
http://www.uspto.gov/trademarks/process/status/responsetime.jsp
http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TSDR@uspto.gov
http://www.uspto.gov/trademarks/basics/abandon.jsp
http://www.uspto.gov/trademarks/solicitation_warnings.jsp



