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SERIAL NUMBER 86502276

LAW OFFICE
ASSIGNED

LAW OFFICE 117

MARK SECTION

MARK http://tmng-al.uspto.gov/resting2/api/img/86502276/large

LITERAL ELEMENT BRILLIANT COUTURE

STANDARD
CHARACTERS

YES

USPTO-GENERATED
IMAGE

YES

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font
style, size or color.

ARGUMENT(S)

REQUEST FOR RECONSIDERATION
 
This responds to the Office Action mailed on August 6, 2015. 
 
The Examining Attorney made the following requirement and refusal final:

·       Requirement to Reclassify Retail Store Services from Class 14 to Class 35; and
·       Section 2(e)(1) Descriptiveness Refusal.

 
Applicant responds to each issue in turn below.
 
A.   Requirement to Reclassify Retail Store Services from Class 14 to Class 35
 
The Examining Attorney noted that the wording “retail store services and retail on-line
services featuring jewelry, including rings, watches, bracelets, pendants, earrings, necklaces,
brooches and pins” in Class 14 must be reclassified into Class 35.   In response, Applicant
has deleted this wording from the application.  In view of the deletion of these services from
the application, Applicant submits that this requirement is now moot.
 
B.  Section 2(e)(1) Descriptiveness Refusal



 
In the non-final Office Action mailed on February 3, 2015, the Examining Attorney refused
registration of Applicant’s mark because the word “brilliant” means “a gem, esp. a diamond,
cut in a certain way with many facets for maximum brilliance” and “couture” means “high
fashion designing.”   According to the Examining Attorney, Applicant’s mark is merely
descriptive of the fact that  the “goods are cut in the brilliant shape” and are “couture, or
designed for high-fashion.”  
 
In response to the February 3, 2015 Office Action, Applicant disclaimed the term COUTURE
and argued that the term BRILLIANT featured in the BRILLIANT COUTURE mark is not
primarily merely descriptive. But, the Examining Attorney continued and made final the refusal
to register Applicant’s BRILLIANT COUTURE mark because she claims that the mark is
primarily merely descriptive under Section 2(e)(1) of the Lanham Act, 15 U.S.C. § 1052(e)(1). 
 
Applicant’s principal arguments in support of registration are as follows:
 

·       Applicant’s mark is subject to different meanings, is a double entendre and not merely
descriptive; and

·       the U.S. Patent and Trademark Office has acknowledged that the term BRILLIANT is
subject to multiple, non-descriptive, meanings in the context of jewelry.

 
i. Applicant’s Mark is Subject to Different Meanings, is a Double Entendre and not Merely
Descriptive
 
Applicant previously argued that the wording BRILLIANT is subject to other meanings.  But,
the Examining Attorney argued that “[d] escriptiveness is considered in relation to the relevant
goods and services,” citing, DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d
1247, 1254, 103 USPQ2d 1753, 1757 (Fed. Cir. 2012).   The Examining Attorney also stated
“[t]hat a term may have other meanings in different contexts is not controlling,” citing, In
re Franklin Cnty. Historical Soc’y , 104 USPQ2d 1085, 1087 (TTAB 2012) (citing In re Bright-
Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979)); TMEP §1209.03(e).  Applicant respectfully
requests that the Examining Attorney reconsider her position on this issue in view of the
arguments below.
 
The word BRILLIANT is defined as:
 

·       shining brightly; sparkling; glittering; lustrous (adjective);
·       distinguished; illustrious (adjective);
·       having or showing great intelligence, talent, quality, etc. (adjective);
·       strong and clear in tone; vivid; bright (adjective);
·       splendid or magnificent (adjective);
·       a gem, especially a diamond, having any of several varieties of the brilliant cut (noun);
·       very bright; flashing with light (adjective);
·       very impressive or successful (adjective); or
·       striking; distinctive (adjective).

 
Applicant previously provided a printout from the Merriam Webster online dictionary as Exhibit
A to its first Response to Office Action.  Another printout from the Merriam Webster online
dictionary, and printouts from Dictionary.com and Collins’ English Dictionary are attached



hereto as Exhibit A. 
 
The Examining Attorney’s position on the descriptiveness of Applicant’s mark is premised
on the theory that Applicant’s mark is descriptive of the fact that the goods are composed of
a gem, especially a diamond, having any of several varieties of the brilliant cut.  But,
Applicant’s mark is a double entendre.   A “double entendre” is a word or expression
capable of more than one interpretation. For trademark purposes, a “double entendre” is
an expression that has a double connotation or significance as applied to the goods or
services. The mark that comprises the “double entendre” will not be refused registration as
merely descriptive if one of its meanings is not merely descriptive in relation to the goods or
services. TMEP §1213.05(c). 
 
Here, in the context of jewelry, the word brilliant could refer to jewelry that is lustrous,
distinguished, magnificent, impressive or striking.  These are all words that are often used in
connection with the marketing of jewelry.  The case law on the subject of  “double
entendre” marks makes it clear that the associations that the public make must be fairly
readily, and must be readily apparent from the mark itself.  . TMEP §1213.05(c).  Here,  
consumers are likely to perceive the mark as a reference to couture jewelry that is distinctive,
striking, distinguished or impressive.  In fact, it is more likely that consumers will associate
the word BRILLIANT with these meanings that as a particular cut of diamond.   A “brilliant’
cut diamond is a particular cut of diamond that does not scream “couture” (high fashion) to
consumers.  It is one of the most common cuts of diamonds (see Exhibit B) and does evoke
feelings of “couture” or high fashion design to consumers.   So, consumers are more likely to
associate the word BRILLIANT with its other meanings. 
 
ii. The U.S. Patent and Trademark Office Has Acknowledged that the term BRILLIANT is
Subject to Multiple, Non-Descriptive, Meanings in the Context of Jewelry
 
The Examining Attorney appears to have misunderstood the purpose of the third party
registrations attached to Applicant’s August 3, 2015 Response to Office Action.   In the
August 6, 2015 Office Action the Examining Attorney asserted that “[t] he applicant argues that
other registrations exist on the register for jewelry that contain the word BRILLIANT, and
therefore its mark should register . . .  The fact that third-party registrations exist for marks
allegedly similar to applicant’s mark is not conclusive on the issue of descriptiveness.
[citations omitted].”
 
As set forth in Applicant’s August 6, 2016 Response to Office Action, the third party
registrations that were submitted were for the purpose of demonstrating that the word
BRILLIANT is ambiguous and subject to multiple meanings, and that on numerous occasions
the Trademark Office has recognized that the that the term BRILLIANT is not always a
descriptive term.
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DESCRIPTION OF
EVIDENCE FILE

Exhibits A and B

GOODS AND/OR SERVICES SECTION (current)

INTERNATIONAL
CLASS

014

DESCRIPTION

jewelry, namely, wedding bands, rings, bracelets, pendants, earrings, necklaces, brooches and jewelry
pins, retail store services and retail on-line services featuring jewelry, including rings, watches,
bracelets, pendants, earrings, necklaces, brooches and pins

FILING BASIS Section 1(b)

GOODS AND/OR SERVICES SECTION (proposed)

INTERNATIONAL
CLASS

014

TRACKED TEXT DESCRIPTION

jewelry, namely, wedding bands, rings, bracelets, pendants, earrings, necklaces, brooches and jewelry
pins, retail store services and retail on-line services featuring jewelry, including rings, watches,
bracelets, pendants, earrings, necklaces, brooches and pins; jewelry, namely, wedding bands, rings,
bracelets, pendants, earrings, necklaces, brooches and jewelry pins

FINAL DESCRIPTION

jewelry, namely, wedding bands, rings, bracelets, pendants, earrings, necklaces, brooches and jewelry
pins;

FILING BASIS Section 1(b)

SIGNATURE SECTION

RESPONSE SIGNATURE /MM/

SIGNATORY'S NAME Max Moskowitz

SIGNATORY'S
POSITION

Attorney for Applicant, New York bar member

SIGNATORY'S PHONE
NUMBER

(212) 382-0700

DATE SIGNED 02/08/2016

AUTHORIZED
SIGNATORY

YES

CONCURRENT APPEAL
NOTICE FILED

YES
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 86502276 BRILLIANT COUTURE(Standard Characters, see http://tmng-
al.uspto.gov/resting2/api/img/86502276/large) has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

REQUEST FOR RECONSIDERATION
 
This responds to the Office Action mailed on August 6, 2015. 
 
The Examining Attorney made the following requirement and refusal final:

·       Requirement to Reclassify Retail Store Services from Class 14 to Class 35; and
·       Section 2(e)(1) Descriptiveness Refusal.

 
Applicant responds to each issue in turn below.
 
A.   Requirement to Reclassify Retail Store Services from Class 14 to Class 35
 
The Examining Attorney noted that the wording “retail store services and retail on-line services
featuring jewelry, including rings, watches, bracelets, pendants, earrings, necklaces, brooches
and pins” in Class 14 must be reclassified into Class 35.   In response, Applicant has deleted
this wording from the application.  In view of the deletion of these services from the application,
Applicant submits that this requirement is now moot.
 
B.  Section 2(e)(1) Descriptiveness Refusal
 
In the non-final Office Action mailed on February 3, 2015, the Examining Attorney refused



registration of Applicant’s mark because the word “brilliant” means “a gem, esp. a diamond,
cut in a certain way with many facets for maximum brilliance” and “couture” means “high
fashion designing.”   According to the Examining Attorney, Applicant’s mark is merely
descriptive of the fact that  the “goods are cut in the brilliant shape” and are “couture, or
designed for high-fashion.”  
 
In response to the February 3, 2015 Office Action, Applicant disclaimed the term COUTURE and
argued that the term BRILLIANT featured in the BRILLIANT COUTURE mark is not primarily
merely descriptive. But, the Examining Attorney continued and made final the refusal to register
Applicant’s BRILLIANT COUTURE mark because she claims that the mark is primarily merely
descriptive under Section 2(e)(1) of the Lanham Act, 15 U.S.C. § 1052(e)(1). 
 
Applicant’s principal arguments in support of registration are as follows:
 

·       Applicant’s mark is subject to different meanings, is a double entendre and not merely
descriptive; and

·       the U.S. Patent and Trademark Office has acknowledged that the term BRILLIANT is
subject to multiple, non-descriptive, meanings in the context of jewelry.

 
i. Applicant’s Mark is Subject to Different Meanings, is a Double Entendre and not Merely
Descriptive
 
Applicant previously argued that the wording BRILLIANT is subject to other meanings.  But, the
Examining Attorney argued that “[d] escriptiveness is considered in relation to the relevant goods
and services,” citing, DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247,
1254, 103 USPQ2d 1753, 1757 (Fed. Cir. 2012).   The Examining Attorney also stated “[t]hat a
term may have other meanings in different contexts is not controlling,” citing, In re Franklin Cnty.
Historical Soc’y , 104 USPQ2d 1085, 1087 (TTAB 2012) (citing In re Bright-Crest, Ltd., 204
USPQ 591, 593 (TTAB 1979)); TMEP §1209.03(e).  Applicant respectfully requests that the
Examining Attorney reconsider her position on this issue in view of the arguments below.
 
The word BRILLIANT is defined as:
 

·       shining brightly; sparkling; glittering; lustrous (adjective);
·       distinguished; illustrious (adjective);
·       having or showing great intelligence, talent, quality, etc. (adjective);
·       strong and clear in tone; vivid; bright (adjective);
·       splendid or magnificent (adjective);
·       a gem, especially a diamond, having any of several varieties of the brilliant cut (noun);
·       very bright; flashing with light (adjective);
·       very impressive or successful (adjective); or
·       striking; distinctive (adjective).

 
Applicant previously provided a printout from the Merriam Webster online dictionary as Exhibit A
to its first Response to Office Action.  Another printout from the Merriam Webster online
dictionary, and printouts from Dictionary.com and Collins’ English Dictionary are attached
hereto as Exhibit A. 
 
The Examining Attorney’s position on the descriptiveness of Applicant’s mark is premised on



the theory that Applicant’s mark is descriptive of the fact that the goods are composed of a
gem, especially a diamond, having any of several varieties of the brilliant cut.  But, Applicant’s
mark is a double entendre.  A “double entendre” is a word or expression capable of more
than one interpretation. For trademark purposes, a “double entendre” is an expression that
has a double connotation or significance as applied to the goods or services. The mark that
comprises the “double entendre” will not be refused registration as merely descriptive if one of
its meanings is not merely descriptive in relation to the goods or services. TMEP §1213.05(c). 
 
Here, in the context of jewelry, the word brilliant could refer to jewelry that is lustrous,
distinguished, magnificent, impressive or striking.  These are all words that are often used in
connection with the marketing of jewelry.  The case law on the subject of  “double
entendre” marks makes it clear that the associations that the public make must be fairly
readily, and must be readily apparent from the mark itself.  . TMEP §1213.05(c).  Here,  
consumers are likely to perceive the mark as a reference to couture jewelry that is distinctive,
striking, distinguished or impressive.  In fact, it is more likely that consumers will associate the
word BRILLIANT with these meanings that as a particular cut of diamond.   A “brilliant’ cut
diamond is a particular cut of diamond that does not scream “couture” (high fashion) to
consumers.  It is one of the most common cuts of diamonds (see Exhibit B) and does evoke
feelings of “couture” or high fashion design to consumers.   So, consumers are more likely to
associate the word BRILLIANT with its other meanings. 
 
ii. The U.S. Patent and Trademark Office Has Acknowledged that the term BRILLIANT is Subject
to Multiple, Non-Descriptive, Meanings in the Context of Jewelry
 
The Examining Attorney appears to have misunderstood the purpose of the third party
registrations attached to Applicant’s August 3, 2015 Response to Office Action.   In the
August 6, 2015 Office Action the Examining Attorney asserted that “[t] he applicant argues that
other registrations exist on the register for jewelry that contain the word BRILLIANT, and
therefore its mark should register . . .  The fact that third-party registrations exist for marks
allegedly similar to applicant’s mark is not conclusive on the issue of descriptiveness. [citations
omitted].”
 
As set forth in Applicant’s August 6, 2016 Response to Office Action, the third party
registrations that were submitted were for the purpose of demonstrating that the word
BRILLIANT is ambiguous and subject to multiple meanings, and that on numerous occasions the
Trademark Office has recognized that the that the term BRILLIANT is not always a descriptive
term.
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Evidence in the nature of Exhibits A and B has been attached.
Original PDF file:
evi_631382302-20160208174826940313_._01870527.PDF
Converted PDF file(s) ( 28 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
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Evidence-18
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Evidence-28

CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant proposes to amend the following class of goods/services in the application:
Current: Class 014 for jewelry, namely, wedding bands, rings, bracelets, pendants, earrings, necklaces,
brooches and jewelry pins, retail store services and retail on-line services featuring jewelry, including
rings, watches, bracelets, pendants, earrings, necklaces, brooches and pins
Original Filing Basis:
Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the
application filing date, the applicant had a bona fide intention, and was entitled, to use the mark in
commerce on or in connection with the identified goods/services in the application. For a collective
trademark, collective service mark, or collective membership mark application: As of the application
filing date, the applicant had a bona fide intention, and was entitled, to exercise legitimate control over the
use of the mark in commerce by members on or in connection with the identified goods/services/collective
membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the
mark in commerce by authorized users in connection with the identified goods/services, and the applicant
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will not engage in the production or marketing of the goods/services to which the mark is applied, except
to advertise or promote recognition of the certification program or of the goods/services that meet the
certification standards of the applicant.

Proposed:
Tracked Text Description: jewelry, namely, wedding bands, rings, bracelets, pendants, earrings,
necklaces, brooches and jewelry pins, retail store services and retail on-line services featuring jewelry,
including rings, watches, bracelets, pendants, earrings, necklaces, brooches and pins; jewelry, namely,
wedding bands, rings, bracelets, pendants, earrings, necklaces, brooches and jewelry pins

Class 014 for jewelry, namely, wedding bands, rings, bracelets, pendants, earrings, necklaces, brooches
and jewelry pins;
Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the
application filing date, the applicant had a bona fide intention, and was entitled, to use the mark in
commerce on or in connection with the identified goods/services in the application. For a collective
trademark, collective service mark, or collective membership mark application: As of the application
filing date, the applicant had a bona fide intention, and was entitled, to exercise legitimate control over the
use of the mark in commerce by members on or in connection with the identified goods/services/collective
membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the
mark in commerce by authorized users in connection with the identified goods/services, and the applicant
will not engage in the production or marketing of the goods/services to which the mark is applied, except
to advertise or promote recognition of the certification program or of the goods/services that meet the
certification standards of the applicant.

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /MM/     Date: 02/08/2016
Signatory's Name: Max Moskowitz
Signatory's Position: Attorney for Applicant, New York bar member

Signatory's Phone Number: (212) 382-0700

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the owner's/holder's attorney or an associate thereof;
and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the owner/holder
in this matter: (1) the owner/holder has filed or is concurrently filing a signed revocation of or substitute
power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the
owner's/holder's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney
appointing him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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