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I.

Likelihood of Confusion – “Would Be” Not “Could Be”
In the Examining Attorney’s Appeal Brief, at the onset, the Examining Attorney

paraphrases the proper standard:
Trademark Act Section 2(d) bars registration of an applied-for mark
that so resembles a registered mark that it is likely that a potential
consumer would be confused, mistaken, or deceived as to the source
of the goods and/or services of the applicant and registrant. See 15
U.S.C. §1052(d).
See Office Action dated July 1, 2016 at 2 (emphasis added – the actual standard is “to be likely,
when used on or in connection with the goods of the applicant, to cause confusion, or to cause
mistake, or to deceive”).
However, as with the preceding prosecution, the Examining Attorney applies a “could be”
standard, i.e., not “to be likely” but rather “to be possible,” for concluding that there “exists a
likelihood of confusion . . .” between the Examining Attorney’s cited registrations and the instant
applications for NEXBANK. See id. As will be shown below, absent the Examining Attorney’s
improperly applied standard and/or faulty paradigm, the Examining Attorney would have likely
already allowed this application.
A.

NEXT MYNEXTBANK.COM (Registration No. 4,380,835)

The Examining Attorney specifically states:
consumers are generally more inclined to focus on the first word,
prefix, or syllable in any trademark or service mark. See Palm Bay
Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772,
396 F.3d 1369, 1372, 73 USPQ2d 1689, 1692 (Fed. Cir. 2005)
(finding similarity between VEUVE ROYALE and two VEUVE
CLICQUOT marks in part because “VEUVE . . . remains a
‘prominent feature’ as the first word in the mark and the first word
to appear on the label”); Century 21 Real Estate Corp. v. Century
Life of Am., 970 F.2d 874, 876, 23 USPQ2d 1698, 1700 (Fed Cir.
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1992) (finding similarity between CENTURY 21 and CENTURY
LIFE OF AMERICA in part because “consumers must first notice
th[e] identical lead word”) . . . .
See Office Action dated July 1, 2016 at 5 (emphasis added).
Regarding the instant application for NEXBANK and the Examining Attorney’s reliance
on the NEXT MYNEXTBANK.COM registration for refusal, there can be no confusion or mistake
that the “first word” of the applied-for NEXBANK is “NEXBANK” and “first word” of the
registered NEXT MYNEXTBANK.COM is “NEXT” – there can also be no mistake or confusion
regarding the fact that “NEXBANK” and “NEXT” are not “identical lead word[s].” See id. (citing
Century 21 Real Estate Corp. v. Century Life of Am., 23 USPQ2d at 1700). Accordingly, while
there may be a slight possibility that consumers “could be” confused between the trademarks of
NEXBANK and NEXT MYNEXTBANK.COM -- based on the Examining Attorney’s own cited
case law, there is no possibility that consumers “would be” confused between the trademarks
of NEXBANK and NEXT MYNEXTBANK.COM. Therefore, because the proper standard
for likelihood of confusion “likely to cause,” e.g., the Examining Attorney’s “would be”
standard, the Examining Attorney has not provided sufficient evidentiary support to maintain the
refusal of the application
for

NEXT

for

NEXBANK

based

on

Registration

No.

4,380,835

MYNEXTBANK.COM.1

Regarding the Examining Attorney’s reliance on Crocker Nat’l Bank v. Canadian Imperial Bank
of Commerce, 228 USPQ 689, 690-91 (TTAB 1986), In re Corning Glass Works, 229 USPQ 65,
66 (TTAB 1985), and In re Pellerin Milnor Corp., 221 USPQ 558, 560 (TTAB 1983), none of
these cases support the Examining Attorney’s determination that NEXBANK and NEXT
MYNEXTBANK.COM “create a similar overall commercial impression” because all of the
Examining Attorney’s cited cases involved the comparison of single word marks, wherein the
applied for trademarks differed from the registered trademarks by an average addition/deletion of
1
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B.

NXT BANK (Registration No. 4,978,333)

The Examining Attorney specifically states:
Regarding Registration No. 4,978,333, registrant’s mark is NXT
BANK. The examining attorney attached evidence Regarding
Registration No. 4,978,333, registrant’s mark is NXT BANK. The
examining attorney attached evidence to the Office action dated
October 2, 2017, showing that “NXT” is an abbreviation for
“NEXT.”
See Office Action dated July 1, 2016 at 5 (emphasis added).
Appellant respectfully submits the Examining Attorney’s “attached evidence to the Office
action dated October 2, 2017, showing that “NXT” is an abbreviation for “NEXT,” is identified as
Attachments 4-7 and consist of printouts from the website AR Acronym Finder, available at
www.acronymfinder.com. See Office Action dated July 1, 2016 at 5. Appellant also respectfully
submits that the Examining Attorney’s reliance on AR Acronym Finder for the meaning of “NXT”
precludes “NXT” from being confused with the sound/pronunciation of the term “NEXT,” “NEX,”
or “NEXBANK.” Acronym is defined as “a word (such as NATO, radar, or laser) formed from
the initial letter or letters of each of the successive parts or major parts of a compound term.” See
Merriam-Webster Dictionary, available at, https://www.merriam-webster.com/dictionary/
acronym. As such, the Examining Attorney’s reliance on “NXT” being an acronym means that
the letters in “NXT” must actually represent three distinct words or terms – i.e., “NXT” cannot
stand for the single word “NEXT.” Moreover, the Examining Attorney’s reliance on the website

less than two letters. See Office Action dated July 1, 2016 at 5. Aside from the fact that NEXT
MYNEXTBANK.COM is not a single word trademark, the instant NEXBANK trademark differs
from the cited NEXT MYNEXTBANK.COM by ten letters.
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AR Acronym Finder for the meaning of “NXT” also means that “NXT” would not be pronounced
to sound like the word “NEXT,” but rather would be pronounced as “N” “X” “T” much like FBI
is pronounced “F” “B” “I.” See Merriam-Webster Dictionary, available at, https://www.merriamwebster.com/dictionary/initialism (“an abbreviation formed from initial letters . . . acronym should
only be used for terms like NATO, which is pronounced as a single word, and that initialism should
be used if the individual letters are all pronounced distinctly, as with FBI.”). Furthermore, as
summarized by Daily Writing Tips:
an acronym is an invented word made up of the initial letters or
syllables of other words, like NASA or NATO. Fewer probably
know that an initialism is a type of acronym that cannot be
pronounced as a word, but must be read letter-by-letter, like FBI or
UCLA.
See Daily Writing Tips, available at, https://www.dailywritingtips.com/acronym-vs-initialism/.
The Examining Attorney simply has provided no support for the conclusion that the term
“NXT” in the trademark “NXT BANK” would be pronounced like the word “NEXT,” in fact, the
Examining Attorney’s “evidence” supports the conclusion that the term “NXT” in the trademark
“NXT BANK” would be pronounced “N” “X” “T.” See Merriam-Webster Dictionary, available
at, https://www.merriam-webster.com/dictionary/initialism.
It appears as though the Examining Attorney’s own paradigm, i.e., that the term “NXT”
“could be” pronounced to sound like the word “NEXT,” caused the Examining Attorney to ignore
the facts that (1) the term “NXT” should be pronounced “N” “X” “T,” (2) that term “NXT” has a
particular meaning in banking parlance, see Exhibit 1 (“NXT is an advanced open source
blockchain platform that builds on the first wave of pioneering cryptocurrencies like Bitcoin. The
NXT platform includes many core-level features, such as a Decentralized Asset Exchange,
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Marketplace, and Voting system, all in addition to the NXT digital currency itself.”), and (3) if the
term “NXT” in the trademark “NXT BANK” was intended to be pronounced to sound like the
word “NEXT,” the term “NXT” in the trademark “NXT BANK” would have been made to be an
abbreviation ending with a period (“NXT.”), much like “MR.” (pronounced “MISTER”), “PROF.
(pronounced “PROFESSOR”), or “DR.” (pronounced “DOCTOR”), see Guide to Grammar,
available at, https://guidetogrammar.org/grammar/abbreviations.htm.
Based on the foregoing, Appellants respectfully submit that just because the Examining
Attorney has concluded that the term “NXT” “could be” pronounced like the word “NEXT” –
such a conclusion cannot meet the Trademark Act Section 2(d)’s standard for likelihood of
confusion because the Examining Attorney has proffered no evidence that (1) consumers would
be likely to pronounce the term “NXT” in the trademark “NXT BANK” like the word “NEXT” or
that (2) consumers would be likely to confuse Registration No. 4,978,333, pronounced as “‘N’ ‘X’
‘T’ BANK,” with the instant “NEXBANK” trademark. See 15 U.S.C. §1052(d).
Due to the Examining Attorney’s own evidence, and the absence of any evidence that the
term “NXT” would not be pronounced as “N” “X” “T,” there can be no likelihood of confusion
between the registered “NXT BANK” trademark and the instantly applied-for “NEXBANK”
trademark because “it is [not] likely that a potential consumer would be confused, mistaken, or
deceived as to the source of the goods and/or services of the applicant and registrant.” See Office
Action dated July 1, 2016 at 2 (citing 15 U.S.C. §1052(d)) (emphasis added).
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CONCLUSION
For the reasons given above, the Examining Attorney has failed to meet the burden
necessary to establish that Appellant’s mark, that NEXBANK is confusingly similar to either
NEXT MYNEXTBANK.COM or NXT BANK. In light of the above, Appellant respectfully
requests that the Board grant this Ex Parte Appeal and allow the registration of NEXBANK.
If a telephone conference would facilitate the resolution of any issue or expedite the
prosecution of the mark, the Examining Attorney is invited to telephone the undersigned at the
telephone number given below.

Respectfully submitted,
WICK PHILLIPS GOULD & MARTIN, LLP

Date:

July 22, 2019

3131 McKinney Ave., Suite 100
Dallas, TX 75204
(214) 692-6200 (Telephone)
(214) 692-6255 (Facsimile)

/Jerry C. Harris, Jr./
Jerry C. Harris, Jr.
Reg. No. 66,822
ATTORNEY FOR APPELLANT
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