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Request for Reconsideration after Final Action

Thetable below presentsthe data as entered.

SERIAL NUMBER | 86389465

LAW OFFICE

ASSIGNED LAW OFFICE 108

MARK SECTION (current)
MARK FILE NAME http://tmng-al .uspto.gov/resting2/api/img/86389465/large
LITERAL ELEMENT BODYWORN THE ULTIMATE WITNESS UU

STANDARD
CHARACTERS NO

USPTO-GENERATED
IMAGE NS

COLORES) CLAlMED Color is not claimed as a feature of the mark.

(If applicable)

DESCRIPTION OF THE | The mark consists of a unitary composite including a stylized shield design
MARK with the words "BODYWORN THE ULTIMATE WITNESS' within a
(and Color Location, if | rectangle in the top section of the shield and two interlocking elements
applicable) depicting the letters "U" within acircle, surrounded by awreath.

MARK SECTION (proposed)

\TICRS\EEXPORT16\IMAGEOUT 16\863\894\86389465\xml11
\RFR0002.JPG

MARK FILE NAME

LITERAL ELEMENT BODYWORN THE ULTIMATE WITNESS UU

STANDARD
CHARACTERS NO

USPTO-GENERATED
IMAGE NO

COLOR MARK NO

DESCRIPTION OE THE | The mark consists of aunitary composite including a stylized shield design
MARK with the words"BODYWORN THE ULTIMATE WITNESS" within a
(and Color Location, if | rectangle in the top section of the shield and two interlocking elements
applicable) depicting the letters "U" within acircle, surrounded by awreath.
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PIXEL COUNT

ACCEPTABLE NO
PIXEL COUNT 234 x 260
ARGUMENT(S)

Please see the actual argument text attached within the Evidence section.
EVIDENCE SECTION

EVIDENCE FILE NAME(S)

ORIGINAL PDF

FILE evi_21685225197-20160119192113383289 . Request Reconsideration.pdf

CONVERTED PDF
FILE(S) \\TICRS\EXPORT16\IMAGEOUT 16\863\894\86389465\xml 11\RFR0003.JPG

(2 pages)
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DESCRIPTION OF
EVIDENCE FILE

SIGNATURE SECTION

remarks

RESPONSE

SIGNATURE /Stephen M. Schaetzel/

SIGNATORY'SNAME | Stephen M. Schaetzel

SIGNATORY'S .
e Attorney of record, Georgia bar member
SIGNATORY'S PHONE

UL IEER 404-645-7700

DATE SIGNED 01/19/2016

AUTHORIZED

SIGNATORY YES

CONCURRENT

APPEAL NOTICE YES

FILED

FILING INFORMATION SECTION
SUBMIT DATE Tue Jan 19 19:25:43 EST 2016

USPTO/RFR-XXX. XX XXX.XXX-
20160119192543932787-8638
9465-550164396fcd672cde06
€8f9e61b81c875d0e39c5¢ch51
ad323065ff80327c68-N/A-N/
A-20160119192113383289

TEASSTAMP
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Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unlessit displays a
valid OMB control number.

Request for Reconsider ation after Final Action
Tothe Commissioner for Trademarks:

Application serial no. 86389465 BODYWORN THE ULTIMATE WITNESS UU (Stylized and/or with
Design, see http://tmng-al .uspto.gov/resting2/api/img/86389465/large) has been amended as follows:

MARK

Applicant proposesto amend the mark asfollows:

Current: BODYWORN THE ULTIMATE WITNESS UU (Stylized and/or with Design, see http://tmng-
al.uspto.gov/resting2/api/img/86389465/large)

Proposed: BODYWORN THE ULTIMATE WITNESS UU (Stylized and/or with Design, see mark

The applicant is not claiming color as a feature of the mark.

The mark consists of a unitary composite including a stylized shield design with the words
"BODYWORN THE ULTIMATE WITNESS" within arectangle in the top section of the shield and two
interlocking elements depicting the letters "U" within a circle, surrounded by a wreath.

ARGUMENT(S)
In responseto the substantive refusal(s), please note the following:

Please see the actual argument text attached within the Evidence section.

EVIDENCE

Evidence in the nature of remarks has been attached.

Original PDF file:

evi_21685225197-20160119192113383289 . Request Reconsideration.pdf
Converted PDF file(s) ( 2 pages)

Evidence-1

Evidence-2

SIGNATURE(S)

Request for Reconsideration Signature

Signature: /Stephen M. Schaetzel/ Date: 01/19/2016
Signatory's Name: Stephen M. Schaetzel

Signatory's Position: Attorney of record, Georgia bar member

Signatory's Phone Number: 404-645-7700

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of aU.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the owner's’/holder's attorney or an associate thereof;
and to the best of his’her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his’her company/firm previously represented the owner/hol der
in this matter: (1) the owner/holder has filed or is concurrently filing a signed revocation of or substitute
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power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the
owner's’holder's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney
appointing him/her as an associate attorney in this matter.

The applicant isfiling a Notice of Appeal in conjunction with this Request for Reconsideration.

Serial Number: 86389465

Internet Transmission Date: Tue Jan 19 19:25:43 EST 2016

TEAS Stamp: USPTO/RFR-XXX. XX . XXX.XXX-201601191925439
32787-86389465-550164396fcd672cde06e8f9e
61b81c875d0e39c5ch51ad323065ff80327¢68-N
/A-N/A-20160119192113383289



BODY\VWORN

The Ultimate Witness




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Mark:
Serial No: 86/389.,465 Law Office: 108

Trademark Attorney: Caryn Glasser
Applicant: Utility Associates, Inc.

Attorney Docket No: 10496-801US1

REQUEST FOR RECONSIDERATION

Applicant hereby acknowledges receipt of and responds as follows to the Final Official

Action mailed July 16, 2015.

New Drawing

Applicant has provided a replacement drawing of the mark without the use of the

registration symbol as requested.
Disclaimer

Finally, the Examining Attorney, again, states that the Applicant must disclaim
“BODYWORN” on grounds that it merely describes a feature of the applicant’s goods and/or
services. The Examining Attorney cites, inter alia, 15 U.S.C. § 1052(e)(1) and DuoProSS
Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.2d 1247, 103 U.SPQ 2d 1753 (Fed. Cir.

2012) in support. Applicant respectfully traverses this registration.

The finding that a mark 1s merely descriptive must be based on substantial evidence. In
re Bayer Aktiengesellschaft, 488 F.3d 960, 82 USPQ2d 1828, 1831 (Fed. Cir. 2007). In support

of the request for a disclaimer of the unitary term “BODYWORN,” the Examining Attorney



continues to rely on evidence presented in the previous office action. Applicant respectfully,
submits that all of the evidence presented by the Examining Attorney shows use of two separate
words -- “body” and “worn.” The Examining Attorney presented no evidence of the use of the
unitary term “BODYWORN.” Therefore, Applicant submits that the Examining Attorney did
not present substantial evidence and, in fact, no evidence has been presented showing a

descriptive or generic use of the unitary term.

As the Examining Attorney has pointed out, a “merely descriptive” term 1s one that
describes a feature of the applicant’s goods and/or services. Theretore, based on this definition,
for the term “BODYWORN™ to be considered merely descriptive, the goods and associated
services would need to be physically worn on a body. Applicant’s goods used in association
with this mark are not actually or physically worn on the body but rather, may be attached to
clothing or other articles. For example, a “SBODYWORN” camera may be secured within a
police cruiser. Therefore, at most, the unitary term “BODYWORN™ is suggestive with reference
to the Class 009 goods and, therefore, registrable because it takes imagination to determine the
nature of the goods. Further, the unitary term “BODY WORN” is not descriptive of the Class

042 services and, therefore, registrable.

Accordingly, Applicant respectfully traverses the disclaimer requirement, and submits

that the mark is in condition for publication. Such action is courteously solicited.
Respectfully submitted,
/Stephen M. Schaetzel/

Stephen M. Schaetzel
Attorney of record
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