From: Lott, Maureen D.

Sent: 12/7/2016 12:39:47 PM

To: TTAB EFiling

CC:

Subject: U.S. TRADEMARK APPLICATION NO. 86241032 - THE A TEAM - 012644-00024 - SU - Request for
Reconsideration Denied - Return to TTAB

sk % 5k % ok 5k % ok % ok 5k % 5k % %k ok % 5k %k %k ok % 5k 3k %k ok % ok %k %k ok % %k 5k % >k % %k 5k % >k %k %k ok k Kk kK k
Attachment Information:

Count: 1

Files: 86241032.doc



UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 86241032

MARK: THE A TEAM

CORRESPONDENT ADDRESS:
ARTHUR J DEBAUGH

BELL DAVIS & PITT PA
100 N CHERRY ST STE 600

WINSTON SALEM, NC 27101-4016

APPLICANT: Scend, LLC

CORRESPONDENT’S REFERENCE/DOCKET NO:

012644-00024
CORRESPONDENT E-MAIL ADDRESS:

trademarks@belldavispitt.com

GENERAL TRADEMARK INFORMATION:

http://www.uspto.gov/trademarks/index.jsp

VIEW YOUR APPLICATION FILE

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 12/7/2016

The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B),
715.04(a). The specimen refusal made final in the Office action dated May 20, 2016 is maintained and
continues to be final. See TMEP §§715.03(a)(ii)(B), 715.04(a).

In the present case, applicant’s request has not resolved the outstanding issue, nor does it raise a new
issue or provide any new or compelling evidence with regard to the outstanding issue in the final Office



action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new light on
the issues. Accordingly, the request is denied.

Applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board. Thus,
the Board will be notified to resume the appeal. See TMEP §715.04(a).

Please note that the specimen issue is discussed again below.

Specimen

Introduction:

An application based on Trademark Act Section 1(a) must include a specimen showing the applied-for
mark in use in commerce for each international class of services identified in the statement of use. 15
U.S.C. §1051(a)(1); 37 C.F.R. §§2.34(a)(1)(iv), 2.56(a); TMEP §§904, 904.07(a).

Examples of specimens for services include advertising and marketing materials, brochures, photographs
of business signage and billboards, and webpages that show the mark used in the actual sale, rendering,
or advertising of the services. See TMEP §1301.04(a), (h)(iv)(C). And, as stated above, specimens
comprising advertising or promotional materials must show a direct association between the mark and
the services. In re WAY Media, Inc., 118 USPQ2d at 1698 (quoting In re Universal Oil Prods. Co., 476 F.2d
at 655, 177 USPQ at 457; TMEP §1301.04(f)(ii).

Refusal:

Registration is refused because the substitute specimen does not show a direct association between the
applied-for mark and the identified services; thus the specimen fails to show the applied-for mark in use
in commerce. Trademark Act Sections 1 and 45, 15 U.S.C. §§1051, 1127; 37 C.F.R. §§2.34(a)(1)(iv),
2.56(a); TMEP §§904, 904.07(a), 1301.04(f)(ii), (g)(i).

Specimens consisting of advertising or promotional materials must show a direct association between
the mark and the services for which registration is sought. In re WAY Media, Inc., 118 USPQ2d 1697,
1698 (TTAB 2016) (quoting In re Universal Oil Prods. Co., 476 F.2d 653, 655, 177 USPQ 456, 457 (C.C.P.A.
1973)); TMEP §1301.04(f)(ii). To show this direct association, the specimen must contain an explicit



reference to the services, in addition to the mark being used on the specimen to identify the service and
its source. In re WAY Media, Inc., 118 USPQ2d at 1698 (quoting In re Osmotica Holdings, Corp., 95
USPQ2d 1666, 1668 (TTAB 2010)); TMEP §1301.04(f)(ii). While the exact nature of the services does not
need to be specified in the specimen, there must be something which creates in the mind of the
purchaser an association between the mark and the service. In re Adair, 45 USPQ2d 1211, 1215 (TTAB
1997) (quoting In re Johnson Controls Inc., 33 USPQ2d 1318, 1320 (TTAB 1994)).

In the present case, the proposed mark is “THE A TEAM” and the services are “automobile dealerships.”
Applicant’s specimen is a business card. While business cards may often be acceptable specimens for
services, it is important to keep in mind that a specimen must show the mark used in a manner that
creates in the minds of potential consumers a direct association between the mark and the services.

In this case, the business card specimen submitted by applicant does not reference dealerships nor does
any other information thereon create a direct association between the mark and automobile
dealerships. The only automobile-related or vehicle-related term on the specimen is “motorsports.”
However, “motorsports” is insufficient, by itself, to create the impression of a dealership of some kind.
In fact, upon viewing the specimen, one might think that the services being provided are motorsport
entertainment services such as car racing events or motorcycle competitions of some sort.

As an additional matter, “The A TEAM” on the specimen could be perceived merely to identify a
member of a sales team rather than as a trademark for automobile dealerships. Significantly, the
specimen includes the wording “A member of the THE A TEAM” directly under a person’s name (the
mark is directly above the person’s name as well). In its response, applicant said, “The use of the phrase
‘A member of THE A TEAM’ connotes that the business card owner is a member of a sales team at the
automobile dealership, in this case at Foothill Ford.”

Thus, upon viewing the specimen, it is possible that a consumer may infer that applicant’s services are
somehow related to motorsports. However, based solely on the specimen, the consumer would not be
able to specifically make a direct association with mark and with automobile dealerships.

Applicant’s Argument:

Applicant argues that the services may be inferred from the specimen because “any consumer would
understand that the words ‘Foothill Ford’ denotes an automobile dealership.” Applicant’s argument
relies on the fact that “FORD” is a famous trademark/service mark for automobiles and automobile
dealerships. Applicant believes that this wording along with “motorsports” on the specimen would
immediately convey to consumers that applicant is using “THE A TEAM” in connection with automobile
dealerships.



Applicant’s argument is appreciated. However, the examining attorney respectfully disagrees.

As a preliminary matter, applicant has provided no evidence that “FORD” is famous (except that
applicant referenced a case that allegedly supports this conclusion), that “Foothill Ford” is a dealership
associated with the famous “FORD” brand, or that consumers perceive the use of “Foothill Ford” on the
specimen to refer to an automobile dealership.

Moreover, to the extent that consumers would perceive “FORD” on the specimen to refer to the famous
company, it is unclear from the specimen which of the company’s motorsports-related goods/services
the proposed mark is being used in connection with. The use of “motorsports” or “FORD” on the
specimen could call to mind a variety of vehicle goods and services including racing events, motorsport
vehicle repair, etc. There simply is no additional information on the specimen to infer that the specific
services being provided are automobile dealerships.

In light of the foregoing, the final specimen refusal is continued. Thus, the present application file will
be returned to the Board to resume the appeal.

Sincerely,

/MaureenDallLott/

Maureen Dall Lott

Trademark Examining Attorney, Law Office 105
United States Patent and Trademark Office
571-272-9714

maureen.lott@uspto.gov






