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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 86132188
MARK: OLIVE UNDERTONE
CORRESPONDENT ADDRESS:
THEODORE F SHIELLS
SHIELLS LAW FIRM PC
1910 PACIFIC AVENUE SUITE 14000
DALLAS, TX 75201
APPLICANT: Xen Products and Marketing, Inc.

*86132188*
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

VIEW YOUR APPLICATION FILE

CORRESPONDENT’S REFERENCE/DOCKET NO :
XEN 8243000
CORRESPONDENT E-MAIL ADDRESS:
tfshiells@shiellslaw.com

OFFICE ACTION
STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S
COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW. A RESPONSE
TRANSMITTED THROUGH THE TRADEMARK ELECTRONIC APPLICATION SYSTEM (TEAS) MUST BE RECEIVED BEFORE
MIDNIGHT EASTERN TIME OF THE LAST DAY OF THE RESPONSE PERIOD.

ISSUE/MAILING DATE: 2/6/2017

THIS IS A FINAL ACTION.

INTRODUCTION
This Office action is in response to applicant’s communication filed on January 9. 2017.
In a previous Office action(s) dated July 8, 2016, the trademark examining attorney refused registration of the applied-for mark based on the
following: Trademark Act Section 2(e)(1) for a merely descriptiveness of the applied-for mark, Alternate Refusal under Section 2(e)(1) for deceptively misdescriptive mark, and failure to function as a trademark.
In addition, the following refusal(s) and/or requirement(s) have been withdrawn: failure to function as a trademark. See TMEP §§713.02,
714.04.
Further, the trademark examining attorney maintains and now makes FINAL the refusal(s) and/or requirement(s) in the summary of issues
below. See 37 C.F.R. §2.63(b); TMEP §714.04.
SUMMARY OF ISSUES MADE FINAL that applicant must address:
Section 2(e)(1) Refusal - Merely Descriptive
Alternate Refusal Under Section 2(e)(1) – Deceptively Misdescriptive
Insufficient Evidence For Registration Under Section 2(f)
SECTION 2(e)(1) REFUSAL - MERELY DESCRIPTIVE
Registration is refused because the applied-for mark merely describes a feature, characteristic, purpose, and intended user of applicant’s goods.
Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1); see TMEP §§1209.01(b), 1209.03 et seq.
A mark is merely descriptive if it describes an ingredient, quality, characteristic, function, feature, purpose, or use of an applicant’s goods
and/or services. TMEP §1209.01(b); see, e.g., In re TriVita, Inc., 783 F.3d 872, 874, 114 USPQ2d 1574, 1575 (Fed. Cir. 2015) (quoting In re
Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71 USPQ2d 1370, 1371 (Fed. Cir. 2004)); In re Steelbuilding.com, 415 F.3d 1293, 1297, 75
USPQ2d 1420, 1421 (Fed. Cir. 2005) (citing Estate of P.D. Beckwith, Inc. v. Comm’r of Patents , 252 U.S. 538, 543 (1920)).
In this case, the mark OLIVE UNDERTONE is considered in relation to cosmetic tanning preparations. The mark immediately conveys that the
product is for use by those with skin possessing an olive undertone. A mark that describes an intended user or group of users of a product or
service is merely descriptive. E.g., In re Planalytics, Inc., 70 USPQ2d 1453 (TTAB 2004) (holding GASBUYER merely descriptive of intended
user of risk management services in the field of pricing and purchasing natural gas); In re Camel Mfg. Co., 222 USPQ 1031 (TTAB 1984)
(holding MOUNTAIN CAMPER merely descriptive of intended users of retail and mail order services in the field of outdoor equipment and
apparel); see TMEP §1209.03(i).
Moreover, see the following evidence of how various cosmetic companies and makeup advice articles uses OLIVE UNDERTONES to describe a
type of skin tone:
· http://www.makeup.com/makeup-for-olive-skin-tones, which describes what types and shades of makeup go with a olive skin
tones
· http://arabia.style.com/beauty/beauty-counter/10-best-foundations-for-olive-skin/, which discusses what foundations and
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foundation shades go best with olive skin tones
http://www.narscosmetics.com/USA/foundation-finder.html, which uses olive to describe a skin type when suggesting different
foundation colors
http://www.teenvogue.com/story/the-perfect-nude-lipstick-for-every-skin-tone, which discusses what shades of nude lipsticks go
with various skin undertones, including olive undertones
http://www.cosmopolitan.com/style-beauty/beauty/advice/a5119/find-your-undertone/, discussing the different types of
undertones, including olive undertones, and how to figure out what type of undertone one may have
http://www.lushusa.com/Color-Essentials/colour-essentials,en_US,sc.html, which describes what color supplements work best for
different undertones, including olive skin tones
http://www.xovain.com/how-to/how-to-figure-out-your-skins-undertone, a blog post discussing different types of undertones,
including olive undertones
http://www.theperfumeexpert.com/how-to-avoid-orange-fake-tan-best-self-tanner-for-olive-skin/, describing what are the best selftanners for olive skin
https://www.beautylish.com/a/vmgui/olive-undertone-bridal-makeup, giving bridal makeup tips for brides with olive undertones
http://www.dermablend.com/find-your-shade, discussing how to choose a foundation shade based on skin tones, including olive
undertones
http://amazingy.com/magazine/easy-guide-to-determining-your-skin-undertone/, an article discussing how to determine skin
undertones, including olive undertones
http://smashinbeauty.com/the-best-lipstick-color-for-your-skin-tone/, discussing the best lipstick for different types of undertones,
including olive undertones

Specifically, see the previously attached conversation thread from www.reddit.com entitled “How to tell if you have olive undertones”. It
includes the following quotes: “Turns out I have olive undertones.” “… its possible to be quite pale … and have olive undertones.”
This evidence, along with evidence attached to previous office actions, conclusively establishes that some people’s skin has an olive undertone.
OLIVE UNDERTONE would immediately convey to consumers as a type of skin. Thus, consumers will understand that the applied-for mark is
merely describing that the product is targeted towards people with olive undertones.
A mark that describes an intended user or group of users of a product or service is merely descriptive. E.g., In re Planalytics, Inc., 70 USPQ2d
1453 (TTAB 2004) (holding GASBUYER merely descriptive of intended user of risk management services in the field of pricing and purchasing
natural gas); In re Camel Mfg. Co., 222 USPQ 1031 (TTAB 1984) (holding MOUNTAIN CAMPER merely descriptive of intended users of
retail and mail order services in the field of outdoor equipment and apparel); see TMEP §1209.03(i). The intended user here is people with olive
undertones.
The applicant argues that there is no evidence that the consumers will understand the applied-for mark is describing how the product is targeted
towards people with olive undertones, however, the applicant has admitted that the goods “does suggest that the product ‘will create an olive
tone or look on the consumer’s skin’ that is intended to reasonably simulate the appearance of a natural tan that can be achieved by persons born
with ‘olive undertone’ skin.” However, it is not a mere suggestion of what the product will accomplish, but a description of the intended user of
the product, as it conveys an immediate idea of who should use the goods.
Hence, the applicant has admitted that the applied-for mark is merely describing that the product is targeted towards people with olive undertones
or those desiring to appear as such. No leap of imagination is needed, despite the applicant’s insistence to the contrary.
A mark is suggestive if some imagination, thought, or perception is needed to understand the nature of the goods and/or services described in the
mark; whereas a descriptive term immediately and directly conveys some information about the goods and/or services. See Stoncor Grp., Inc. v.
Specialty Coatings, Inc., 759 F.3d 1327, 1332, 111 USPQ2d 1649, 1652 (Fed. Cir. 2014) (citing DuoProSS Meditech Corp. v. Inviro Med.
Devices, Ltd., 695 F.3d 1247, 1251-52, 103 USPQ2d 1753, 1755 (Fed. Cir. 2012)); TMEP §1209.01(a). Here, the applicant has not explained
why the mark is suggestive, what leap of imagination that the consumer must take. There is no leap of imagination; the mark immediately and
directly conveys information about the goods – that it should be used by those with olive undertones.
Furthermore, as discussed above, certain foundations or other types of cosmetics, including self-tanners, are marketed towards people with a
specific type of skin tone. Thus, the consumer would understand that OLIVE UNDERTONE is supposed to be used by those with that type of
skin tone.
Alternatively, the applied-for mark merely describes the purpose of the applicant’s goods, as many self-tanning products describes that their
product will create an olive undertone or look on the consumer’s skin.
See the following webpages of different tanning products describing how the product will leave an olive undertone, tone, color, or tan look on the
consumer’s skin, as the words undertone, tone, color, or tan look are used interchangeably to describe what effect the self-tanner will leave on
the consumer’s skin:
· http://xen-tan.com/sunless-tan-lotion.html, the applicant’s own website describing how the self-tanner will create a “natural olive
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tone to [the consumer’s] skin”
http://www.strawberryblondebeauty.com/2015/06/top-5-self-tanners-for-deep-golden.html, discusses what self-tanners to use for a
deep olive tan or tone skin
https://www.makeupalley.com/product/showreview.asp/ItemId=132907/Self-Tan-Bronzing-Mousse/St.Tropez/Bronzers, where a
consumer discusses how a product gave her a “deep olive toned tan”
http://usa.lovingtan.com/products/deluxe-bronzing-mousse-dark, a spray tan product describing how it will create a “natural olive
color”
http://becksbabyy.blogspot.com/2014/04/tis-season-to-be-tanner.html, a blog reviewing different self-tanners and uses “olive
color” to describe the effect of a bronzing mousse
https://spraytanbible.wordpress.com/2015/04/23/what-is-the-best-spray-tan-solution-sunjunkie/, another blog describing how a
certain self-tanner creates a “perfect olive glow” or “a natural olive tan”
http://www.elle.com/beauty/makeup-skin-care/news/a6302/a-faux-glow-sans-orange-tint-breakouts-19700/, an article discussing
the self-tanner Beautisol where the inventor of Beautisol states the self-tanner has a green-tint that “helps produce a more olive
undertone”
http://www.corischerer.com/2015/06/the-best-faux-tan-year-round.html, a blog post reviewing different types of self-tanners
describing how “many fake tans on the market now offer a more natural, olive tone” and describing the self-tanner Vita Liverata
as having a “browny-olive undertone”
http://www.familysavvy.com/best-sunless-tanner-best-sunscreen-my-picks-why/, another blog reviewing sunless tanners that
describes the Sun Laboratories Ultra Dark Self Tanning Lotion as having “a definite olive undertone”
http://minetanbodyskin.com/colour-base-tans/, describing how its products can create any skin tone “from olive to
Brazilian..irregardless of your skin type”
https://xen-tan.com/self-tanning-sets/tanned-to-perfection.html, the applicant’s own website describing that one of its product
as having the ability to “deliver a natural olive-undertone™ tan for realistic color on even the palest skin tones”

Terms that describe the function or purpose of a product or service may be merely descriptive. TMEP §1209.03(p); see, e.g., In re Hunter Fan
Co., 78 USPQ2d 1474, 1477 (TTAB 2006) (holding ERGONOMIC merely descriptive of ceiling fans); In re Wallyball, Inc., 222 USPQ 87, 89
(TTAB 1984) (holding WALLYBALL merely descriptive of sports clothing and game equipment); In re Orleans Wines, Ltd., 196 USPQ 516,
517 (TTAB 1977) (holding BREADSPRED merely descriptive of jams and jellies). Here, as the applicant has admitted on its website, the
purpose of the applicant’s products is to “deliver a natural olive undertone tan.”
The applicant argues that some of the above mentioned websites describing self-tanner products uses various terms other than OLIVE
UNDERTONE, however the wording OLIVE and UNDERTONE alone and together are still descriptive of the applicant’s goods.
The wording OLIVE refers to a type of skin undertone, per the websites mentioned above www.teenvouge.com, www.cosmpolitan.com,
www.lushusa.com, and www.narscosmetics.com etc., and Merriam-Webster Dictionary, Oxford Dictionary, and Dictionary.com, despite the
applicant’s argument that OLIVE has no meaning. While not all tanning products describe their products as producing OLIVE UNDERTONES,
many products discussed above do describe their products as creating an olive tone or olive tan demonstrating how OLIVE is commonly used to
describe the purpose of the applicant’s goods.
UNDERTONE refers to a muted or subdued color tint to a person’s skin color, per the websites mentioned above www.teenvouge.com,
www.cosmpolitan.com, www.lushusa.com, and www.narscosmetics.com etc., and http://www.wisegeek.org/, Oxford Dictionary,
http://www.lamasbeauty.com/, and Dictionary.com. Hence, UNDERTONE also describes the purpose of the applicant’s goods as being used to
affect the color tint of a skin UNDERTONE.
Generally, if the individual components of a mark retain their descriptive meaning in relation to the goods and/or services, the combination
results in a composite mark that is itself descriptive and not registrable. In re Fat Boys Water Sports LLC, 118 USPQ2d 1511, 1516 (TTAB
2016) (citing In re Tower Tech, Inc., 64 USPQ2d 1314, 1317-18 (TTAB (2002)); TMEP §1209.03(d); see, e.g., In re Cannon Safe, Inc., 116
USPQ2d 1348, 1351 (TTAB 2015) (holding SMART SERIES merely descriptive of metal gun safes, because “each component term retains its
merely descriptive significance in relation to the goods, resulting in a mark that is also merely descriptive”); In re King Koil Licensing Co., 79
USPQ2d 1048, 1052 (TTAB 2006) (holding THE BREATHABLE MATTRESS merely descriptive of beds, mattresses, box springs, and pillows
where the evidence showed that the term “BREATHABLE” retained its ordinary dictionary meaning when combined with the term
“MATTRESS” and the resulting combination was used in the relevant industry in a descriptive sense); In re Associated Theatre Clubs Co., 9
USPQ2d 1660, 1663 (TTAB 1988) (holding GROUP SALES BOX OFFICE merely descriptive of theater ticket sales services, because such
wording “is nothing more than a combination of the two common descriptive terms most applicable to applicant’s services which in
combination achieve no different status but remain a common descriptive compound expression”).
Only where the combination of descriptive terms creates a unitary mark with a unique, incongruous, or otherwise nondescriptive meaning in
relation to the goods and/or services is the combined mark registrable. See In re Colonial Stores, Inc., 394 F.2d 549, 551, 157 USPQ 382, 384
(C.C.P.A. 1968); In re Positec Grp. Ltd., 108 USPQ2d 1161, 1162-63 (TTAB 2013).
In this case, both the individual components and the composite result are descriptive of applicant’s goods and do not create a unique,

incongruous, or nondescriptive meaning in relation to the goods. Specifically, as discussed above OLIVE refers to a type of skin undertone and
UNDERTONE describes the tint of a person’s skin color. Hence, the applied-for mark combines two highly descriptive terms, OLIVE, and
UNDERTONE to indicate what color a consumer’s skin should look like after using the applicant’s goods.
The applicant also argues that OLIVE UNDERTONE is only used to refer to the Applicant’s brand of tanning product when used in reference to
cosmetic tanning preparations, however, as discussed above, several different companies using cosmetic tanning preparation products uses the
term olive tone or undertone. Additionally, there are numerous blog posts, discussed above, referencing several different cosmetic tanning
preparations and referring to how the product will leave an olive undertone. Therefore, a consumer will understand that OLIVE UNDERTONE is
referring to the color a consumer’s skin will look like after using cosmetic tanning preparations.
Moreover, the applicant states that no competitors uses the term OLIVE UNDERTONE, thus it is not needed by competitors. However, as
discussed above, both Beautisol and MineTan describes their self-tanner products as creating an OLIVE UNDERTONE. Thus, competitors do
use the term OLIVE UNDERTONE.
Two major reasons for not protecting descriptive marks are (1) to prevent the owner of a descriptive mark from inhibiting competition in the
marketplace and (2) to avoid the possibility of costly infringement suits brought by the trademark or service mark owner. In re Abcor Dev.
Corp., 588 F.2d 811, 813, 200 USPQ 215, 217 (C.C.P.A. 1978); TMEP §1209. Businesses and competitors should be free to use descriptive
language when describing their own goods and/or services to the public in advertising and marketing materials. See In re Styleclick.com Inc., 58
USPQ2d 1523, 1527 (TTAB 2001). As mentioned above, other competitors doe use the term OLIVE UNDERTONE to describe the intended
purpose of their goods.
Therefore, the applied-for mark is merely describing a feature and purpose of the applicant’s good.
ALTERNATE REFUSAL UNDER SECTION 2(E)(1) – DECEPTIVELY MISDESCRIPTIVE
In the alternate, registration is refused because the applied-for mark is deceptively misdescriptive of applicant’s goods. Trademark Act Section
2(e)(1), 15 U.S.C. §1052(e)(1); see In re Hinton, 116 USPQ2d 1051, 1051-52 (TTAB 2015) (holding THCTea deceptively misdescriptive of teabased beverages not containing THC); In re Schniberg, 79 USPQ2d 1309, 1312 (TTAB 2006) (holding SEPTEMBER 11, 2001 deceptively
misdescriptive of history books and entertainment services not pertaining to the events of September 11, 2001); TMEP §1209.04.
The test for determining whether a mark is deceptively misdescriptive has two parts: (1) whether the mark misdescribes the goods and/or
services; and if so, (2) whether consumers are likely to believe the misrepresentation. See In re White Jasmine LLC, 106 USPQ2d 1385, 1394
(TTAB 2013) (citing In re Quady Winery, Inc., 221 USPQ 1213, 1214 (TTAB 1984)); TMEP §1209.04.
Regarding the first part of the test, a mark is misdescriptive when the mark merely describes a significant aspect of the goods that the goods
could plausibly possess but in fact do not. In re Hinton, 116 USPQ2d 1051, 1052 (TTAB 2015); In re Schniberg, 79 USPQ2d 1309, 1312
(TTAB 2006); In re Phillips-Van Heusen, 63 USPQ2d 1047, 1048 (TTAB 2005); see TMEP §1209.04. To be merely descriptive, a mark must
immediately convey knowledge of a quality, feature, function, or characteristic of an applicant’s goods or services. In re The Chamber of
Commerce of the U.S., 675 F.3d 1297, 1300, 102 USPQ2d 1217, 1219 (Fed. Cir. 2012) (quoting In re Bayer Aktiengesellschaft, 488 F.3d 960,
963, 82 USPQ2d 1828, 1831 (Fed. Cir. 2007)); TMEP §1209.01(b).
If the applied-for mark is not descriptive of how the good is intended for people with olive undertones or will achieve the effect of having olive
color, then it is misdescriptive as the public will believe the goods are intended for people with olive undertones or the public will understand that
after using the product the consumer have an olive undertone to their skin.
The attached evidence from above discusses that the applied-for mark is merely a skin type, which is merely descriptive of applicant’s goods as
the applied-for mark merely describes who should use the applicant’s goods. Different type of cosmetics are often marketed at those with olive
undertones.
Alternatively, within the context of tanning products the applied-for mark is merely describing the purpose of the goods, i.e. the goods are used
to achieve an olive undertone. It is plausible that the goods would possess such a feature or characteristic, because, as discussed above, cosmetic
products are described as being best used by people with olive undertones and tanning products are marketed to people by stating that the
products will achieve an olive skin tone. Specifically, as discussed above, MineTan states that users of its products will “replicate different
exotic skin tones around the world. From olive to Brazilian, you can now be any skin tone, irregardless of your skin type.” Additionally,
LovingTan, also discussed above, describes the color of its self-tanner as a “natural olive color.” Hence, consumers will understand that the
goods are used to achieve an OLIVE UNDERTONE.
Thus, if the applicant’s goods are neither for people with olive undertones to use or to achieve that effect, the applied-for mark is misdescriptive.
Regarding the second part of the test, the Board has applied the reasonably prudent consumer test in assessing whether consumers are likely to
believe the misrepresentation. In re Hinton, 116 USPQ2d 1051, 1052 (TTAB 2015) (citing R. J. Reynolds Tobacco Co. v. Brown & Williamson

Tobacco Corp., 226 USPQ 169, 179 (TTAB 1985)).
Even though the applicant argues that “no reasonable person could believe a cosmetic can change a person’s skin type,” the attached evidence
above and in the previous office action shows that the reasonably prudent consumer is likely to believe the representation because many other
tanning products are marketed or reviewed as having the ability to create an OLIVE UNDERTONE or olive skin tone. Specifically, MineTan and
LovingTan describes their tanning products as having the ability will create an olive color or an olive undertone. Further, the applicant in their
website has admitted that their product “delivers a natural olive-undertone™ tan.”
Consumers also discuss in numerous blogs and reviews how different tanning products create olive undertone or color, thus the consumer public
will understand that OLIVE UNDERTONE means that the product will create an olive undertone to their skin. Since, the applicant has stated that
its product cannot create OLIVE UNDERTONE color because it is a “tan that only persons born with ‘olive skin’ can actually achieve,” it is
admitting that it’s product does not create an olive undertone contradicting its statement on its website and unlike other goods who use the term
OLIVE UNDERTONE. Hence, consumers are likely to believe the misrepresentation.
The mark misdescribes the goods so long as does not create an olive undertone, or is not intended for use by persons already possessing an olive
undertone. Consumers are likely to believe the misrepresentation that the applicant’s goods can create an olive undertone after use, or the
applicant’s goods are designed to enhance or accompany the features of those possessing an olive undertone complexion. Therefore, the
applied-for mark misdescribes the applicant’s goods.
A mark that has been refused registration under Trademark Act Section 2(e)(1) on the ground of deceptive misdescriptiveness may be registrable
on the Principal Register under Section 2(f), upon a showing of acquired distinctiveness, or on the Supplemental Register. 15 U.S.C. §§1052(f),
1091; TMEP §1209.04. However, a mark that is deceptive under Section 2(a) is not registrable on either the Principal or Supplemental Register
under any circumstances. TMEP §1209.04.
INSUFFICIENT EVIDENCE FOR REGISTRATION UNDER SECTION 2(f)
Applicant submitted a claim that the mark had acquired distinctiveness in conjunction with its correspondence of November 9, 2015. While the
argument therein was unequivocal, applicant’s argument presented in its January 9, 2017 correspondence appears to seek registration under
Trademark Act Section 2(f) as an alternative to its primary argument that the proposed mark is suggestive. As such, the claim of acquired
distinctiveness is being considered as having been made in the alternative.
An applicant bears the burden of proving that a mark has acquired distinctiveness under Trademark Act Section 2(f). Yamaha Int’l Corp. v.
Yoshino Gakki Co., 840 F.2d 1572, 1576, 1578-79, 6 USPQ2d 1001, 1004, 1006 (Fed. Cir. 1988); In re Meyer & Wenthe, Inc., 267 F.2d 945,
949, 122 USPQ 372, 374-75 (C.C.P.A. 1959); TMEP §1212.01. An applicant must establish that the purchasing public has come to view the
proposed mark as an indicator of origin. See TMEP §1212.
The following factors are generally considered when determining whether a proposed mark has acquired distinctiveness: length and exclusivity
of use of the mark in the United States by applicant; the type, expense, and amount of advertising of the mark in the United States; applicant’s
sales success; unsolicited media coverage; and consumer studies (linking the name to the source). See In re Koninklijke Philips Elecs. N.V., 112
USPQ2d 1177, 1180 (TTAB 2014) (citing In re Steelbuilding.com, 415 F.3d 1293, 1300, 75 USPQ2d 1420, 1424 (Fed. Cir. 2005)). A showing
of acquired distinctiveness need not consider all of these factors, and no single factor is determinative. In re Steelbuilding.com, 415 F.3d at
1300, 75 USPQ2d at 1424; see TMEP §§1212.06 et seq.
Evidence of acquired distinctiveness may include affidavits or declarations of long-term use in commerce; specific dollar sales under the mark;
advertising expenditures; samples of typical advertising; and letters, affidavits, or declarations in which consumers and/or dealers assert
recognition of the mark as an indicator of source. See 37 C.F.R. §2.41(a)(3); In re Ideal Indus., Inc., 508 F.2d 1336, 1339-40, 184 USPQ 487,
489-90 (C.C.P.A. 1975); In re Capital Formation Counselors, Inc., 219 USPQ 916, 919 (TTAB 1983); TMEP §§1212.06 et seq.
However, allegations of sales and advertising expenditures do not per se establish that a term has acquired significance as a mark. See TMEP
§1212.06(b). An applicant must also provide the actual advertising material so that the examining attorney may determine how the term is used,
the commercial impression created by such use, and the significance the term would have to prospective purchasers. TMEP §1212.06(b); see In
re Boston Beer Co., 198 F.3d 1370, 1373, 53 USPQ2d 1056, 1058 (Fed. Cir. 1999); In re Packaging Specialists, Inc., 221 USPQ 917, 920
(TTAB 1984).
In the present case, applicant’s evidence consists of the following: (1) allegations of sales and advertising expenditure related to the mark dating
back to 2008; (2) examples of product packaging wherein the mark is bolded, in quotation marks, or appears next to a TM symbol; (3) Google®
search results for “olive undertone” and “tan”, “ delicious scent” and “tan”, and “non-drying formula” and “tan” ; and (4) unsolicited media
coverage of the product. The applicant has provided no further evidence in its January 9, 2016 Response to Office Action.
As mentioned above, this evidence is insufficient to show acquired distinctiveness of the proposed mark because allegations of sales and
advertising expenditures do not per se establish that a term has acquired significance as a mark.

Additionally, the evidence submitted by applicant does not show that the public associates OLIVE UNDERTONE with a single source of
cosmetic preparations. None of the unsolicited media coverage submitted by applicant as evidence of distinctiveness shows that the wording
would have trademark, as opposed to merely descriptive, significance to consumers. All of the media coverage merely shows the product
packaging, wherein ‘olive undertone’ appears in all lower case letters, in the same size and font as other descriptive wording, namely, ‘broccoli
seed’, ‘parabenfree’, ‘ultra-long wearing’, ‘hydration & soothing’, and ‘cucumber-melon scent.’ There is no specific reference to “olive
undertone” identifying a particular source of the goods, and none of the media coverage mentions the proposed mark at all. Given the appearance
of the wording on the product packaging, consumers would view it as merely describing another feature of the goods.
The ultimate test in determining acquisition of distinctiveness under Section 2(f) is not applicant’s efforts, but applicant’s success in educating
the public to associate the claimed mark with a single source. TMEP §1212.06(b); see In re Packaging Specialists, Inc., 221 USPQ at 920-21; In
re Redken Labs., Inc., 170 USPQ 526, 529 (TTAB 1971). Due to the descriptive significance of the wording, and the manner in which it appears
on the packaging, the public would not view the proposed mark as identifying a specific indicator of a particular origin.
RESPONSE GUIDELINES
Applicant must respond within six months of the date of issuance of this final Office action or the application will be abandoned. 15 U.S.C.
§1062(b); 37 C.F.R. §2.65(a). Applicant may respond by providing one or both of the following:
(1)

a response filed using the Trademark Electronic Application System (TEAS) that fully satisfies all outstanding requirements
and/or resolves all outstanding refusals; and/or

(2)

an appeal to the Trademark Trial and Appeal Board filed using the Electronic System for Trademark Trials and Appeals (ESTTA)
with the required filing fee of $200 per class.

37 C.F.R. §2.63(b)(1)-(2); TMEP §714.04; see 37 C.F.R. §2.6(a)(18); TBMP ch. 1200.
In certain rare circumstances, an applicant may respond by filing a petition to the Director pursuant to 37 C.F.R. §2.63(b)(2) to review
procedural issues. TMEP §714.04; see 37 C.F.R. §2.146(b); TBMP §1201.05; TMEP §1704 (explaining petitionable matters). There is a fee
required for filing a petition. 37 C.F.R. §2.6(a)(15).
If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark examining attorney. All relevant email communications will be placed in the official application record; however, an e-mail communication will not be accepted as a response to
this Office action and will not extend the deadline for filing a proper response. See 37 C.F.R. §§2.62(c), 2.191; TMEP §§304.01-.02, 709.04-.05.
Further, although the trademark examining attorney may provide additional explanation pertaining to the refusal(s) and/or requirement(s) in this
Office action, the trademark examining attorney may not provide legal advice or statements about applicant’s rights. See TMEP §§705.02,
709.06.
TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS – TO MAINTAIN LOWER FEE, ADDITIONAL
REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE: Applicants who filed their application
online using the lower-fee TEAS Plus or TEAS RF application form must (1) file certain documents online using TEAS, including responses to
Office actions (see TMEP §§819.02(b), 820.02(b) for a complete list of these documents); (2) maintain a valid e-mail correspondence address;
and (3) agree to receive correspondence from the USPTO by e-mail throughout the prosecution of the application. See 37 C.F.R. §§2.22(b),
2.23(b); TMEP §§819, 820. TEAS Plus or TEAS RF applicants who do not meet these requirements must submit an additional processing fee of
$125 per class of goods and/or services. 37 C.F.R. §§2.6(a)(1)(v), 2.22(c), 2.23(c); TMEP §§819.04, 820.04. However, in certain situations,
TEAS Plus or TEAS RF applicants may respond to an Office action by authorizing an examiner’s amendment by telephone or e-mail without
incurring this additional fee.

/Valerie Kaplan/
Trademark Examining Attorney
Law Office 107
valerie.kaplan@uspto.gov
571-272-6767
TO RESPOND TO THIS LETTER: Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp. Please wait 48-72 hours from the
issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application.
For technical assistance with online forms, e-mail TEAS@uspto.gov. For questions about the Office action itself, please contact the assigned
trademark examining attorney. E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to
this Office action by e-mail.

All informal e-mail communications relevant to this application will be placed in the official application record.
WHO MUST SIGN THE RESPONSE: It must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (i.e., a corporate officer, a general partner, all joint applicants). If an applicant is represented by an attorney, the attorney must sign the
response.
PERIODICALLY CHECK THE STATUS OF THE APPLICATION: To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/. Please keep a copy of the TSDR status screen. If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199. For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Use the TEAS form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.

To:

Xen Products and Marketing, Inc. (tfshiells@shiellslaw.com)

Subject:

U.S. TRADEMARK APPLICATION NO. 86132188 - OLIVE UNDERTONE - XEN 8243000

Sent:

2/6/2017 11:22:43 AM

Sent As:

ECOM107@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 2/6/2017 FOR U.S. APPLICATION SERIAL NO. 86132188
Please follow the instructions below:
(1) TO READ THE LETTER: Click on this link or go to http://tsdr.uspto.gov, enter the U.S. application serial number, and click on
“Documents.”
The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.
(2) TIMELY RESPONSE IS REQUIRED: Please carefully review the Office action to determine (1) how to respond, and (2) the applicable
response time period. Your response deadline will be calculated from 2/6/2017 (or sooner if specified in the Office action). A response
transmitted through the Trademark Electronic Application System (TEAS) must be received before midnight Eastern Time of the last day of the
response period. For information regarding response time periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as
responses to Office actions. Instead, the USPTO recommends that you respond online using the TEAS response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
(3) QUESTIONS: For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney. For
technical assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto.gov.

WARNING
Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application. For
more information regarding abandonment, see http://www.uspto.gov/trademarks/basics/abandon.jsp.
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION: Private companies not associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations. These companies often use names that
closely resemble the USPTO and their solicitations may look like an official government document. Many solicitations require that you pay
“fees.”
Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation. All official USPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.” For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.

