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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Application No.: 86116377
Filing Date: November 12, 2013
Applicant: Schoolcraft College

International Class: 041

Mark: SCHOOLCRAFT TO U {(stylized and/or with design)
Examiner: Karen Bracey
Law Office: 116

Attorney Docket:  SEY-20001

ESTTA Tracking number: ESTTAA663786
USPTO Trademark Trial and Appeal Board
P.O. Box 1451

Alexandria, VA 22313-1451

REQUEST FOR REMAND AND AMENDMENT

Sir or Madam:

Applicant timely filed a Notice of Appeal on March 30, 2015 and a Request for
Reconsideration on this date. In view of the Trademark Examining Attorney's decision of
April 1, 2015, Request for Reconsideration Denied, the TTAB resumed the appeal. An
appeal brief is due June 1, 2015. This request for remand and amendment is being
submitted more than six months after issuance of the final Office action. Applicant submits
that there is good cause to grant Applicant’s request for remand.

Applicant requests stay or suspension in further appeal proceedings. Applicant
further requests that the application be remanded to the Examining Attorney for
consideration and entry of Applicant's proposed amendment and the consent letter of May

27, 2015 submitted herewith, as well as the likelihood of confusion refusal under Section

2(d).



Examining Attorney: Karen Bracey
Law Office: 116
Serial No. 86116377

Good Cause to Grant

Applicant submits that there is good cause to grant Applicant's request for remand of
the application to the Examining Attorney for entry and consideration of Applicant's
proposed amendment to the identification of the services and consideration of the consent
letter enclosed therewith as Exhibit A. See 37 CFR 2.142(d), TBMP 1207.02; 1203.02(d).

Applicant and the 1777201 Registrant of the Schoolcraft Publishing mark on which
the subject application has been rejected, have been in continued communication and have
taken steps to address the Examining Attorney's likelihood of confusion refusal under
Section 2(d), which is the only outstanding matter in the final refusal to register Applicant's

mark. Attached herewith is the aforementioned consent letter of May 27, 2015 addressed

to the Examining Attorney from Registrant's representative. This is the first opportunity for
the Applicant to submit the consent agreement of May 27, 2015.

The Applicant forwarded a copy of this consent letter to the Examining Attorney for
review. Upon review, the Examining Attorney indicated that the consent letter is
acceptable, and that once submitted she would withdraw the refusal under Section 2(d).
See enclosed electronic correspondence of Ms. Bracey dated May 28, 2015 as Exhibit B.

“In addition, because a consent agreement offered in response to a refusal to
register under Trademark Act § 2(d), 15 U.S.C. § 1052(d), [Note 6] is inherently difficult and
time-consuming to obtain, and may be highly persuasive of registrability, the Board will
grant a request to suspend and remand for consideration of a consent agreement if the
request, accompanied by the consent agreement, is filed at any time prior to the rendering

of the Board’s final decision on the appeal." See TBMP 1207.02.
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Examining Attorney: Karen Bracey
Law Office: 116
Serial No. 86116377

Amendment to the Identification of Services

The Examining Attorney states in the Request for Reconsideration Denied on April
1, 2015 that the Applicant's proposed amended language to the identification of services is
acceptable but was not entered. Additionally, that if the applicant submits an acceptable
consent agreement, the amended wording for the identification of services will be entered
into the record and the refusal withdrawn.

Therefore, Applicant requests that the identification of services be amended without

prejudice to add "...universities, excluding printed teaching materials for community

colleges and vocational schools." (with the added language indicated by underline). As set

forth previously, the Examining Attorney has stated this language is acceptable.

Further, as set forth previously, the Examining Attorney indicates that the consent
letter of May 27, 2015 is acceptable, that the amended wording for the identification of
services will be entered into the record, and that the refusal under 2(d) -- the sole issue on

appeal -- will be withdrawn by the Examining Attorney.

Section 2(d) Refusal — Likelihood of Confusion

The registration is refused under Trademark Act Section 2(d), 15 U.S.C. §1052(d),
because the mark for which registration is sought so resembles the mark shown in U.S.
Registration No. 1777201 as to be likely, when used in connection with the identified

services, to cause confusion, or mistake, or to deceive. TMEP §§1207.01 et seq.



Examining Attorney: Karen Bracey
Law Office: 116
Serial No. 86116377

As set forth previously, the Examining Attorney states in the Request for
Reconsideration Denied of April 1, 2015 that if the applicant submits an acceptable consent
agreement, the amended wording for the identification of services, which was acceptable to
the Examining Attorney, will be entered into the record and the refusal withdrawn.

On May 28, 2015 the Examining Attorney reviewed a copy of the consent letter
dated May 27, 2015 submitted herewith and indicated it is acceptable. The Examining
Attorney also indicated that when this consent letter is submitted to the trademark Office
the Examining Attorney will withdraw the refusal under Section 2(d). Therefore, Applicant
requests entry of the amended language to the identification of services as set forth
previously, entry of the May 27, 2015 consent letter on the record, and withdrawal of the
refusal under Section 2(d).

Further, Applicant respectfully submits that Examining Attorneys should not
substitute their judgment concerning likelihood of confusion for the judgment of the real
parties in interest without good reason. Amalgamated Bank of New York v. Amalgamated
Trust & Savings Bank, 842 F.2d 1270, 6 USPQ2d 1305 (Fed. Cir. 1988); Bongrain
International (American) Corp. v. Delice de France Inc., 811 F.2d 1479, 1 USPQ2d 1775
(Fed. Cir. 1987); and In re N.A.D. Inc., 754 F.2d 996, 224 USPQ 969 (Fed. Cir. 1985).

For these reasons, Applicant submits that the application should be placed in

condition for passing to publication and registration, which is herein requested.



Examining Attorney: Karen Bracey
Law Office: 116
Serial No. 86116377

Conclusion

The undersigned attorney submits that all of the requirements for a Request for
Remand and Amendment in the Trademark Trial and Appeal Board have been fulfilled and
respectfully requests that the request be GRANTED by the USPTO TTAB.

Applicant respectfully requests that the Examining Attorney place the application in
in condition for passing to publication and registration.

The Director of the U.S. Patent and Trademark Office is hereby authorized to charge
any additional fees required under 37 C.F.R. § 1.21 (Miscellaneous fee and charges)
and/or credit any overpayment to our firm’s Deposit Account No. 501612.

The TTAB and Examining Attorney are invited to telephone the Applicant's
undersigned attorney at (248) 364-4300 if any unresolved matters remain.

Respectfully submitted,
WARN PARTNERS, P.C.

Attorneys for Applicant(s)

Dated: _May 29, 2015 By: /Philip R. Warn- Reg. No. 32775/
Philip R. Warn
Reg. No. 32775

P.O. Box 70098
Rochester Hills, Ml 48307
(248) 364-4300

PRW:LMF:anp
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BRINKS
GILSON

Michael R. Friedman & I_ I O N E
312.840.3229 -
mfriedman@brinksgilson.com A Professional Corporation

intellectual Property
Law Worldwide

May 27, 2015

Karen Bracey

Examining Attorney

Law Office 116
571-272-9132
Karen,Bracey@uspto.gov

Re: SCHOOLCRAFT TO U and Design (SN: 86/116,377)
Dear Ms. Bracey:

We are writing on behalf of Telemedia, Inc (“Registrant”). As owner of the mark
SCHOOLCRAFT PUBLISHING, Reg. No. 1,777,201 in class 16, Registrant hereby consents to
the registration of the trademark “SCHOOLCRAFT TO U and Design” in class 41 by
Schoolcraft College (“Applicant™), filed under application no. 86/116,377 for services as revised:
“Educational services, namely, providing courses of instruction at the associate and
undergraduate legal; providing courses of at the associate and undergraduate level in partnership
with third-party colleges and universities, excluding printed teaching materials for community
colleges and vocational schools.” Registrant consents to the registration because the covered
mark with the revised services does not give rise to a likelihood of consumer confusion with
Registrant’s registered SCHOOLCRAFT PUBLISHING mark.

Registrant believes that the services listed, as revised, in Schoolcraft College’s application are
distinct from those listed in Telemedia, Inc.’s SCHOOLCRAFT PUBLISHING registration. In
this case, the Education services listed are unlikely to give rise to consumer confusion with
Registrant’s printed teaching materials, particularly because Applicant’s identification
specifically excludes “printing teaching materials for community colleges and vocational
schools.”

NBC Tower - Suite 3600 | 455 N. Cityfront Plaza Drive | Chicago, IL 60611-55699 | Telephone 312.321.4200 | Fax 312.321.4299 | brinksgilson.com



Ms. Karen Bracey
May 27, 2015
Page 2

Further, counsel for Applicant and Registrant have exchanged contact information. The parties
have agreed to take reasonable action to prevent any confusion due to the coexistence and
registration of their respective marks, and to notify each other of any instances of confusion.

Sincerely,

Michael R. Friedman
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LeeAnn Ford

From: Phil Warn

Sent: Thursday, May 28, 2015 11:32 AM
To: Bracey, Karen

Cc: Desiree Baslock; LeeAnn Ford
Subject: RE: USSN8616377 Schoolcraft to U

Dear Ms. Bracey;

Thank you for reviewing the agreement we will proceed accordingly.

Regards,

Phil Warn

Warn Partners, P.C.

691 N. Squirrel Rd. Ste. 140

Auburn Hills, Mi. 48326
248-364-4300

fax 248-364-4285

e-mail: warn@warnpartners.com
Patent, Trademark and Copyright Law

This transmission and all contents and attachments thereto contain information from Warn Partners, which is privileged,
confidential or otherwise protected from disclosure. The information is intended for the addressee(s) only. If you are not
the addressee, any disclosure, copy, distribution or use of the contents of or attachments to this message is prohibited.
If you have received this transmission in error, please notify us immediately and destroy the original message and all

copies.

From: Bracey, Karen [mailto:Karen.Bracey@USPTO.GOV]
Sent: Thursday, May 28, 2015 11:29 AM

To: Phil Warn

Subject: RE: USSN8616377 Schoolcraft to U

Mr. Warn,

| reviewed this consent letter and it is acceptable. If this is submitted | can withdraw the refusal under Section 2(d).

Thanks,

/Karen Bracey/
Examining Attorney

Law Office 116
571-272-9132
karen.bracey@uspto.gov

From: Phil Warn [mailto:Warn@WARNPARTNERS.COM]
Sent: Thursday, May 28, 2015 9:39 AM
To: Bracey, Karen




Cc: Desiree Baslock; LeeAnn Ford
Subject: USSN8616377 Schoolcraft to U

Dear Ms. Bracey;
This e-mail is a follow up to my call earlier today.

The Schoolcraft Publishing attorney has sent another consent letter. Please review and call me to discuss if you would.
The appeal brief is due on Monday. | would like to talk to you regarding the sufficiency of the letter to remove the
likelihood of confusion objection, as soon as possible.

Regards,

Phil Warn

Warn Partners, P.C.

691 N. Squirrel Rd. Ste. 140

Auburn Hills, Mi. 48326
248-364-4300

fax 248-364-4285

e-mail: warn@warnpartners.com
Patent, Trademark and Copyright Law

This transmission and all contents and attachments thereto contain information from Warn Partners, which is privileged,
confidential or otherwise protected from disclosure. The information is intended for the addressee(s) only. If you are not
the addressee, any disclosure, copy, distribution or use of the contents of or attachments to this message is prohibited.
If you have received this transmission in error, please notify us imnmediately and destroy the original message and all

copies.



LeeAnn Ford

From: Phil Warn

Sent: Thursday, May 28, 2015 9:39 AM
To: karen.bracey@uspto.gov

Cc: Desiree Baslock; LeeAnn Ford
Subject: USSN8616377 Schoolcraft to U
Attachments: Braceyl etter5.27.pdf

Dear Ms. Bracey;
This e-mail is a follow up to my call earlier today.

The Schoolcraft Publishing attorney has sent another consent letter. Please review and call me to discuss if you would.
The appeal brief is due on Monday. | would like to talk to you regarding the sufficiency of the letter to remove the
likelihood of confusion objection, as soon as possible.

Regards,

Phil Warn

Warn Partners, P.C.

691 N. Squirrel Rd. Ste. 140

Auburn Hills, Mi. 48326
248-364-4300

fax 248-364-4285

e-mail: warn@warnpartners.com
Patent, Trademark and Copyright Law

This transmission and all contents and attachments thereto contain information from Warn Partners, which is privileged,
confidential or otherwise protected from disclosure. The information is intended for the addressee(s) only. If you are not
the addressee, any disclosure, copy, distribution or use of the contents of or attachments to this message is prohibited.
If you have received this transmission in error, please notify us immediately and destroy the original message and all

copies.



