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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 86092920

MARK: ACTIONABLE INTELLIGENCE

CORRESPONDENT ADDRESS:
PATRICIA L. WERNER

*86092920*
GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/trademarks/index.jsp

BRYAN CAVE LLP
1290 AVENUE OF THE AMERICAS
NEW YORK, NY 10104-0101

VIEW YOUR APPLICATION FILE

APPLICANT: Verint Systems Inc.

CORRESPONDENT’S REFERENCE/DOCKET NO:
0169683
CORRESPONDENT E-MAIL ADDRESS:
nyuspto@bryancave.com

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 10/12/2015

The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B),
715.04(a). The following requirement and refusal made final in the Office action dated March 26, 2015
are maintained and continue to be final: (1) Requirement that the applicant provide additional
information about the services (2) Section 2(e)(1) Refusal. See TMEP §§715.03(a)(ii)(B), 715.04(a). The

following requirement and/or refusal made final in the Office action is obviated: (1) Refusal in
International Class 9 for failure to submit acceptable specimen of use. See TMEP §§715.03(a)(ii)(B),
715.04(a).

Final Refusal Under Section 2(e)(1) Maintained
The final refusal to register the applicant’s mark on the basis the mark is merely descriptive under
Trademark Act Section 2(e)(1) is maintained.

The applicant seeks to register the mark ACTIONABLE INTELLIGENCE for use in connection with
consulting services in the field of computer security. ACTIONABLE is defined as “able to be done or
acted on; having practical value.” INTELLIGENCE refers to “military or political information,” and also
refers to “information in general.” (See the attached definitions). Thus, ACTIONABLE INTELLIGENCE
refers to information that can be acted on or that has practical value. The examining attorney
references the website evidence attached to the current and prior Office actions, which shows common
descriptive use of ACTIONABLE INTELLIGENCE in reference to information that can be acted on or that
has practical value. The term is used in the business industry in reference to business or marketing data
that can be acted on, and in the security and computer industry to reference security-related
information that can be acted on or that has practical value. Given this widespread use of ACTIONABLE
INTELLIGENCE, both in general and within the applicant’s industry, prospective purchasers encountering
this wording in connection with the applicant’s services would readily understand it to mean that the
applicant provides information that has a practical value, or that can be acted on.

Indeed, the attached pages from the applicant’s website show that the applicant itself refers to
ACTIONABLE INTELLIGENCE as a feature or function of the services. For example, the web page titled
“ACTIONABLE INTELLIGENCE” begins with the text “Actionable Intelligence is a necessity in a dynamic
world of massive information growth because it empowers organizations with crucial insights and
enables decision makers to anticipate, respond, and take action.” This page further notes that
“organizations that are able to generate Actionable Intelligence from big data are better positioned to
create value and achieve their strategic objectives.” Other of the web pages make similar descriptive
use of “Actionable Intelligence” in reference to the applicant’s services and to the data provided via the
services.

The applicant suggests that the proposed mark is not merely descriptive because “actionable” and
“intelligence” have varied meanings, and thus consumers must use circuitous reasoning in order to
determine the meaning of ACTIONABLE INTELLIGENCE in reference to the services. However, this is not
the case. Descriptiveness is considered in relation to the relevant goods and/or services. DuoProSS

Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1254, 103 USPQ2d 1753, 1757 (Fed. Cir.
2012). “That a term may have other meanings in different contexts is not controlling.” In re Franklin
Cnty. Historical Soc’y, 104 USPQ2d 1085, 1087 (TTAB 2012) (citing In re Bright-Crest, Ltd., 204 USPQ 591,
593 (TTAB 1979)); TMEP §1209.03(e). As clearly shown by the attached and referenced evidence,
ACTIONABLE INTELLIGENCE has a commonly understood meaning within the applicant’s industry and as
applied to the applicant’s services. Thus, that each term in the mark may have other meanings as well is
not relevant to the issue of whether the proposed mark is merely descriptive.

The applicant additionally points to its prior registrations and other issued registrations that include the
wording ACTIONABLE INTELLIGENCE. However, these registrations do not overcome the finding that the
mark is merely descriptive. First, the majority of these registrations are from applications filed at least
six years ago. The question of whether a mark is merely descriptive is determined based on the evidence
of record at the time each registration is sought. In re theDot Commc’ns Network LLC, 101 USPQ2d
1062, 1064 (TTAB 2011); TMEP §1209.03(a); see In re Nett Designs, Inc., 236 F.3d at 1342, 57 USPQ2d at
1566 The fact that third-party registrations exist for marks allegedly similar to applicant’s mark is not
conclusive on the issue of descriptiveness. See In re Scholastic Testing Serv., Inc., 196 USPQ 517, 519
(TTAB 1977); TMEP §1209.03(a). An applied-for mark that is merely descriptive does not become
registrable simply because other seemingly similar marks appear on the register. In re Scholastic Testing
Serv., Inc., 196 USPQ at 519; TMEP §1209.03(a). In addition, of the two more recent registrations, one
(Reg. No. 4398002) is registered on the Supplemental Register, which reinforces that the wording
ACTIONABLE INTELLIGENCE is merely descriptive.

Moreover, each case must be decided on its own facts and the Trademark Trial and Appeal Board is not
bound by prior decisions involving different records. See In re Nett Designs, Inc., 236 F. 3d 1339, 1342,
57 USPQ2d 1564, 1566 (Fed. Cir. 2001); In re Datapipe, Inc., 111 USPQ2d 1330, 1336 (TTAB 2014); TMEP
§1209.03(a). As shown by the evidence of record, ACTIONABLE INTELLIGENCE is merely descriptive as
applied to the applicant’s services.

Finally, the applicant argues that any doubt regarding the mark’s descriptiveness should be resolved on
applicant’s behalf. E.g., In re Merrill Lynch, Pierce, Fenner & Smith, Inc., 828 F.2d 1567, 1571 4 USPQ2d
1141, 1144 (Fed. Cir. 1987); In re Grand Forest Holdings, Inc., 78 USPQ2d 1152, 1156 (TTAB 2006).
However, in the present case, the evidence leaves no doubt that the mark is merely descriptive.

Final Requirement for Additional Information Maintained

The applicant has not responded to the examining attorney’s request for additional information. That
requirement is thus also maintained. Specifically, the applicant must respond to the following
questions:
1. What is the meaning of the wording ACTIONABLE INTELLIGENCE as applied to the applicant’s
services?
2. Is the wording ACTIONABLE INTELLIGENCE, as applied to the services, intended to indicate that
the services pertain to data or information upon which action can be taken, such as described in
the attached and referenced materials?
3. Is the wording ACTIONABLE INTELLIGENCE, as used by the applicant in relation to the services,
intended to indicate that the applicant will collect, analyze, or otherwise provide data,
information, or intelligence that can be acted upon or otherwise used to take action to produce
a desired result?
4. Is ACTIONABLE INTELLIGENCE a term of art in the applicant’s industry, the industries in which
the applicant provides its services, or as applied to computer security consultancy?
5. The web pages attached to the current and prior Office actions show common descriptive use of
ACTIONABLE INTELLIGENCE in reference to particular types of information, whether that
information is used for business or security purposes. How does the applicant’s use of
ACTIONABLE INTELLIGENCE differ from this demonstrated use?
See 37 C.F.R. §2.61(b); In re AOP LLC, 107 USPQ2d 1644, 1650-51 (TTAB 2013); In re Cheezwhse.com, Inc.,
85 USPQ2d 1917, 1919 (TTAB 2008); In re Planalytics, Inc., 70 USPQ2d 1453, 1457-58 (TTAB 2004); TMEP
§§814, 1402.01(e).
Failure to comply with a request for information can be grounds for refusing registration. In re AOP LLC,
107 USPQ2d at 1651; In re DTI P’ship LLP, 67 USPQ2d 1699, 1701-02 (TTAB 2003); TMEP §814.
The applicant’s request for reconsideration has not resolved all the outstanding issues, nor does it raise
a new issue or provide any new or compelling evidence with regard to the outstanding issues in the final
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues. Accordingly, the request is denied.

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the
Board will be notified to resume the appeal. See TMEP §715.04(a).

If no appeal has been filed and time remains in the six-month response period to the final Office action,
applicant has the remainder of the response period to (1) comply with and/or overcome any
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board. TMEP
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3). The filing of a request for reconsideration does not stay
or extend the time for filing an appeal. 37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).
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