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Input Field Entered

SERIAL NUMBER 86092920

LAW OFFICE
ASSIGNED

LAW OFFICE 113

MARK SECTION

MARK http://tmng-al.uspto.gov/resting2/api/img/86092920/large

LITERAL ELEMENT ACTIONABLE INTELLIGENCE

STANDARD
CHARACTERS YES

USPTO-GENERATED
IMAGE YES

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font
style, size or color.

ARGUMENT(S)

This is in Response to the March 26, 2015 Final Office Action for Application Serial No 86/092,920 for
the mark ACTIONABLE INTELLIGENCE (the ?Mark?), owned by Verint Systems Inc. (?Verint?).
The Examiner refused the application on the grounds that the Mark merely describes Verint?s computer
hardware, software and consulting services. For the reasons set forth herein, Verint respectfully
disagrees with the Examiner?s conclusion. I. Applicant?s Prior Registrations In its prior response,
Applicant notes that it owns 2 U.S. trademark registrations for marks incorporating the term
ACTIONABLE INTELLIGENCE, namely, U.S. Reg. No. 3,886,611 for ACTIONABLE
INTELLIGENCE and U.S. Reg. No. 2,913,705 for the mark POWERING ACTIONABLE
INTELLIGENCE. The Examiner refutes the probative value of Applicant?s registrations on the
question of descriptiveness because they ?resulted from applications initially approved in 2004 and
2008. Vocabulary used in the computer and electronics fields is particularly noted for changing rapidly,
and descriptiveness is determined based on the facts and evidence in the record at the time registration is
sought.? However, Applicant asserts that the USPTO has approved applications as recently as July 2015
for marks incorporating the term ACTIONABLE INTELLIGENCE in the computer and electronics
fields. Specifically: (i) REAL TIME ACTIONABLE INTELLIGENCE and Design, U.S. Serial No.
86/398,618 ? Notice of Allowance issued on July 14, 2015, and (ii) ACTIONABLE INTELLIGENCE ?
U.S. Supplemental Reg. No. 4,398,002 ? approved for registration on July 8, 2013. Clearly, the USPTO
found that the term ACTIONABLE INTELLIGENCE in these marks was not descriptive. Accordingly,
Applicant submits that the instant application should, likewise, be approved for registration. I. The Mark
Is Not Merely Descriptive Applicant has deleted Class 9 from the instant application. Applicant asserts
that the term ACTIONABLE INTELLIGENCE is not descriptive of the Class 42 services remaining in



the application. A mark is considered suggestive, and is registrable, if the means of arriving at the
descriptiveness significance is circuitous. In Abercrombie & Fitch Co. v. Hunting World, Inc., 537 F.2d
4 (2d Cir. 1976), the Second Circuit Court of Appeals set forth the following guidelines for
distinguishing between suggestive and merely descriptive marks: A term is suggestive if it requires
imagination, thought and perception to reach a conclusion as to the nature of the Applicant?s Goods and
Services. A term is descriptive if it forthwith conveys an immediate idea of the ingredients, qualities or
characteristics of the Applicant?s Goods and Services. Abercrombie & Fitch, 537 F.2d at 11. In this
case, the Examining Attorney contends that the mark ACTIONABLE INTELLIGENCE is descriptive
of Applicant?s consulting services. However, Applicant submits that the mark ACTIONABLE
INTELLIGENCE is not descriptive of Applicant?s consulting services. According to Merriam-Webster,
the term ACTIONABLE is capable of two different meanings ? namely, ?subject to or affording ground
for an action or suit at law? and ?capable of being acted on.? Similarly, the term INTELLIGENCE is
capable of six different meanings, including, e.g., cosmic entities. See attached. Upon seeing
Applicant?s mark, consumers may believe that Applicant?s consulting services relate to the fields of law
or astronomy. Obviously, ACTIONABLE INTELLIGENCE requires some circuitous reasoning on the
part of the consumer in order to reach its meaning. The Mark does not immediately lead a potential
customer to conclude any one single thing about the product that carries the Mark. As a result, the Mark
is not merely descriptive and the mark is thus registrable. Moreover, it is well established that the
combination of two or more descriptive elements in a composite mark may result in a composite mark
that is not descriptive. See Official Airline Guides v. Goss, 856 F.2d 85 (9th Cir. 1988) (finding that
OAG TRAVEL PLANNER for a travel directory is an overall arbitrary composite mark). In this case,
Applicant has applied to register two common words that, when used in combination, form an overall
arbitrary composite mark that is not descriptive of Applicant?s consulting ervices. Finally, even if
Applicant?s Mark were considered to be somewhat descriptive, this is not a bar to registration on the
Principal Register. See Roux Laboratories, Inc. v. Clairol, Inc., 154 U.S.P.Q. 253 (T.T.A.B. 1967),
aff?d, 166 U.S.P.Q. 34 (C.C.P.A. 1970). In fact, any doubts as to whether a mark is merely descriptive
or whether it is suggestive should be resolved in favor of the applicant. See In re Bel Paese Sales Co., 1
U.S.P.Q.2d 1233 (T.T.A.B. 1986); In re Aid Laboratories, Inc., 221 U.S.P.Q. 1215 (T.T.A.B. 1984); In
re Conductive Sys., Inc., 220 U.S.P.Q. 84 (T.T.A.B. 1983). For the foregoing reasons, Applicant
submits that its Mark ACTIONABLE INTELLIGENCE does not immediately describe a feature of
Applicant?s consulting services and the mark is entitled to registration. III. Conclusion In view of the
foregoing, Verint respectfully requests approval of the ACTIONABLE INTELLIGENCE application
for publication.

EVIDENCE SECTION

        EVIDENCE FILE NAME(S)

       ORIGINAL PDF
FILE evi_156471510-20150921151109517305_._ACTIONABLE.pdf

       CONVERTED PDF
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GOODS AND/OR SERVICES SECTION (009)(class deleted)

GOODS AND/OR SERVICES SECTION (042)(no change)
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Application serial no. 86092920 ACTIONABLE INTELLIGENCE(Standard Characters, see http://tmng-
al.uspto.gov/resting2/api/img/86092920/large) has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

This is in Response to the March 26, 2015 Final Office Action for Application Serial No 86/092,920 for
the mark ACTIONABLE INTELLIGENCE (the ?Mark?), owned by Verint Systems Inc. (?Verint?). The
Examiner refused the application on the grounds that the Mark merely describes Verint?s computer
hardware, software and consulting services. For the reasons set forth herein, Verint respectfully disagrees
with the Examiner?s conclusion. I. Applicant?s Prior Registrations In its prior response, Applicant notes
that it owns 2 U.S. trademark registrations for marks incorporating the term ACTIONABLE
INTELLIGENCE, namely, U.S. Reg. No. 3,886,611 for ACTIONABLE INTELLIGENCE and U.S. Reg.
No. 2,913,705 for the mark POWERING ACTIONABLE INTELLIGENCE. The Examiner refutes the
probative value of Applicant?s registrations on the question of descriptiveness because they ?resulted from
applications initially approved in 2004 and 2008. Vocabulary used in the computer and electronics fields
is particularly noted for changing rapidly, and descriptiveness is determined based on the facts and
evidence in the record at the time registration is sought.? However, Applicant asserts that the USPTO has
approved applications as recently as July 2015 for marks incorporating the term ACTIONABLE
INTELLIGENCE in the computer and electronics fields. Specifically: (i) REAL TIME ACTIONABLE
INTELLIGENCE and Design, U.S. Serial No. 86/398,618 ? Notice of Allowance issued on July 14, 2015,
and (ii) ACTIONABLE INTELLIGENCE ? U.S. Supplemental Reg. No. 4,398,002 ? approved for
registration on July 8, 2013. Clearly, the USPTO found that the term ACTIONABLE INTELLIGENCE in
these marks was not descriptive. Accordingly, Applicant submits that the instant application should,
likewise, be approved for registration. I. The Mark Is Not Merely Descriptive Applicant has deleted Class
9 from the instant application. Applicant asserts that the term ACTIONABLE INTELLIGENCE is not
descriptive of the Class 42 services remaining in the application. A mark is considered suggestive, and is
registrable, if the means of arriving at the descriptiveness significance is circuitous. In Abercrombie &
Fitch Co. v. Hunting World, Inc., 537 F.2d 4 (2d Cir. 1976), the Second Circuit Court of Appeals set forth
the following guidelines for distinguishing between suggestive and merely descriptive marks: A term is
suggestive if it requires imagination, thought and perception to reach a conclusion as to the nature of the
Applicant?s Goods and Services. A term is descriptive if it forthwith conveys an immediate idea of the
ingredients, qualities or characteristics of the Applicant?s Goods and Services. Abercrombie & Fitch, 537
F.2d at 11. In this case, the Examining Attorney contends that the mark ACTIONABLE INTELLIGENCE
is descriptive of Applicant?s consulting services. However, Applicant submits that the mark
ACTIONABLE INTELLIGENCE is not descriptive of Applicant?s consulting services. According to
Merriam-Webster, the term ACTIONABLE is capable of two different meanings ? namely, ?subject to or
affording ground for an action or suit at law? and ?capable of being acted on.? Similarly, the term
INTELLIGENCE is capable of six different meanings, including, e.g., cosmic entities. See attached. Upon
seeing Applicant?s mark, consumers may believe that Applicant?s consulting services relate to the fields
of law or astronomy. Obviously, ACTIONABLE INTELLIGENCE requires some circuitous reasoning on
the part of the consumer in order to reach its meaning. The Mark does not immediately lead a potential
customer to conclude any one single thing about the product that carries the Mark. As a result, the Mark is
not merely descriptive and the mark is thus registrable. Moreover, it is well established that the
combination of two or more descriptive elements in a composite mark may result in a composite mark that
is not descriptive. See Official Airline Guides v. Goss, 856 F.2d 85 (9th Cir. 1988) (finding that OAG
TRAVEL PLANNER for a travel directory is an overall arbitrary composite mark). In this case, Applicant
has applied to register two common words that, when used in combination, form an overall arbitrary
composite mark that is not descriptive of Applicant?s consulting ervices. Finally, even if Applicant?s



Mark were considered to be somewhat descriptive, this is not a bar to registration on the Principal
Register. See Roux Laboratories, Inc. v. Clairol, Inc., 154 U.S.P.Q. 253 (T.T.A.B. 1967), aff?d, 166
U.S.P.Q. 34 (C.C.P.A. 1970). In fact, any doubts as to whether a mark is merely descriptive or whether it
is suggestive should be resolved in favor of the applicant. See In re Bel Paese Sales Co., 1 U.S.P.Q.2d
1233 (T.T.A.B. 1986); In re Aid Laboratories, Inc., 221 U.S.P.Q. 1215 (T.T.A.B. 1984); In re Conductive
Sys., Inc., 220 U.S.P.Q. 84 (T.T.A.B. 1983). For the foregoing reasons, Applicant submits that its Mark
ACTIONABLE INTELLIGENCE does not immediately describe a feature of Applicant?s consulting
services and the mark is entitled to registration. III. Conclusion In view of the foregoing, Verint
respectfully requests approval of the ACTIONABLE INTELLIGENCE application for publication.

EVIDENCE

Original PDF file:
evi_156471510-20150921151109517305_._ACTIONABLE.pdf
Converted PDF file(s)  ( 4 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Original PDF file:
evi_156471510-20150921151109517305_._INTELLIGENCE.pdf
Converted PDF file(s)  ( 5 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5

CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant hereby deletes the following class of goods/services from the application.
Class 009 for computer hardware and software for the recording, collection, retention, storage, analysis,
dissemination, and redistribution of voice, fax, video, Internet, data, electronic, and computer
transmissions, which transmissions are collected and analyzed for use in the fields of workforce
optimization, contact center operations, video analytics, lawful interception, telecommunications, digital
and cyber security, and enterprise business intelligence; computer software for monitoring, recording and
analyzing personal interactions and communications for the purpose of workforce optimization, enterprise
business intelligence and security intelligence; computer software for fraud and identity theft detection,
employee training, internet and computer security

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /patricialwerner/     Date: 09/21/2015
Signatory's Name: Patricia L. Werner
Signatory's Position: Attorney of Record, NY State Bar Member

Signatory's Phone Number: 212-541-2341

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
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territories and possessions; and he/she is currently the owner's/holder's attorney or an associate thereof;
and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the owner/holder
in this matter: (1) the owner/holder has filed or is concurrently filing a signed revocation of or substitute
power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the
owner's/holder's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney
appointing him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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