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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
U.S. APPLICATION SERIAL NO. 86044889

*86044889*

MARK: DOCTORPAYMENTS

CORRESPONDENT ADDRESS:
EVAN A RAYNES
SYMBUS LAW GROUP LLC

GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/trademarks/index.jsp

1425 K STREET NW SUITE 350
WASHINGTON, DC 20005-3514

TTAB INFORMATION:
http://www.uspto.gov/trademarks/process/appeal/index.js
p

APPLICANT: LogixHealth, Inc.

CORRESPONDENT’S REFERENCE/DOCKET NO:
3205-0021
CORRESPONDENT E-MAIL ADDRESS:
eraynes@symbus.com

EXAMINING ATTORNEY’S APPEAL BRIEF

This is an appeal from the Trademark Examining Attorney’s final refusal to register the proposed
mark, DOCTORPAYMENTS in standard characters, for services identified as “bill payment services
provided through a website enabling payors to make payments to payees and view their account

balances, their transaction histories, their insurance information, and documents regarding their
accounts to assist them in making such payments.” Registration has been refused on the Supplemental
Register under Trademark Act Section 23(c), 15 U.S.C. §1091(c) because the proposed mark is generic as
applied to the identified services.
I.

STATEMENT OF THE FACTS

On August 22, 2013, applicant filed an application to register the proposed mark,
DOCTORPAYMENTS in standard characters, under Section 1(a) of the Trademark Act for services
identified as “bill payment services provided through a website.” On December 9, 2013, the examining
attorney refused the proposed mark under Section 2(e)(1) of the Trademark Act because it is merely
descriptive of the identified services. The Office action also included a generic advisory.
Applicant responded on January 17, 2014 by amending the application to the Supplemental
Register. The response included arguments and evidence in support of registration on the Supplemental
Register. Applicant also amended the recitation of services to “bill payment services provided through a
website enabling payors to make payments to payees and view their account balances, their transaction
histories, their insurance information, and documents regarding their accounts to assist them in making
such payments.”
On February 5, 2014, the examining attorney issued a non-final Office action refusing registration of
the proposed mark on the Supplemental Register pursuant to Trademark Act Section 23(c), 15 U.S.C.
§1091(c) because the proposed mark is generic and, thus, incapable of distinguishing applicant’s
services. In addition, the refusal under Section 2(e)(1) of the Trademark Act was continued. Applicant’s
amendment to the identification of services was accepted.
Applicant responded on March 7, 2014. On April 10, 2014, the examining attorney issued a final
refusal of the proposed mark on the Supplemental Register under Trademark Act Section 23(c), 15 U.S.C.

§1091(c) because the proposed mark is generic as applied to the identified services. Applicant filed the
Notice of Appeal on June 24, 2014.
II.

PRELIMINARY MATTERS

The examining attorney encloses dictionary evidence for the term “PAYMENT” taken from the
American Heritage Dictionary of the English Language Online at
https://www.ahdictionary.com/word/search.html?q=payments&submit.x=33&submit.y=36 as well as
dictionary evidence from Merriam-Webster Online Dictionary at http://www.merriamwebster.com/dictionary/payment also for the term “PAYMENT.” This evidence supplements dictionary
evidence provided with the December 9, 2013 Office action. The examining attorney respectfully
requests that the Board take judicial notice of this dictionary evidence. 37 CFR § 2.122(a) and Fed. R.
Evid. 201. See TBMP § 704.12. The Trademark Trial and Appeal Board may take judicial notice of
dictionary definitions that (1) are available in a printed format, (2) are the electronic equivalent of a
print reference work, or (3) have regular fixed editions. TBMP §1208.04; see In re Dietrich, 91 USPQ2d
1622, 1631 n.15 (TTAB 2009) (taking judicial notice of definition from Merriam-Webster Online
Dictionary at www.merriam-webster.com).
III.

ISSUE ON APPEAL

The issue before the Board is whether the proposed mark DOCTORPAYMENTS is generic under
Trademark Act Section 23(c), 15 U.S.C. §1091(c) and, thus, incapable on the Supplemental Register.
IV.

ARGUMENT

THE PROPOSED MARK DOCTORPAYMENTS IS GENERIC IN THE CONTEXT OF THE IDENTIFIED SERVICES.

A. Generic Terms Are Terms that The Relevant Purchasing Public Understands Primarily as the
Common or Class Name for the Goods or Services

Generic terms are common names that the relevant purchasing public understands primarily as
describing the genus of applicant’s services. In re Dial-A-Mattress Operating Corp., 240 F.3d 1341, 1344,
57 USPQ2d 1807, 1810 (Fed. Cir. 2001); see TMEP §1209.01(c). Generic terms are by definition
incapable of indicating a particular source of services, and cannot be registered as trademarks and/or
service marks. In re Merrill Lynch, Pierce, Fenner, & Smith, Inc., 828 F.2d 1567, 1569, 4 USPQ2d 1141,
1142 (Fed. Cir. 1987); see TMEP §1209.01(c). Registering generic terms “would grant the owner of [a]
mark a monopoly, since a competitor could not describe his goods as what they are.” In re Merrill Lynch,
Pierce, Fenner, & Smith, Inc., 828 F.2d at 1569, 4 USPQ2d at 1142.
For a mark that is a generic “compound term,” a combination of two or more words, the evidence of
record must show that each of the constituent words is generic, and that each word retains its generic
meaning when combined such that the composite formed is generic and does not create a different,
non-generic meaning. See In re Gould Paper Corp., 834 F.2d 1017, 1018-19, 5 USPQ2d 1110, 1111-12
(Fed. Cir. 1987); TMEP §1209.01(c)(i).
Applicant seeks to register the proposed mark DOCTORPAYMENTS in standard characters on the
Supplemental Register for the following services, as amended: “bill payment services provided through a
website enabling payors to make payments to payees and view their account balances, their transaction
histories, their insurance information, and documents regarding their accounts to assist them in making
such payments.”
The December 9, 2013 Office action includes dictionary evidence at page 2 taken from
http://education.yahoo.com/reference/dictionary/entry/doctor indicating that the term “DOCTOR” is
defined as “a person, especially a physician, dentist, or veterinarian, trained in the healing arts and
licensed to practice.” According to the attached dictionary evidence from the American Heritage
Dictionary of the English Language Online at

https://www.ahdictionary.com/word/search.html?q=payments&submit.x=33&submit.y=36, the term
“PAYMENT” is defined as “1. The act of paying or the state of being paid. 2. An amount paid.” In
addition, the enclosed evidence from Merriam-Webster Online Dictionary at http://www.merriamwebster.com/dictionary/payment indicates that the term “PAYMENT” is defined as “the act of giving
money for something;” “the act of paying” and “an amount of money that is paid for something.”
The examining attorney respectfully submits that the proposed mark consists of a compound term
formed by combining the words “DOCTOR” and “PAYMENTS.” Each of the constituent words is generic
and, each word retains its generic meaning when combined such that the composite formed is generic
and does not create a different, non-generic meaning. However, applicant argues that the proposed
mark is not the common name for the services at issue.

B. The Two-Part Genericism Test
Determining whether a mark is generic requires a two-step inquiry:
(1)
(2)

What is the genus of services at issue?
Does the relevant public understand the designation primarily to refer to that genus of
services?

In re 1800Mattress.com IP, LLC, 586 F.3d 1359, 1363, 92 USPQ2d 1682, 1684 (Fed. Cir. 2009) (quoting H.
Marvin Ginn Corp. v. Int’l Ass’n of Fire Chiefs, Inc., 782 F.2d 987, 989-90, 228 USPQ 528, 530 (Fed. Cir.
1986)); TMEP §1209.01(c)(i).
Evidence of the public’s understanding that a designation primarily refers to the genus of specific
services may be obtained from any competent source, such as dictionaries, trade journals, magazines,
catalogs, newspapers, and other publications. See In re Merrill Lynch, Pierce, Fenner, & Smith, Inc., 828

F.2d at 1570, 4 USPQ2d at 1143. In addition, material obtained from third-party Internet websites is
generally accepted as competent evidence. See In re Country Music Ass’n, 100 USPQ2d 1824, 1829
(TTAB 2011); TBMP §1208.03; TMEP §710.01(b). Further, research databases such as LEXIS/NEXIS® are
also considered a source of competent evidence. See In re Leatherman Tool Grp., Inc., 32 USPQ2d 1443,
1449 (TTAB 1994); TMEP §1209.01(c)(i).
Regarding the first part of the inquiry, the genus of the services is often defined by an applicant’s
identification of services. See In re Country Music Ass’n, 100 USPQ2d at 1827-28. In the present case,
the identification, and thus the genus, is “bill payment services provided through a website enabling
payors to make payments to payees and view their account balances, their transaction histories, their
insurance information, and documents regarding their accounts to assist them in making such
payments.”
The examining attorney submits that the term “DOCTOR” in the proposed mark is generic, in the
context of the identified services, because it identifies the type or genus of bill payment services at
issue. When considered in relation to the identified services, the term “DOCTOR” retains its dictionary
meaning, which is “a person, especially a physician, dentist, or veterinarian, trained in the healing arts
and licensed to practice.” In addition, using a term as an adjective does not prevent that term from
being generic if the adjective refers to the relevant genus or category of goods and/or services. TMEP
§1209.01(c)(ii). Thus, an adjective may be generic if it denotes a narrower subcategory of the identified
services. See Sheetz of Del., Inc. v. Doctor’s Assocs. Inc., 108 USPQ2d 1341, 1366 (TTAB 2013) (holding
FOOTLONG generic for sandwiches excluding hot dogs; i.e., the subcategory “footlong sandwiches”);
TMEP §1209.01(c)(ii).
The term “PAYMENTS” is essentially the apt or common name for the genus of services provided by
applicant, which are payment services allowing consumers to “make payments to payees,” as indicated

by the identification of services. This finding is also supported by applicant’s specimen of use consisting
of a page from applicant’s website indicating “we provide a secure and convenient way to resolve your
physician bills.” An applicant’s website may also assist in clarifying or refining the genus by providing the
context for the terms in the identification. In re Reed Elsevier Props. Inc., 482 F.3d 1376, 1379, 82
USPQ2d 1378, 1380 (Fed. Cir. 2007). The genus is not only limited by the identification. See In re DNI
Holdings Ltd., 77 USPQ2d 1435, 1438 (TTAB 2005).
The examining attorney respectfully submits that when the terms “DOCTOR” and “PAYMENTS” are
considered in relation to the identified services, each retains its generic meaning. The composite
DOCTORPAYMENTS is also generic and does not create a different, non-generic meaning. See In re
Gould Paper Corp., 834 F.2d 1018-19.
Applicant does not dispute that the terms comprising the proposed mark are generic. As noted in
Applicant’s Brief, it is applicant’s position that “people send payments to doctors, but no one is asked to
make ‘doctorpayments’ and no one says they are sending ‘doctor payments to their doctors. The term
‘doctor’ and ‘payments’ are generic, but the combination is not.” Applicant’s Brief at 2.
However, even if Applicant were the first user of the wording DOCTORPAYMENTS, which the
examining attorney disputes based upon the evidence, the fact that an applicant may be the first and
only user of a generic designation is not dispositive on the issue of genericness where, as here, the
evidence shows that the word or term is generic. See In re Greenliant Sys. Ltd., 97 USPQ2d 1078, 1083
(TTAB 2010); TMEP §1209.03(c).
Applicant also argues that the evidence of record does not establish that DOCTORPAYMENTS is
generic for web-based payment services or used to refer to a class of products or services and indicates
that “compound terms consisting of descriptive words must be analyzed according to the test set forth
in In re American Fertility Society. According to the Federal Circuit, ‘where the proposed mark is a phrase

(such as ‘Society for Reproductive Medicine’), the board cannot simply cite definitions and generic uses
of the constituent terms of a mark; it must conduct an inquiry into ‘the meaning of the disputed phrase
as a whole.’ In Re American Fertility Society, 51 USPQ2d at 1836.” Applicant’s Brief at 6.
The examining attorney respectfully submits that the evidence of record supports the finding that
the terms forming the proposed mark are generic and that the resulting composite mark is also generic.
For the convenience of the Board, a sample of the evidence of record is outlined below:

1) Evidence provided with the December 9, 2013 Office action at pages 7-9 taken from
http://stlouis.mojobz.com/employee-doctors-payments-services-specialist-st.louis-mo.htm
advertising a vacancy for an employee and doctors payment services specialists and indicating
that the responsibilities include “assist in timely and accurate processing of doctor payments for
the TLC Centers business unit” as well as “cut checks for bi-weekly doctor payments” and
“reconcile doctor payments to sub-system data (proprietary system).”
2) Evidence provided with the February 5, 2014 Office action at pages 7-8 and taken from
http://www.revolutioninfosystems.com/Hospital%20ERP.aspx advertising hospital software
featuring a doctor payment module in addition to other modules.
3) Evidence provided with the February 5, 2014 Office action at pages 13-14 from
http://www.hfxcard.com/gold-membership.html advertising a payment card as “Gold Cards are
issued regardless of Insurer and can maintain updated insurance status in the event cardholder
changes insurer. The card also has unique features such as a monthly payment option for doctor
payments not covered by insurance (deductible, out of pocket expense) if necessary due to
personal financial hardship.”
4) Evidence provided with the April 10, 2014 Final Office action at pages 2-4 from
https://www.totalepay.com/account-to-account.jsp advertising an online platform for retrieving
medical records and providing the following information “APS Workflow in this model still
makes all of the doctor payments, images the record and bills the carriers.”
5) Evidence provided with the April 10, 2014 Final Office action at pages 47-49 and taken from
https://www.totalepay.com/account-to-account.jsp advertising electronic payments for a broad
range of services including “doctor payments” as one category of electronic payments.
6) Evidence provided with the December 9, 2013 Office action at page 12 taken from
http://www.sutterhealth.org/billpay/ indicating “Sutter Health has partnered with Relay Health,
to be able to offer our patients online bill pay. Login to the secure web site, choose the hospital
where you received services, review your statements and pay your bill online. You can also view
recent activity including payments made by your insurance.”

The evidence of record establishes that the relevant purchasing public, which includes persons
making payments to a doctor, understands DOCTORPAYMENTS as describing the genus of applicant’s

payment services. As indicated in In re American Fertility Society, “if the compound word would have no
different meaning from its constituent words, and dictionaries, or other evidentiary sources, establish
the meaning of those words to be generic, then the compound word too has been proved generic. No
additional proof of the genericness of the compound word is required.” In re American Fertility Society
51 USPQ2d at 1836.
Applicant also relies on third party registrations to support the argument that “the PTO has long
allowed the registration of PAYMENT-formative trademarks combined with other descriptive terms for
payment-related services.” Applicant’s Brief at 10. Applicant provided copies of the third party
registrations with the January 17, 2014 response. However, the third party registrations, upon which
applicant relies, are distinguishable because they primarily consist of marks in which the generic term
“PAYMENTS” is combined with either a distinctive or descriptive term. In this case, the generic term
“PAYMENTS” is combined with the generic term “DOCTOR.”
The examining attorney respectfully submits that this case is analogous to In re ING Direct Bancorp,
100 USPQ2d 1681, 1690 (TTAB 2011) (holding PERSON2PERSON PAYMENT generic for direct electronic
funds transfers including electronic payment services between individuals). In that case, although the
evidence indicated that the words “person to person payments” are commonly used in the financialpayments industry to mean payments made from one person to another, the applicant argued that the
mark was not generic because their electronic transfers involved the services of banks with the funds
not technically going from “person to person.” The applicant also argued that the record lacked
evidence that its exact mark “PERSON2PERSON PAYMENT” is a commonly used term in the industry. The
Board determined that the evidence clearly established that “person to person payments” is a term of
art in the financial industry with specific meaning identical to the usage that applicant intended and
affirmed the refusal under Section 23(c) of the Trademark Act.

In this case, the evidence also establishes that the terms “DOCTOR” and “PAYMENTS” are generic
and that the composite mark DOCTORPAYMENTS is also generic because it identifies the genus of
payment services provided by applicant. The relevant purchasing public, which includes persons making
payments to doctors, viewing their account balances, their transaction histories, their insurance
information, and documents regarding their accounts to assist them in making such payments,
understands DOCTORPAYMENTS as referring to the genus of payment services provided by applicant.
Accordingly, the proposed mark is generic.
Finally, it is well settled that each case must be decided on its own facts and the Trademark Trial and
Appeal Board is not bound by prior decisions involving different records. See In re Nett Designs, Inc.,
236 F. 3d 1339, 1342, 57 USPQ2d 1564, 1566 ( Fed. Cir. 2001); TMEP §1209.03(a).
The trademark examining attorney has established by “clear evidence” that the applied-for mark is
generic; thus the USPTO’s evidentiary burden has been met. See In re Hotels.com LP, 573 F.3d 1300,
1302, 91 USPQ2d 1532, 1533-34 (Fed. Cir. 2009); TMEP §1209.01(c)(i). Accordingly, the examining
attorney respectfully requests that the refusal to register the proposed mark be affirmed.
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