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INTRODUCTION 

 Applicant, Orbit Irrigation Products, Inc. (hereinafter “Applicant” or “Orbit”), 

appeals from the Examining Attorney’s final refusal to register Applicant’s mark (the 

“Sprinkler Head Configuration”) on the grounds that it is a functional, non-distinctive 

configuration of goods under Trademark Act Sections 1, 2, and 45.  As basis for her 

refusal, the Examining Attorney concludes that because the Sprinkler Head Configuration 

includes the color green, it provides the utilitarian advantage of concealing Orbit’s 

sprinklers in grassy areas and is therefore functional.  However, the Examining Attorney 

has not provided evidence that the Sprinkler Head Configuration provides the alleged 

utilitarian advantage.  In fact, the record evidence rebuts the Examining Attorney’s 

conclusion, showing that the Sprinkler Head Configuration (which includes the color 

green as only one of its elements) does not provide camouflage and is not functional.  

The Examining Attorney also concludes that Orbit’s Section 2(f) claim of acquired 

distinctiveness in not adequately supported.  However, the undisputed record evidence, 

which shows millions of dollars in sales and advertising, distributor declarations, and 

‘look for’ advertising are sufficient to show acquired distinctiveness and support Orbit’s 

Section 2(f) claim. 

 Orbit therefore submits that the Examining Attorney’s refusals under Sections 1, 

2, and 45 are improper, that the final refusal should be reversed’, and the Sprinkler Head 

Configuration should be allowed for publication. 
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BACKGROUND 

 Orbit is the owner of Application Serial No. 85/945749 for its distinctive 

Sprinkler Head Configuration depicted below for “Irrigation sprinklers and home and 

garden sprinklers.” (the “Application,” a copy of which is attached as Exhibit 1).1   

 

 
 
 
 
 
 
 
 
 
 
 
 
The Application was filed on May 30, 2013.  It includes the following description of the 

mark:   

“The mark consists of the color green on a top portion of the sprinkler, contrasted by a 
non-green color on the other adjacent top portions of the sprinkler.  The matter in broken 
lines shows the positioning of the mark on the goods and is not claimed as part of the 
mark.”   
 

                                                        
1 It should be noted that this application is one of six applications filed by Orbit for 
sprinkler head configurations that include the color green adjacent to a non-green portion 
on the top of a sprinkler head.  The Examining Attorney issued identical office actions 
and evidence for all six of the applications.  Orbit believes the issues on appeal are 
largely the same.  However, there are some differences in individual mark configurations 
and underlying goods.  For example, some of the sprinkler heads may be partially buried 
because they have telescoping ‘pop-up’ spray heads while some of the sprinkler heads do 
not telescope and must be elevated and above ground.  Therefore, while this appeal is 
largely identical to the appeals filed for the other five applications, it does contain some 
unique analysis of the sprinkler head configuration of the subject application. 
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As the Application’s drawing shows, the Sprinkler Head Configuration is for a sprinkler 

head unit, the top portion of which comprises a green portion adjacent to a non-green 

portion. 

 On July 12, 2013, the Examining Attorney issued an Office Action (attached as 

Exhibit 2) raising the following issues: 

• Refusal under Trademark Act Sections 1, 2, and 45 – Color Mark 

• Refusal under Trademark Act Section 2(e)(5) – Functional 

• Requirement for Information 

• Requirement for an Acceptable Identification of Goods 

• Requirement for Multiple Class Application 

• Requirement for Amended Description of the Mark 
 
 In the July 12 Office Action, the Examining Attorney focused primarily on the 

color green in the Sprinkler Head Configuration, stating that “applicant must provide 

evidence demonstrating that the color mark has acquired source-indicating significance in 

the minds of consumers.”  The Examining Attorney further stated that Orbit’s mark, 

“which consists of the color green, appears to be a functional color for such goods.” 

 Orbit submitted its Response on December 13, 2013, (attached as Exhibit 3) 

addressing all of the issues identified in the July 12 Office Action.  In its December 13 

Response, Orbit explained that its configuration includes the color green, but that the 

claim to green is limited because the configuration also includes an adjacent non-green 

color, and that the Sprinkler Head Configuration is not functional.  In support of this 

conclusion, Orbit submitted evidence related to the nonfunctionality of the Sprinkler 

Head Configuration.  Orbit also submitted a declaration of acquired distinctiveness under 

Section 2(f) and evidence to support the declaration, including distributor declarations, 

information related to significant sales and advertising using the Sprinkler Head 

Configuration, and sample advertising. 
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 On January 8, 2014, the Examining Attorney issued a second Office Action 

(attached as Exhibit 4).  The January 8 Office Action maintained the following issues: 

• Refusal under Trademark Act Sections 1, 2, and 45 – Color Mark 

• Refusal under Trademark Act Section 2(e)(5) – Functional 

• Requirement for Amended Description of the Mark 
 
In the January 8 Office Action, under the Requirement for an Amended Description of 

the Mark, the Examining Attorney asserted that Orbit could not claim a “non-green 

color” because “wording describing the portions of the mark that are not claimed as a 

feature of the mark should not be mentioned.”  The Examining Attorney incorrectly 

conclude that Orbit’s mark is only the color green, rather than the color green and another 

color, arranged in a specific configuration according to the shape of a specific sprinkler 

head.  Presumably, based on this erroneous conclusion, the Examining Attorney 

maintained the functionality refusal.  Additionally, despite Orbit’s Section 2(f) claim and 

evidence showing acquired distinctiveness, the Examining Attorney also maintained the 

refusal for lack of distinctiveness.     

 Orbit submitted a second Response on July 8, 2014 (attached as Exhibit 5) 

addressing all of the issues identified in the January 8 Office Action.  In its July 8 

Response, Orbit explained that its claim to the “non-green” portion of the Sprinkler Head 

Configuration is an important limitation to the applied-for mark because it limits the 

claimed mark by also claiming a contrasting adjacent color.  Orbit’s July 8 Response 

further addressed the Examining Attorney’s failure to make a prima facie case of 

functionality under Section 2(e) refusal and argued the adequacy of it Section 2(f) claim.  

 On July 23, 2014, the Examining Attorney issued a Final Office Action (attached 

as Exhibit 6) maintaining the following issues: 
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• Refusal under Trademark Act Sections 1, 2, and 45 – Color Mark 

• Refusal under Trademark Act Section 2(e)(5) – Functional 

 The Examining Attorney accepted Orbit’s description of the mark, specifically, 

that the mark “[t]he mark consists of the color green as applied to a portion of the top 

portion of the sprinkler head contrasting with the adjoining portion of the sprinkler head.”  

However, the Examining Attorney continued to focus only on the color green rather than 

all the elements of the Sprinkler Head Configuration and maintained the functionality 

refusal.  The Examining Attorney also maintained the refusal for lack of distinctiveness.  

ARGUMENT 

I.   THE SPRINKLER HEAD CONFIGURATION IS NOT FUNCTIONAL 

 To refuse a mark on functionality grounds, the Examining Attorney must establish 

a prima facie case that the mark sought to be registered is functional.  TMEP § 

1202.02(a)(iv); see also In re Becton, Dickinson & Co., 675 F.3d 1368, 1374, 102 

USPQ2d 1372, 1376 (Fed. Cir. 2012).  Here, the Examining Attorney has refused to 

register Orbit’s mark based on the alleged functionality of a single feature of the 

Sprinkler Head Configuration, the color green.  However, functionality is determined 

based on evaluation of the mark as a whole, not just one design feature of the mark.  

Textron, Inc. v. United States Int'l Trade Com, 753 F.2d 1019, 224 USPQ 625 (Fed. Cir. 

1985).  The Examining Attorney has failed to consider and has not provided any evidence 

related to the entire Sprinkler Head Configuration, which includes the color green 

adjacent to a non-green color, configured in a particular way on a particular sprinkler 

head.  Therefore, there is insufficient evidence that Orbit’s mark is functional.  

Consequently, under the Inwood formulation and the Morton-Norwich factors, which are 
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explained in more detail below, the Examining Attorney has not established a prima facie 

case of functionality.  Moreover, even had the Examining Attorney met her burden to 

establish a prima facie case, Orbit’s evidence would rebut any such showing.  See In re 

Becton, Dickinson & Co., 102 USPQ2d at 1376 (a prima facie case may be rebutted by 

competent evidence).  Therefore, the Section 2(e)(5) refusal should be reversed. 

 A.   The Functionality Doctrine    

 A feature affects competition and is functional if it is “essential to the use or 

purpose of the [product] or when it affects the cost or quality.”  TrafFix Devices, Inc. v. 

Mktg.Displays, Inc., 532 U.S. 23, 33, 58 USPQ2d 1001, 1006 (2001); Inwood Labs, Inc. 

v. Ives Labs., Inc., 456 U.S. 844, 850, n.10, 214 USPQ 1, 4, n.10 (1982).  The inquiry 

whether a particular design is “essential” is a key test, known as the Inwood formulation. 

It is important, however, that the functionality of the entire design and not just one 

element of the design be considered.  It is well settled that even if an individual element 

of an applied-for design may be functional, the overall mark may still be nonfunctional.  

See 15 U.S.C. §1052(e)(5); In re Teledyne, 696 F.2d 968, 971, 217 USPQ 9, 11 (Fed. Cir. 

1982).  In fact, even when all the aspects of a mark are individually functional, the 

overall “composite design” can be nonfunctional.  In re Chesebrough-Pond’s, Inc., 224 

USPQ 967, 968 (TTAB 1984).  The Board must therefore weigh all the elements of the 

mark in order to determine Section 2(e)(5) functionality issues.  Becton, Dickinson & 

Co., 102 USPQ2d at 1377.   

 Once it is determined that a mark is not ‘essential’ and therfore not functional 

under the Inwood formulation, courts will then typically evaluate the anti-competitive 

effect of the mark.  The purpose of the functionality doctrine is to prevent the registration 
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of a useful product feature, thereby inhibiting legitimate competition.  See In re Morton-

Norwich Products, Inc., 671 F.2d 1332, 213 USPQ 9, 15-16 (C.C.P.A. 1982).  The 

“effect on competition is the ‘crux of the matter.’”  Id. at 24 (internal quotation omitted).  

Further determination of functionality involves consideration of the following four 

factors, known as the Morton-Norwich factors: 

1) the existence of a utility patent that discloses the utilitarian advantages of the 
design sought to be registered; 

2) advertising by the applicant that touts the utilitarian advantages of the design; 
3) facts pertaining to the availability of alternative designs; and 
4) facts pertaining to whether the design results from a comparatively simple or 

inexpensive method of manufacture. 
 
In re Becton, Dickinson & Co., 675 F.3d 1368, 1374-75, 102 USPQ2d 1372, 1377 (Fed. 

Cir. 2012); In re Morton-Norwich Prods., Inc., 671 F.2d 1332, 1340-1341, 213 USPQ 9, 

15-16 (C.C.P.A. 1982). 

 Here, because there is no evidence that the Sprinkler Head Configuration is 

essential to the purpose and function of the underlying goods under the Inwood 

formulation and because there is no evidence under the Morton-Norwich factors that the 

Sprinkler Head Configuration is functional, the Examining Attorney has not made a 

prima facie case of functionality under Section 2(e)(5).  Furthermore, even if the 

Examining Attorney’s evidence had suggested that the Sprinkler Head Configuration is 

functional, Orbit’s evidence rebuts any such suggestion that clearly establishes that the 

mark is nonfunctional under both the Inwood formulation and the Morton-Norwich 

factors. 
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 B.   The Sprinkler Head Configuration is Not ‘Essential’ to the Use  

  or Purpose of Orbit’s Sprinkler Heads. 

 

 The Supreme Court explained that a trademark “is functional if it is essential to 

the use or purpose of the article or if it affects the cost or quality of the article.”  Inwood 

Laboratories, Inc., 214 USPQ at 4 (emphasis added).  Therefore, the Sprinkler Head 

Configuration is functional only if its particular combination and configuration of green 

and adjacent non-green sections on the top of Orbit’s sprinkler head are essential to the 

sprinkler head’s use or provide some utilitarian advantage over alternative sprinkler head 

designs.  Because the configuration is not essential and provides no advantage over 

alternative designs, the Sprinkler Head Configuration is not functional.  

 The examining attorney has the burden of making a prima facie showing that the 

applicant’s mark is essential.  In re Becton, Dickinson & Co., 675 F.3d 1368, 1374, 

USPQ2d 1372 (Fed. Cir. 2002).  Here, the Examining Attorney has not provided 

evidence sufficient to show that the Sprinkler Head Configuration is essential to the use 

or purpose of Orbit’s sprinkler heads and has therefore failed to make a prima facie case 

of functionality. 

  The Examining Attorney contends that Orbit’s mark is functional “because it 

provides camouflage of the goods in grass” and because “the applied-for mark, green, 

enables the goods to be disguised in grass and/or landscape.”  (Exhibit 2, page 4).  In 

support of the her argument, the Examining Attorney has provided internet evidence 

showing use of the color green in connection with various landscape, garden, and 

irrigation products.  (See Exhibits 2, 4, and 6).  However, the Examiner provides no 

argument or explanation as to how the evidence supports the functionality refusal, stating 

simply, “evidence is attached demonstrating that parties such as Rain Bird, Toro, Hunter, 
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and others use the color green for their sprinkler heads.”  (Exhibit 2, page 4).  Presumably 

the Examiner’s argument is that the color green is sometimes used in connection with 

lawn and garden accessories, and some of these companies claim a functional advantage 

in the color green when used with lawn and garden accessories, then any use of the color 

green in connection with Orbit’s goods must be essential and therefore functional.  Such 

a conclusion is incorrect and unsupported by the evidence, either directly or 

circumstantially, as discussed below.  

 The evidence provided by the Examining Attorney can be generally categorized 

in two categories:  unrelated goods and sprinklers.       

Unrelated Goods 

 Much of the evidence is directed towards goods that are different from and 

unrelated to Orbit’s sprinkler heads.  For example, the Examining Attorney provides an 

internet printout showing marketing for a lizard and snake traps, as shown below.  

(Exhibit 2, pages 37-40). 

 

 

 

 

 

 

 The pictured lizard and snake trap is green.  However, there is no explanation in 

the record evidence that the color green provides any functional or utilitarian advantage.  

At most, the evidence suggests that lizard and snake traps may sometimes be green.  
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There is nothing to show that the Orbit’s Sprinkler Head Configuration is functional.  The 

evidence also includes internet marketing for wire fencing coated with green vinyl.  

(Exhibit 2, page 40).  The fencing provider alleges that the color green “adds an upscale 

appearance that compliments nature.”  (Id.).  Fencing and sprinkler heads are completely 

different type of goods, however.  Any suggestion regarding the desirability and 

functionality of green in connection with wire fences is inapplicable to sprinkler heads.  

Finally, the evidence includes internet marketing for a sprinkler system valve box cover, 

sold and marketed by Orbit.  (Exhibit 2, pages 12-13).  Orbit claims the cover comes in a 

“standard color to match grassy installation areas.”  (Id.).  The Examining Attorney 

suggests that this statement by Orbit is an admission that one element of the Sprinkler 

Head Configuration, the color green, is functional.  (Exhibit 2, page 6).  This is incorrect.  

While valve box covers are used in connection with sprinkler systems, they are very 

different from sprinkler heads.   Valve box covers are relatively large – enormous, in fact, 

when compared to sprinkler heads.  When the valve box cover shown in the record 

evidence is installed and buried, the expose surface area is roughly 12 inches by 17 

inches, or 204 square inches. (Id.)  By comparison, the Sprinkler Head Configuration is 

for a much smaller product (the top surface of pop-up sprinkler heads are generally less 

than 4 square inches).  Additionally, the entire exposed surface area of the valve box 

color is monochromatic - the Sprinkler Head Configuration is not.  Therefore, to the 

extent the color green can help camouflage the valve box cover in grass, the use of green 

on the valve box cover is effective because the cover is completely green.  In contrast, the 

color green is only one element of the Sprinkler Head Configuration - green is contrasted 
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by another color, which is functionally inconsistent with the purpose of camouflaging the 

goods in a green landscape.     

Sprinklers 

 Additionally, the Examining Attorney has submitted evidence consisting of 

internet marketing for different types of lawn sprinklers, which are unrelated to the 

Sprinkler Head Configuration.  For example, the evidence includes information related to 

a sled style sprinkler, as pictured below.  (Exhibit 4, pages 24-25). 

 

 

 

 

 

 

 

 

 

The only functional information about the sled style sprinkler provided by the record 

evidence is that it is “crush resistant” and provides a “90 sq. ft. sprinkler ring.”  (Id.)  

There is no statement or suggestion that there is any functional advantage to the sled style 

sprinkler being green.  Additionally, the evidence includes internet information related to 

a plastic impact sprinkler, shown below.  (Exhibit 4, pates 21-23). 
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Among the benefits listed with the product information are “easy operation” and “spray 

evenly be 360 degree rotation.”  (Id.).  The record evidence does not state or suggest, 

however, that the color green has any functional benefit.  

 Based on this review of the evidence relied on by the Examining Attorney, it is 

clear that the evidence does not demonstrate that the Sprinkler Head Configuration is 

essential to the use or purpose of the underlying goods or that it affects the cost or quality 

of the goods.  The Examining Attorney has therefore failed to make a prima facie 

showing that the Sprinkler Head Configuration essential and functional.   

 Moreover, even if the Examining Attorney had submitted evidence that the 

Sprinkler Head Configuration is essential and functional, that evidence is strongly 

rebutted. 

 The Examining Attorney claims that the Sprinkler Head Configuration is 

functional because the color green allows camouflaging of the underlying goods in the 

landscape.  However, the Sprinkler Head Configuration is not a monochromatic green-

topped sprinkler head.  It is a combination of green adjacent to non-green on the top 
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portion of a sprinkler head.  (Exhibit 1, pages 1-5).  Therefore, any alleged functional 

value of the color green is limited by the adjacent, contrasting non-green component of 

the Sprinkler Head Configuration. 

  

 

 

 

 

 

  

 The Sprinkler Head Configuration includes the color green only on the top portion 

of the design, and always in conjunction with a non-green portion.  Even a cursory 

review of the underlying sprinkler head goods clearly demonstrates that the Sprinkler 

Head Configuration cannot provide the functional advantage of camouflaging the 

sprinkler head in the landscape because the sprinkler head is comprised of large visible 

areas that are not green.   

 Additionally, the record includes ample evidence of competitor goods that do not 

use the Sprinkler Head Configuration.  The most popular color configuration for sprinkler 

heads related to the underlying goods is completely black.  (Exhibit 3, pages 50-51 ¶10; 

page 218). 
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However, there are a wide variety of color configurations used in the marketplace, none 

of which correspond to Orbit’s Sprinkler Head Configuration.  (Exhibit 3, pages 218-

232).  The existence of so many competing color configurations on competing sprinkler 

heads is clear and compelling evidence the Sprinkler Head Configuration is not essential 

and functional. 

  
 C.   The Sprinkler Head Configuration is Not Functional Under the  

  Morton-Norwich Factors 

 

 Once nonfunctionality is established under the Inwood formulation, courts may 

also consider functionality by application of the factors set forth in In re Morton-Norwich 

Prods., Inc., 671 F.2d 1332, 1342, 213 USPQ 9, 17 (C.C.A.P. 1982).  The Morton-

Norwich Factors include:   

1) the existence of a utility patent disclosing the utilitarian advantages of the claimed 
design;  

2) advertising materials;  
3) the availability to competitors of functionally equivalent designs; and  
4) facts indicating that the design results in a comparatively simple or cheap method 

of manufacturing the product.   
 
Id.  The Examining Attorney does not provide any evidence directed towards these 

factors or otherwise address them and consequently fails to make a prima facie case of 

functionality under Morton-Norwich.  Furthermore, a review of Orbit’s evidence, in light 

of each factor, clearly establishes that the Sprinkler Head Configuration is nonfunctional. 
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 There are no utility patents covering the Sprinkler Head Configuration. 

   Applicant is unaware of any utility patent disclosing any utilitarian advantages of 

the Sprinkler Head Configuration.  Orbit’s general counsel and director of manufacturing 

and engineering each submitted a declaration stating that there are no patents claiming 

the Sprinkler Head Configuration.  (Exhibit 3, page 52 ¶6; Exhibit 3, page 54 ¶). 

 Despite it being undisputed that there is no patent covering the Sprinkler Head 

Configuration, the Examining Attorney cites US Patent App. No. 2010/127097 for a 

sprinkler head that is attached to the top of a fence post for additional range and 

configured to blend with the décor of the fence post.  (Exhibit 2, page 5; Exhibit 5, page 2 

59-67).  The patent application is inapplicable, however, because it does not claim as 

functional or even disclose any of the elements (including the color green) of the 

Sprinkler Head Configuration.  Therefore this factor favors Orbit.   

 Orbit does not advertise any utilitarian advantage of the Sprinkler Head 
 Configuration or of the green element of its configuration. 
 
 Under this factor, the advertising should clearly emphasize the specific utilitarian 

features of the design claimed as a mark.  In re Gibson Guitar Corp., 61 USPQ.2d 1948, 

1951 (TTAB 2001).  Not only does Orbit’s advertising not promote or extoll any specific 

utilitarian feature of the Sprinkler Head Configuration, but it also does not promote any 

advantage of the green element of the overall configuration.  

 The Examining Attorney relies on claims made by Orbit regarding Orbit’s valve 

box cover.  (Exhibit 2, page 5).  However, as discussed above, claims directed towards a 

valve box cover are not applicable to sprinkler heads, which are different goods that 

operate differently to accomplish a different purpose. Therefore, this factor favors Orbit. 

 There are a multitude of available alternative designs. 
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 The availability of alternative designs is relevant to show that the design sought to 

be registered will not hinder competition.  In re Morton-Norwich Products, Inc., 213 

USPQ at 16.   The record evidence shows numerous examples of similar sprinkler head 

designs that do not use the Sprinkler Head Configuration.  In fact, the evidence shows 

that Orbit’s competitors prefer to use a completely different configuration for their 

sprinkler head products.  For example, as shown below, Rainbird offers sprinkler heads 

that are predominantly black and that include a pop-up nozzle that may be one of seven 

different colors.  (Exhibit 5, page 39). 

  

 

 

 

 

 

 

 

 

 

 

 

Another sprinkler head provider, Hunter, offers predominantly black sprinkler heads with 

a pop-up nozzles available in ten different colors.  (Exhibit 5, pages 46-49). 

 

VAN Series

Variable Arc Spray Nozzles

Rain Bird® VAN Nozzles can be adjusted to the exact pattern

of your lawn, ensuring your landscape will be precisely

watered, so you don’t need to worry about it. They are ideal

for odd shaped corners and smaller grassy areas around

sidewalks and driveways; they can also be used for watering

flowerbeds or shrubs. A complete line of VAN nozzles is

available covering a range from 3-18 feet.

Features

Models

Specifications

Manuals & Literature

VAN Series 

Variable Arc Spray Nozzles

128

Click to Enlarge Photos

Watch a Brief Tutorial

An Introduction to Automated
Sprinkler Systems

Recommended Products

Rain Bird 1800 Series 
Spray Heads
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Toro offers sprinkler heads that are black with a red nozzle.  (Exhibit 3, page 232). 

 

 

 

 

 

 

 

Therefore, as demonstrated by current market practices, not only are alternate designs 

available to competitors, but alternate designs appear to be preferred.  (Exhibit 3, 214-

232).  Consequently, this factor favors Orbit. 

 The Sprinkler Head Configuration is more expensive to manufacture. 

 A product feature is functional if it is essential to the use or purpose of the product 

or if it affects the cost or quality of the product. Inwood Laboratories, Inc. v. Ives 

Laboratories, Inc., 456 U.S. 844, 850 n.10, 214 USPQ 1, 4 n.10 (1982) (emphasis 

added). Therefore, a showing that a product design or product packaging results from a 

中国中
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comparatively simple or inexpensive method of manufacture will support a finding that 

the claimed trade dress is functional.  TMEP § 1202.02(a)(v)(D).  Orbit’s Director of 

Manufacturing and Engineering has stated that the green design element of the Sprinkler 

Head Configuration is not less expensive, but actually increase costs.  (Exhibit 3, page 54 

¶3).  This statement is undisputed.  Therefore, the Sprinkler Head Configuration provides 

no cost advantage and this factor favors Orbit. 

 In conclusion, based on the analysis above, the Examining Attorney has not made 

a prima facie case that the Sprinkler Head Configuration is functional under either 

Inwood or Morton-Norwich.  Further, even if a prima facie showing were made, Orbit 

has rebutted that showing by providing evidence that the Sprinkler Head Configuration is 

not essential to the use of the underlying goods and that each of the Morton-Norwich 

factors favor a finding of nonfunctionality.  Consequently, the Section 2(e)(5) refusal 

should be reversed.   

 

II. ORBIT’S SECTION 2(F) CLAIM IS ADEQUATELY SUPPORTED 

 Orbit has made a prima facie case that the Sprinkler Head Configuration has 

acquired distinctiveness.  The Examining Attorney’s refusal is in error and should be 

reversed. 

 To overcome a refusal for lack of distinctiveness, an applicant may submit 

evidence under Section 2(f) to show that the mark has achieved secondary meaning, or 

acquired distinctiveness.  See 37 C.F.R. § 2.41(a).  Color marks can be registered upon a 

showing of acquired distinctiveness, as there is “no rule barring the use of color alone.”  

Qualitex Co. v. Jacobson Products Co., Inc., 514 U.S. 159, 162, 34 USPQ2d 1161 
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(1995).  To establish acquired distinctiveness, an applicant must show that the product 

configuration sought to be registered is perceived by consumers not just as the product 

but, rather, that the design identifies the producer or source of the product.  In re Ennco, 

56 USPQ2d 1279, 1283 TTAB (2000).  This may be shown by either direct or 

circumstantial evidence.  Id.  Direct evidence includes actual testimony, declarations or 

surveys of consumers as to their state of mind.  Id. Circumstantial evidence, on the other 

hand, is evidence from which consumer association might be inferred, such as years of 

use, prior registrations, extensive amount of sales and advertising, unsolicited media 

coverage, and any similar evidence showing wide exposure of the mark to consumers. 

Id.; See also 2 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition, 

Section 15:30, 15:61, and 15:70  (4th ed. Updated 2010).   

 The Sprinkler Head Configuration has acquired distinctiveness and should be 

allowed on the Principal Register.  Orbit has submitted evidence establishing that Orbit 

has been using its mark since as early as October 1995 - nearly twenty years.  (Exhibit 3, 

page 52 ¶3; page 54 ¶2; page 56 ¶2).  The Sprinkler Head Configuration is used in 

connection with the underlying goods across thousands of retail outlets, including 

prominent national chains such as Lowes, Home Depot, and Ace Hardware.  (Exhibit 3, 

page 54 ¶3)  Over 2.6 million sprinkler heads are sold every year using the combination 

of green and adjacent non-green on the top of the sprinkler head.  (Exhibit 3, page 54 ¶4).  

Sales of sprinkler heads using this color configuration exceed $25 million annually.  

(Exhibit 3, page 54 ¶4).  Orbit spends approximately $3.5 million every year marketing 

its products using the combination of green and adjacent non-green on the top of the 

sprinkler head.  (Exhibit 3, page 50 ¶5).  Orbit’s extensive and longstanding use of the 
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Sprinkler Head Configuration, its significant sales volume, high marketing expenditures, 

and pervasive, nationwide distribution of goods under the Sprinkler Head Configuration 

are compelling evidence that consumers have encountered the Sprinkler Head 

Configuration in connection with Orbit’s sprinkler heads and understand the 

configuration to be an identifier of source. 

 Furthermore, Orbit’s advertising prominently direct consumers to ‘look for’ 

features of the Sprinkler Head Configuration.  In a product design application, the critical 

inquiry is whether the product design is being used and advertised in the marketplace in 

such a manner that consumers view the product as emanating from a single source.  In re 

Koninklijke Philips Electronics N.V., 2014 TTAB LEXIS 349; 112 USPQ2d (BNA) 

1177, September 26, 2014.  Advertisements showing ‘look-for’ types of promotional 

efforts may be particularly probative on whether a product design functions as a source 

identifier because ‘“look for’ advertising directs the potential consumer in no uncertain 

terms to look for a certain feature to know that it is from that source.”  Stuart Spector 

Designs, Ltd. v. Fender Musical Instruments Corp., 94 USPQ2d 1549 at 1572; see also In 

re Owens-Corning Fiberglas Corp., 774 F.2d 1116, 227 USPQ 417, (Fed. Cir. 1985) 

(OCF’s advertising using the “pink panther” and substantial promotion of its goods using 

the term “pink” was held to be of strong evidentiary value in support the conclusion that 

the color of OCF’s pink insulation had acquired distinctiveness).   

 As shown below, one of Orbit’s primary advertising campaigns directs consumers 

to “Trust the Green Top.” (Exhibit 3, page 59).  In other words, consumers are instructed 
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to ‘look for’ a specific element of the Sprinkler Head Configuration as indication that the 

products originate from Orbit. 

 

 

 

 

 

     

   Additionally, Orbit’s distributors recognize the Sprinkler Head Configuration as 

having acquired distinctiveness as an identifier of source.  The record evidence includes 

three declarations from Orbit’s distributors.  The declarations are made by Tim Holt, a 

department manager at Lowes, Jack Fereday, a department head at Home Depot, and 

Timothy O’Hara, a specialist in the Pro Department (for contractors) at Home Depot.  

(Exhibit3, pages 208-213).  Each of these individuals works on a daily basis with 

consumers of residential sprinkler system products.  (Id.).  The declarations are direct 

evidence that purchasers of Applicant’s product recognize the Sprinkler Head 

Configuration as an indicator that the underlying goods come from Orbit.  For example, 

one declarant states that, “the Orbit sprinkler system products, specifically its sprinkler 

heads, have always had a unique configuration that includes the color green.”  (Id.).  

Further, the declarants state that they “recognize that configuration as a trademark and as 



  24 

an indicator that Orbit is the source and origin of the goods.”  (Id.).  These declarations 

are therefore clear evidence that those within the residential sprinkler system industry 

recognize the Sprinkler Head Configuration as having acquired distinctiveness and as an 

indicator of source.    

 Orbit has provided compelling evidence that the Sprinkler Head Configuration 

has acquired distinctiveness, including long use, extensive and widespread sales, ‘look 

for’ advertising, and third party recognition.  Therefore, Orbit’s Section 2(f) declaration 

is adequately supported and the applied-for mark should be allowed. 

 

CONCLUSION 

 For the foregoing reasons and in view of the record evidence, the Sprinkler Head 

Configuration is not functional, functions as a mark, and has achieved acquired 

distinctiveness.  Orbit therefore respectfully requests that the grounds for refusal set forth 

in the Final Office Action be reversed and the applied-for mark be approved for 

publication. 

 

DATED this 24th of March, 2015. 
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