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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 85919307

CORRESPONDENT ADDRESS:
CHRISTOPHER G. VARALLO

WITHERSPOON KELLEY
422 W RIVERSIDE AVE STE 1100 GENERAL TRADEMARK INFORMATION:

SPOKANE, WA 99201-0300 http://www.uspto.gov/trademarks/index.jsp

VIEW YOUR APPLICATION FILE

APPLICANT: Buck Knives, Inc.

CORRESPONDENT’S REFERENCE/DOCKET NO:
N/A
CORRESPONDENT E-MAIL ADDRESS:

cgv@witherspoonkelley.com

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 10/2/2014




The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.64(b); TMEP §§715.03(a)(2)(B),
(a)(2)(E), 715.04(a). The requirement(s) and/or refusal(s) made final in the Office action dated March
14, 2014 are maintained and continue to be final. See TMEP §§715.03(a)(2)(B), (a)(2)(E), 715.04(a).

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues. Accordingly, the request is denied.

SECTION 2(E)(1) REFUSAL

The Examining Attorney has carefully reviewed the applicant’s arguments, but is not persuaded. In
particular, the applicant argues that the mark “SLIMLINE” is suggestive in connection with the goods,
identified as “Folding knives; Knives for hobby use; Pocket knives”. The examining attorney is not
persuaded.

A mark is suggestive if some imagination, thought, or perception is needed to understand the nature of
the goods and/or services described in the mark; whereas a descriptive term immediately and directly
conveys some information about the goods and/or services. See DuoProSS Meditech Corp. v. Inviro
Med. Devices, Ltd., 695 F.3d 1247, 1251-52, 103 USPQ2d 1753, 1755 (Fed. Cir. 2012) (quoting In re Abcor
Dev. Corp., 588 F.2d 811, 814, 200 USPQ 215, 218 (C.C.P.A. 1978)); In re Steelbuilding.com, 415 F.3d
1293, 1297, 75 USPQ2d 1420, 1422 (Fed. Cir. 2005); TMEP §1209.01(a).

Here, the term “SLIMLINE” directly convey information to the consumer regarding a characteristic of the
knives (i.e. that they have a shape or design that is thinner than usual). A term that describes the shape
or form of a product is merely descriptive. In re Metcal Inc., 1 USPQ2d 1334 (TTAB 1986) (holding
SOLDER STRAP merely descriptive of self regulating heaters in the form of flexible bands or straps); In re
H.U.D.D.L.E., 216 USPQ 358 (TTAB 1982) (holding TOOBS merely descriptive of bathroom and kitchen
fixtures in the shape of tubes).

Since the “SLIMLINE” describes a characteristic of the goods, the mark is descriptive.



The applicant also argues that the evidence provided by the examining attorney shows suggestion, but
does not show that the mark is descriptive in connection with the goods. The examining attorney is not
persuaded.

Applicant argues that any doubt regarding the mark’s descriptiveness should be resolved on applicant’s
behalf. E.g., In re Merrill Lynch, Pierce, Fenner & Smith, Inc., 828 F.2d 1567, 1571 4 USPQ2d 1141, 1144
(Fed. Cir. 1987); In re Grand Forest Holdings, Inc., 78 USPQ2d 1152, 1156 (TTAB 2006). However, in the
present case, the evidence of record leaves no doubt that the mark is merely descriptive.

Here, the evidence provided by the examining attorney clearly shows that the term “SLIMLINE” is
commonly used in the relevant industry, in connection with knives, to identify a particular characteristic
of a knife. Evidence of common use of a term in the industry is a strong indication of the descriptive
nature of the term in connection with the goods. The examining attorney has attached additional
Internet excerpts showing common used of the term in the industry to describe a characteristic of the
goods.

For the above reasons, as well as the reasons outlined in the final refusal, the Section 2(e)(1) refusal is
maintained and continued to be made final.

DRAWING DOES NOT MATCH SPECIMEN

The examining attorney has reviewed the applicant’s arguments, but is not persuaded.

In particular, the applicant states that “the applied for mark is always used as part of a larger phrase--
such as the Buck 721 Slimline or the Buck Knives 503 SlimLine Series. The Applicant simply does not use
the term "Slimline" alone-- therefore, all specimens include other wording.”

The drawing shows the mark sought to be registered, and must be a substantially exact representation
of the mark as used on or in connection with the goods and/or services, as shown by the specimen. 37
C.F.R. §2.51(a); TMEP §807.12(a). Because the mark in the drawing is not a substantially exact
representation of the mark on the specimen, applicant has failed to provide the required evidence of



use of the applied-for mark in commerce on or in connection with applicant’s goods and/or services.
See TMEP §807.12(a).

Here, the drawing consists of “SLIMLINE”, but the specimen shows the mark as “BUCK KNIVES KNIGHT
SLIMLINE” or “BUCK NOBLEMAN FOLDING KNIVES W/ SLIMLINE FRAME-LOCK DESIGN”. Neither of the
two specimens shows a substantially exact representation of the mark, as shown in the drawing.

For the above reasons, as well as the reasons outlined in the final refusal, the refusal based on the
specimen not showing the mark in the drawing in use in commerce is maintained and continued to be
made final.

The filing of a request for reconsideration does not extend the time for filing a proper response to a final
Office action or an appeal with the Trademark Trial and Appeal Board (Board), which runs from the date
the final Office action was issued/mailed. See 37 C.F.R. §2.64(b); TMEP §715.03, (a)(2)(B), (a)(2)(E), (c).

If time remains in the six-month response period to the final Office action, applicant has the
remainder of the response period to comply with and/or overcome any outstanding final
requirement(s) and/or refusal(s) and/or to file an appeal with the Board. @ TMEP
8715.03(a)(2)(B), (c). However, if applicant has already filed a timely notice of appeal with the
Board, the Board will be notified to resume the appeal. See TMEP §715.04(a).



/katyhalmen/

Katy Halmen

Trademark Examining Attorney
Law Office 109

Email: katy.halmen@uspto.gov

Tel: 571.272.8911
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This is a classic men's pocket knife youl want to carry everywhere.
Refined and elegand, it makes a siaslement without any fancy features
of gimmicks.

Canadian made, the Grohmann slimiine one blade folder makes a very
comfortable, ghtweight pockel knife. Nickel sitver botsters give it exra
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High-carbon stainkess steel blade with a rosewood handle.
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