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INTHE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application of:

Restoration Hardware, Inc. Law Office: 111

(Serial No. 85/884,889) Trademark Attorney
David C. Reihner

Filed: March 25, 2013

Mark: RH

N N N N N N N N N N

BRIEF FOR APPELLANT

Appellant, Restoration Hardware, Inc.réley appeals the Examining Attorney’s
final refusal and corresponding denial of itsgRest for Reconsideration with respect to
the registration of its RH mark (Sdridlo. 85/884,889), on the b& of a potential
likelihood of confusion witithe RH MD mark in U.S. Registration No. 4,267,913 (the
“RH MD mark”) registered by RHMD LLC RHMD”) in connectionwith “body butter;
skin lotion; sunscreen cream.” in Internatib@ass 3 and “dietary supplements; herbal
supplements; vitamin supplements” in In@iaonal Class 5. Appellant respectfully
requests that the Board reverse the Examinittgrdey’s decision refusing to register the
subject mark.

APPELLANT’S TRADEMARK

Appellant seeks registration on the [mpal Register of RH, for medicated
creams and lotions for treatment of @kin in International Class 5.

l. Background

The Examining Attorney initially refusleregistration of Apellant's mark on
June 6, 2013, on the basis that thark is likely to be confesl with the RH MD Mark.
In addition, the Examining Attorney reded registration basedn a technical issue
regarding the recitation ojoods, which has since beamended by Appellant and
accepted by the Office. The Examining Attorségted that the “marks of the parties are
so similar that when they are used maolicate the sources of their respective goods a
likelihood of confusion in the minds of puiaters about the sources of the goods would
be present.” Appellant notes that the ExanmgnAttorney did not provide any elaboration
regarding the similaty of the marks, the goods, ttre respective trade channels.

In its initial response dated December 6, 2013, Appellant asserted that confusion
between its mark and the RH MD Mark is hkely based on (1) the differences between
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the subject mark and the RH MD Mark sight, sound, and overall commercial
impression, given (1) the RH MD Marlogtains the “MD” acronym, and (2) the RH
stands for very different house mark® (i RESTORATION HARDWARE, which sells
home furnishings, versusARIANTLY HEALTHY, which sells homeopathy products),
and (3) other acronyms with minor differendesve been held not confusingly similar
even for the same or highly similar gooAgpellant provided supporting evidence in the
form of certificates of registration drscreenshots from RHMD’s website.

The Examining Attorney made his refusal to register the subject mark final in an
Office Action dated December 17, 2013. Appelléilgd a Request for Reconsideration
and its Notice of Appeal with the Traderkafrial and Appeal Board (the “Board”) on
June 17, 2014. The Board then stayed ittetant proceedings until the Examining
Attorney provided his decision relativeo the Request for Reconsideration. The
Examining Attorney denied Appellant's request on June 25, 2014, maintaining the
likelihood of confusion refusal based on the R Mark. Therefoe, the proceedings
before the Board have resumed. As suBbppellant herein appeals the Examining
Attorney’s refusal to register its RH nkarand respectfully reepsts that the Board
reverse the Examining Attorney’ecdision refusing registration thereof.

Il. Argument

Appellant respectfully submits that the sedijmark is not likgl to be confused
with the RH MD Mark based on the following:

A. Likelihood of Confusion Standard

In making a determination as to whettoernot a likelihood of confusion exists,
“[t]he issue is not whether the actual goods ldtely to be confused, but rather whether
there is a likelihood of confusion as taethource of the goods.” Trademark Manual of
Examining Procedure (“TMEP”) § 1207.01. For likelihood of confusion to exist,
consumer confusion as to the source of thedgaoust be probable, not simply possible.
Cohn v. Petsmart, Inc281 F.3d 897, 842 (9th Cir. 200@)ternal citations omittedsee
also Elvis Presley Enters., Inc. v. Capetél F.3d 188, 193 (5th Cir. 1998) (“Likelihood
of confusion is synonymous with a probabilal confusion, which is more than a mere
possibility of confusin.”) (emphasis added.)

Appellant urges the Boatrtthat likelihood ofconfusion between RH and the RH
MD Mark is not probable based on the dsitarity of the respective marks in sight,
sound, and overall commercial impression.

B. The Differences in the Respeeé Marks Result in No Likelihood of
Confusion.

In comparing the RH mark with the RWAD Mark, the marks must be considered
in their entireties, rather than dissectmdsplit into component parts, and each part
compared with other part$n re Nat'l Data Corp, 753 F.2d 1056, 1058 (Fed. Cir. 1985)

(“The basic principle in determining confas between marks is that marks must be
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compared in their entiretigand thus] likelihood of confusn cannot be predicated on
dissection of a mark, that is, on only partaofhark.”). Moreover, no feature of the mark
should be ignoredIn re Electrolyte Labs. Inc929 F.2d 645, 647 (Fed. Cir. 1990) (“No
feature of a [composite] mark is ignored”thre likelihood of conision analysis.).

Appellant submits that the Examiningitédrney based his determination of the
existence of a likelihood afonfusion by relying on the mesharing of the RH within
the respective marks, rather than taking mtoount that the registrant’s mark contains
the added wording MD, which differentiates the marks and conveys a distinct
commercial impression.

1. The Marks Convey Disssimilar Overall Commercial | mpressions.

Even where marks possess terms in common with one another, the commercial
impressions they convey may still be distifstcording to TMEP § 1207.01 (b)(v), “the
meaning or connotation of a mark must beedeined in relation to the named goods or
services. Even marks that are identigal sound and/or @pearance may create
sufficiently different commercial impressionghen applied to the respective parties’
goods or services so that there is ncellhkood of confusion.” The courts have
consistently held that no iEtihood of confusion exists between marks sharing a common
term if the marks create a distinct coemneial impression, as is the case hesdenMfg.

Co., Inc. v. The Ritz Hotel Ltd73 U.S.P.Q.2d 1350 (Fed. Cir. 2004).

The RH MD Mark contains matter thitis not present in the RH marike., the
“MD” acronym. In general, a mark thatonsists of an acronyns “substantially
synonymous with descriptive wording” if:

1. the applied-for mark is an acronym for specific wording;

2. the specific wording is_merely degative of applicant’'s goods and/or
services; and

3. a relevant consumer viewing the @eym in connection with applicant’s
goods and/or services will recogai it as an acronym of the merely
descriptive wording that represents.”

TMEP § 1209.03(h) (emphasis addesgeln re Thomas Nelson, Inc97 USPQ2d at
1715-16 (citingn re Harco Corp, 220 USPQ 1075, 1076 (TTAB 1984)). Here, “MD” is
the abbreviation for “doctor of medicine.SeeExhibit A. “MD” has been disclaimed
from the mark, meaning that the above requerts are met and that the term “MD” is
substantially synonymous withehdescriptive “doctor of nukcine” wording. That is,
consumers encountering the RH MD Marklwecognize the MD as referring to a
medical doctor. As such, they will likelyssume that the products are of medical-grade
and/or associated with a doctor or a medgralup. No such association will be made in
connection with Appellant’'s Rihark, particularly when ppellant sells primarily home
furnishings such as furniturpaint, linens, and hardware.

4870122_1 2610591-1



Moreover, the “RH” in Appellant’s margtands for something quite different than
the “RH” in the RH MD Mark, which furthrealleviates any likéhood of confusion. 4
McCarthy on Trademarks and Unfair Competition 8§ 23:33 (4th e@¢; also The
Christian Broadcasting Network, Inc. v. ABS-CBN |84 U.S.P.Q.2d 1560, 1569, 2007
WL 2253483 (T.T.A.B. 2007) (requirg evidence that the publii€ aware of the meaning
of the conflicting initials). The specimen afaord for the cited mark shows that the RH
MD mark is consistently used witthe terms RADIANT HEALTH or RADIANTLY
HEALTHY appearing below the acronym RHhe registrant’'s website homepage is
titted RADIANTLY HEALTHY. A true and correct printout of the website located at
<rh-md.com> is attached héveas Exhibit B. On # other hand, the goods sold under
the applied-for mark will be sold by Restoration Hardware. Thus, consumers will be
immediately aware that the RH stands fosteeation Hardware, which is the house mark
for all goods sold by Appellant, a public company foundetlOif® with a strong Internet
and brick-and-mortar retail pressce throughout the United States.

Based on these differences, the comna¢rchpression each mark conveys is
distinct in the marketptze, thereby weighing agairstikelihood of confusion.

2. TheMarksareDifferent in Visual Appearance.

RH is dissimilar from the RH MD Markn visual appearance. Although each
contains the common wording R’ that is where the simitdy of the respective marks
ends. RH is a single, unitampark, while the RH MD Marks a two-word mark. The
visual comparison of the marks reveals ghebvvious dissimilarities that alleviate any
likelihood of confusion.

Although both marks containghterm “RH,” the mereafct that two marks share
common components is insufficient to creatdéikelihood of confusion between them.
SeeClairol, Inc. v. Cosmair, In¢.592 F. Supp. 811, 815 (S.D.N.Y984) (“In assessing
likelihood of confusion, the mere fact thitato marks may share words in common is not
determinative.”). Numerous courts haweeiid that the mere sharing of common terms is
insufficient to establish a likkood of confusion, even imstances where the marks in
guestion were used in connection wilentical goods or services.

= AMI andBAMI for healthcare services hehdt confusingly similarBasic
American Medical, Inc. VAmerican Medical Int’l, Ing 649 F. Supp. 885, 1
U.S.P.Q.2d 1217 (S.D. Ind. 1986)

= NEC andNECS for computer chips held not cargingly similar where plaintiff
NEC is a well-known manufacturer of elemtic components, including computer
chips, and defendant NECS is an independent broker of computer chips selling to
sophisticated purchasers “unlikely to confuse” the MBC Electronics v. New
England Circuit Sales, InZ22 F. Supp. 861, 13 U.S.P.Q.2d 1058 (D. Mass.
1989)
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= B.V.D andB.A.D. for clothing not confusigly similar because consumers likely
to react to junior user’'s mark as tt@mmon work “bad,” not as a simulation or
suggestion of the well-known mark B.V.B.V.D. Licensing Corp. v. Body
Action Design, Ing 846 F.2d 727, 6 U.S.P.Q.2d 1719 (Fed. Cir. 1988)

Thus, the mere existence of a common term is insufficient to conclude a
likelihood of confusion exists. Additional wordj -- such as that found in the marks at
issue -- can differentiate one mark fromother even where the goods or services are
similar. The visual differences between Ritlahe RH MD Mark indiate that confusion
is not likely.

3. The Respective Marks are Phonetically Dissimilar.

Further, when the respective marks are pronounced aloud, there are audible
differences. The consumer can clearBahthe phonetic diffenees in pronunciation
between them, especially given the addiéil terms contained in the cited mark, MD,
and be able to aurally disgjuish the marks from one ahet without confusion, further
supporting that likelihood ofanfusion is not probable.

C. Appellant’s Mark Should be Published for Opposition

According to TBMP 82.34, “[M]ost Examars are conscientious and recognize
that their function is to assisharks in their quest for regjration.” In this instance,
Appellant respectfully submits that the Examg Attorney is prematurely hindering,
rather than assisting, its mark’s quest fagisgation. In that rgard, since the Office’s
overriding concern is to protect the cited stgint from adverse commercial impact due
to use of a similar mark by a newcomer, Ajgrg submits that the subject mark should
be published in order to give RHMD awpportunity to decide for itself whether
registration of the subject mark would resaladverse commercial impact to RHMD.

lll.  Conclusion
Because of the differences between Alyod's mark and the RH MD Mark in

sight, sound, and overall commercial ings®n, confusion between Appellant's mark
and the RH MD Mark is not likely.
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