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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 85884889

CORRESPONDENT ADDRESS:
MICHAEL J MCCUE

LEWIS AND ROCA LLP
3993 HOWARD HUGHES PKWY STE 600 GENERAL TRADEMARK INFORMATION:

LAS VEGAS, NV 89169-5996 http://www.uspto.gov/trademarks/index.jsp

APPLICANT: Restoration Hardware, Inc.

CORRESPONDENT’S REFERENCE/DOCKET NO:

54066.00188

CORRESPONDENT E-MAIL ADDRESS:

TRADEMARKS-LASVEGAS@LRLAW.COM

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 6/25/2014



The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.64(b); TMEP §§715.03(a)(2)(B),
(a)(2)(E), 715.04(a). The refusal made final in the Office action dated December 17, 2013, are
maintained and continue to be final. See TMEP §§715.03(a)(2)(B), (a)(2)(E), 715.04(a).

In the present case, applicant’s request has not resolved the outstanding issue, nor does it raise a new
issue or provide any new or compelling evidence with regard to the outstanding issue in the final Office
action. In addition, applicant’s analysis and arguments are neither persuasive nor do they shed new
light on the issues. Accordingly, the request is denied.

The filing of a request for reconsideration does not extend the time for filing a proper response to a final
Office action or an appeal with the Trademark Trial and Appeal Board (Board), which runs from the date
the final Office action was issued/mailed. See 37 C.F.R. §2.64(b); TMEP §715.03, (a)(2)(B), (a)(2)(E), (c).

If time remains in the six-month response period to the final Office action, applicant has the
remainder of the response period to comply with and/or overcome any outstanding final
requirement(s) and/or refusal(s) and/or to file an appeal with the Board. @ TMEP
§715.03(8)(2)(B), (c). However, if applicant has already filed atimely notice of appea with the
Board, the Board will be notified to resume the appeal. See TMEP §715.04(a).

Argument for withdrawal of refusal to register and response

The Request for Reconsideration focuses upon the marks of the parties. Applicant asserts in its Request
for Reconsideration that its mark, RH, and the mark of registrant, RH MD, are not similar because they
stand for “something quite different” (Request for Reconsideration, pg. 2, par. 6). Registrant’s letter
mark displayed on the specimen submitted with the application to register the mark, RH MD, was used
in conjunction with the wording “RADIANT HEALTH or RADIANTLY HEALTHY” and “registrant’s website
homepage is titled RADIANLY HEALTHY” (Request for Reconsideration, pg. 2, par. 6 & pg. 3, par. 1). And
applicant’s mark, RH, “stands for Restoration Hardware, which is the house mark for all goods sold by
Applicant” (Request for Reconsideration, pg. 3, par. 1). Correspondingly, purchasers would understand
that the commercial impression of each mark is distinct and weighs against any likelihood of purchaser
confusion about the sources of the goods caused by the use of the marks.

In any likelihood of confusion determination, two key considerations are the similarity of the marks and
similarity or relatedness of the goods. In re lolo Techs., LLC, 95 USPQ2d 1498, 1499 (TTAB 2010). That is,



the marks are compared in their entireties for similarities in appearance, sound, connotation, and
commercial impression. In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012).
The consideration of the similarity of the marks in issue does not involve extraneous material of which
purchasers would not necessarily be aware. How marks are used on certain goods or promoted vis-a-vis
other trademarks or advertised for sale has no bearing on the present determination of whether the
marks of the parties are similar. In re Emulex Corp. 6 USPQ2d 1312 (TTAB, 1987). The consideration of
whether applicant’s RH mark and registrant’s RH MD mark are similar is what must be determined.

When comparing marks that consist of a series of two or more letters, confusion may be likely even if
the letters are not identical or in the same order. It is more difficult to remember a series of arbitrarily
arranged letters than to remember words or figures; that is, confusion is more likely between arbitrarily
arranged letters than between other types of marks. See, e.g., Weiss Assoc. v. HRL Assoc., 902 F.2d
1546, 14 USPQ2d 1840 (Fed. Cir. 1990) (finding confusion between TMS and TMM); Dere v. Inst. for
Scientific Info., Inc., 420 F.2d 1068, 164 USPQ 347 (C.C.P.A. 1970) (finding confusion between ISl and
I.LA.L); cf. In re Infinity Broad. Corp. of Dallas, 60 USPQ2d 1214 (TTAB 2001) (finding confusion between
registrant’s KING FM and KING-TV and applicant’s KYNG).

This principle was set forth in Crystal Corp. v. Manhattan Chem. Mfg. Co., 75 F.2d 506, 506, 25 USPQ 5, 6
(C.C.P.A. 1935), wherein the Court of Customs and Patent Appeals applied the following reasoning in
holding Z.B.T. likely to be confused with T.Z.L.B. for talcum powder: “We think it is well known that it is
more difficult to remember a series of arbitrarily arranged letters than it is to remember figures,
syllables, words or phrases. The difficulty of remembering such lettered marks makes confusion
between such marks, when similar, more likely.”

Even lettered marks having only two letters in common, used on identical or closely related goods, have
been held likely to cause confusion. See, e.g., Feed Serv. Corp. v. FS Servs., Inc., 432 F.2d 478, 167 USPQ
407 (C.C.P.A. 1970) (finding confusion between FSC and FS); Cluett, Peabody & Co. v. J.H. Bonck Co., 390
F.2d 754, 156 USPQ 401 (C.C.P.A. 1968) (finding confusion between TTM and T.M.T.); Edison Bros.
Stores, Inc. v. Brutting E.B. Sport-Int’| GmbH, 230 USPQ 530 (TTAB 1986) (finding confusion between EB
and EBS); see also TMEP §1207.01(b)(ii)-(iii).

Applicant’s attention is also called to the case of In re Mighty Leaf Tea, 94 USPQ2d 1257 (Fed. Cir. 2010),
in which the standard character mark “ML” was determined to be similar to the script depiction of the
letters “ML” over the wording “MARK LEES.” Correspondingly, the marks of the parties in issue here are
similar.



As far as the goods are concerned, with similar marks identifying vitamin capsules and skin cream a
likelihood of purchaser confusion about the sources of the goods was determined to be present. Inre
Pharmavite Pharmaceutical Corporation, 193 USPQ 511 (TTAB, 1977).

Applicant’s argument has been determined to be unpersuasive and the request to withdraw the refusal
to register has been denied.

/David C. Reihner/

Examining Attorney
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