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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
Applicant: Mueller Sports Medicine, Inc.
Title: BODYGUARD OF ATHLETE
Appl. No.: 85/621,801
Filing Date: ~ 05/10/2012
Examiner: Kathleen Lorenzo
Law Office: 109

Request for Reconsideration

This 1s a Request for Reconsideration of the Final Office Action dated November 14,
2012 (the “Final Office Action”) for the above-referenced application and its goods in classes IC
5 & 28. The time for response to the Final Office Action expires May 14, 2013 so this response

is timely.

The Final Office Action maintains the refusal to register for Applicant’s BODYGUARD
OF ATHLETE mark applied for in the above-identitied application (hereafter “Applicant’s
mark™), asserting that there would be a likelihood of confusion between Applicant’s mark and
the BODY GUARD mark (“Registrant’s mark™) that is the subject of U.S. Reg. No. 2,866,868

(hereafter the “cited Registration™).

Remarks Re Disclaimer

In Applicant’s response filed September 26, 2012 to the initial Office Action dated
September 7, 2012 (“Initial Office Action™), Applicant submitted a request for a disclaimer of
the word ATHLETE in response to the Examiner’s requirement, in an effort to advance
prosecution of the application. In the Final Office Action, this disclaimer was cited 1n the 2(d)
rejection to assert “BODYGUARD” portion of Applicant’s mark was dominant, removing “OF
ATHLETE” from the comparison of the marks and leading to a conclusion that Applicant’s mark

was very similar to Registrant’s mark (“BODY GUARD”).
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As explained in more detail below, Applicant respectfully submits that, when when
applied to Applicant’s goods, BODYGUARD is about as suggestive as OF ATHLETE, such that
neither portion is dominant. Applicant is prepared to disclaim BODYGUARD as well, or to
withdraw the disclaimer of ATHLETE, if helpful to advance the prosecution of the application

by establishing neither portion is dominant such that the marks should be compared as a whole.

TMEP 1207(b)(viii) is Directly on Point

TMEP 1207(b)(vii1) provides guidance regarding marks consisting of multiple words, as
1s the case with Registrant’s mark BODY GUARD and Applicant’s mark BODYGUARD OF
ATHLETE. The first paragraph provides several examples of compound word marks where a
fanciful or arbitrary term (DELTA, BINION’s, CYNERGY, IM) are coupled with a descriptive
or suggestive term (CAFE, ROADHOUSE, ORIGINALS/COLLECTABLES).

Applicant respectfully submits that the examples in this first paragraph are not applicable
because Registrant’s mark BODY GUARD is not a fanciful or arbitrary mark that is distinctive
and strong. In contrast, Registrant’s mark is relatively weak because it 1s quite descriptive, and
at the very least suggestive, of Registrant’s goods. Registrant’s goods are “... gel pads to reduce
pressure, friction and scarring on skin and wounds”. Registrant’s goods GUARD (“reduce
pressure, friction and scarring”) the BODY (*“*skin and wounds™). In other words, consistent
with the attached dictionary definitions, Registrant’s goods literally GUARD (*‘the act or duty of

protecting or defending”) the BODY (“the material part or nature of a human being”).

As a descriptive mark, BODY GUARD may fairly be considered a weak mark when
applied to Registrant’s goods which literally guard or protect the human body. Further, while
BODYGUARD (“a usually armed attendant or group of attendants whose duty 1s to protect a
person”, see attached defn.) is not descriptive of Applicant’s pharmaceutical goods in IC005 or
Applicant’s sporting goods in IC028, it may be suggestive to the extent that a bodyguard evokes

safety and protection.
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If both BODYGUARD (when applied to Applicant’s goods) and BODY GUARD (when
applied to Registrant’s goods) may be fairly described as weak marks, then Applicant
respectfully submits that the guidance of the second paragraph of TMEP 1207(b)(viii) is directly
on point. (“If the common element of two marks is “weak™ in that it is generic, descriptive, or

highly suggestive of the named goods or services, it is unlikely that consumers will be confused

unless the overall combinations have other commonality.” (emphasis added) See, e.g., In re Bed
& Brealkfast Registry, 791 F.2d 157, 159 229 USPQ 818, 819 (Fed. Cir. 19806). On this basis,

Applicant respectfully requests reconsideration of the rejection under 2(d).

Considered as a Whole, the Marks Are Different

The Final Office Action maintains that the cited Registration’s mark BODY GUARD and
Applicant’s mark “BODYGUARD OF ATHLETE” are “very similar”. However, Applicant
respectfully requests reconsideration of this conclusion, on the grounds that the Final Office

Action did not give sufficient weight to the “OF ATHLETE” portion of Applicant’s mark.

If both BODYGUARD and OF ATHLETE are suggestive or descriptive of Applicant’s
goods, as Applicant argues, then neither portion is dominant and there is no rational basis to give
either BODYGUARD or OF ATHLETE greater or lesser weight. In short, the marks should be
compared as a whole, following the guidance in TMEP 1207.01(b) that 1s exactly on point here.

(“The basic principle in determining confusion between marks is that marks must be compared in

their entireties and must be considered in connection with the particular goods or services for

which they are used. It follows from that principle that likelihood of confusion cannot be

predicated on dissection of a mark_ that is. on only part of a mark. On the other hand, in

articulating reasons for reaching a conclusion on the issue of confusion, there is nothing
improper in stating that, for rational reasons, more or less weight has been given to a particular

feature of a mark, provided the ultimate conclusion rests on consideration of the marks in their

entireties. Indeed, this type of analysis appears to be unavoidable. ** (emphasis added) In re Nat’l
Data Corp., 753 F.2d 1056, 1058, 224 USPQ 749, 750-51 (Fed. Cir. 1985) (footnotes omitted)

(citations omitted).
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As discussed in Applicant’s response to the Initial Office Action and below, Applicant
respectfully submits that Applicant’s mark and Registrant’s mark marks are as much dissimilar

as they are similar in appearance, sound, and meaning when compared in their entireties.

With respect to appearance, Applicant’s mark is a 20-character / 3-word mark
BODYGUARD OF ATHLETE and the Registrant’s mark is a 10-character mark / 2 word mark
BODY GUARD. Compared in their entireties , the degree of similarity is (at most) 10/20
characters (50%), while the degree of dissimilarity is 10/20 (50%). Applicant respectfully
submits that, when compared in their entireties, the two marks are as different as they are similar

in appearance.

With respect to sound, the differences between Applicant’s mark and the cited
Registration are just as pronounced. When spoken in their entireties, Applicant’s six-syllable
mark (BO-DY-GUARD-OF-ATH-LETE) shares three syllables with Registrant’s mark (“BO-
DY-GUARD), with three syllables that differ. Applicant respectfully submits that, when

compared in their entireties, the two marks are as different as they are similar in sound.

The two marks have different meanings. Applicant’s mark BODYGUARD has one
meaning (“a usually armed attendant or group of attendants whose duty is to protect a person’)
and Registrant’s mark BODY (“the material part or nature of a human being”) GUARD (*the act
or duty of protecting or defending”) has another. Further, when considered in their entireties,
Applicant’s mark also contains the phrase “OF ATHLETE”, which is completely missing from

Registrant’s mark and Applicant submits should be given equal weight with BODYGUARD.

Proposed Amendment of Applicant’s Goods

Without prejudice to Applicant’s right to appeal the rejection of all the goods, and if
necessary to advance prosecution of the application, Applicant 1s prepared to limit Applicant’s

Goods as shown below, or as otherwise may be required by the Examiner:
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1C005

1C028

: s ; athle s rert: glare
reducing under eye strips, eye black paste for reducing sun glare for sports activities;
athletic sporting goods, namely, athletic wrist and joint supports, ankle braces, ankle
supports, ankle stabilizers, knee braces, knee supports, knee stabilizers, knee pads for
athletic use, knee sleeves, knee straps, elbow sleeves, elbow supports, elbow pads for
athletic use, wrist braces, wrist supports, wrist stabilizers, wrist sleeves, back braces,
back supports, back stabilizers, thumb stabilizers, shoulder braces, thigh sleeves, thigh
supports, calf/shin supports, arm slings; compression gloves for athletic use; mouth
guards for athletic use; nose guards for athletic use; athletic supporters, jock straps,
protective athletic cups, athletic support briefs; protective collars for fastening to
football shoulder pads; te reatt t ‘ —Forreduet

= grip enhancers for use in athletic activities,
namely, chalk, crushed and powdered rosin, water repelling spray for hands, adhesive
powder for hands, aerosol adhesive non-slip resin spray for hands, and pine tar for
athletic equipment

Applicant respectfully submits that the evidence provided in the Final Office Action was

directed exclusively to online internet sales. None of that evidence was related to the channel of

retail sporting goods stores. While the printout of Registrant’s web site may state that it’s

products are “Retail & Professional Products for Sports Medicine Home Health Care Personal

Care”, Applicant respectfully submits that this does not show trademark use of Registrant’s

BODY GUARD mark in retail sales or sales in the sporting goods channel. Registrant’s web site

1s not a retail store, and even if Registrant’s web site was a retail store, Registrant’s goods are not

actually sold there under the BODY GUARD mark.
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The foregoing amendment is intended to further distinguish Applicant’s Goods from
Registrant’s Goods by deleting all the single-use consumable products applied to the human
body, such as tape or wound care from Applicant’s Goods. As single-use consumable medical
devices in IC 010, Registrant’s Goods would normally be found with other single-use products.
After amendment, Applicant’s Goods would include only a cleaning product in IC005 and pure
sporting goods (like under-eye paste, knee and elbow pads, grip enhancing products, etc.) and
relatively durable multiple-use products such as braces and supports. Applicant respectfully
submits that none of the evidence in the Final Office Action shows sales of any of the pure
sporting goods products. After amendment, both the channel and the nature of Applicant’s
Goods and Registrant’s Goods will be even more distinct, and confusion as to source will be

even more unlikely.

Conclusion

Applicant believes that the present application is now in condition for allowance.
Favorable reconsideration of the application is respectfully requested. The Examiner is invited
to contact the undersigned by telephone if more information 1s needed or it 1s felt that a

telephone interview would advance the prosecution of the application.

Respectfully submitted,

Date: May 14, 2013 By: /Rick L. Abegglen/
Telephone:  (608) 643-8530 x300 Rick L. Abegglen
Facsimile: (608) 643-2568 Attorney for Applicant

Member, State Bar of Wisconsin
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