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Applicant Mueller Sports Medicine, Inc. (“Mueller”) appeals the Examining
Attorney’s refusals to register the BODYGUARD OF ATHLETE mark in Applicant’s
applications Ser. No. 85/621,801 (for goods in IC 5 & 28, “’801 Application”) and Ser. No.
85/977,651 (for goods in IC 10, “’651 Application™).

Applicant’s related application Ser. No. 85/980,775 (for goods in IC 5 & 28,
“*775 Application”) received a Notice of Allowance mailed April 15, 2014, and is not part of this

appeal.

L. Procedural History

The parent ‘801 Application was filed May 10, 2012 under 15 U.S.C. §1051(b)
on an Intent-To-Use basis for goods in IC 5, 10, and 28. The child ‘651 Application contains
goods in IC 10 divided out of the ‘801 Application on September 17, 2012, leaving the ‘801
Application with goods in IC 5 & 28 only. The ‘801 Application was divided again on
December 26, 2013, moving allowable IC 5 & 28 goods into the child ‘775 Application (not part
of this appeal) and leaving refused IC 5 & 28 goods in the parent ‘801 Application.

With respect to the ‘801 Application, this Appeal Brief is directed to the final
refusal to register the BODYGUARD OF ATHLETE mark for goods in IC 5 & 28 in the Office
Action mailed January 27, 2014, and subsequently confirmed in the Request for Reconsideration
Denied mailed June 12, 2014.

With respect to the ‘651 Application, this Appeal Brief is directed to the final
refusal to register the BODYGUARD OF ATHLETE mark for goods in IC010 in the Office
Action mailed April 10, 2013 and subsequently confirmed in the Request for Reconsideration

Denied mailed May 1, 2014.
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On June 16, 2014, the Applicant filed a motion to consolidate the appeals of the
‘801 Application and the ‘651 Application and requested that the deadline for the brief be
extended. The motion was granted on June 27, 2014, consolidating the two appeals and allowing
Applicant until August 26, 2014 to file this brief.

This brief is timely, being filed on August 26, 2014, and applies to both the ‘801
Application and the ‘651 Application. It is being submitted for both applications and bears the
serial number of both applications. However, but the two applications need not stand and fall
together, and should be regarded as independent to the extent that they have different facts and/or

are argued separately.

II. Legal Framework

TMEP 1207.01 provides guidance regarding likelihood of confusion refusals
under §2(d), setting forth certain factors (“DuPont factors”) relevant to a determination of
likelihood of confusion. In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563
(C.C.P.A. 1973). Although the weight given to the relevant du Pont factors may vary, the
following two factors are key considerations in any likelihood of confusion determination:

a) The similarity or dissimilarity of the marks in their entireties as to appearance, sound,
connotation and commercial impression; and

b) The relatedness of the goods or services as described in the application and
registration(s).

Additional factors may also be relevant in an ex parte likelihood-of-confusion
determination and must be considered if there is pertinent evidence in the record, including the

number and nature of similar marks in use on similar goods.
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III. Issues Presented

Is the applied-for BODYGUARD OF ATHLETE mark, in the ‘801 Application
for goods in IC 5 & 28, unregistrable due to a likelihood of confusion with the mark in U.S. Reg.
No. 2,866,868 (BODY GUARD) for goods in IC 10 (“Cited Registration™)?

Is the applied-for BODYGUARD OF ATHLETE mark, in the ‘651 Application

for goods in IC 10, unregistrable due to a likelihood of confusion with the Cited Registration?

IV.  Argument and Authorities

Applicant respectfully disagrees with the conclusions in the Office Action mailed
January 27, 2014 (and subsequently confirmed in the Request for Reconsideration Denied mailed
June 12, 2014) regarding comparison of the marks and relatedness of the goods. In view of the
arguments and evidence presented herewith, Applicant respectfully submits that there would be
no likelihood of confusion between Applicant’s mark and goods (in the ‘801 Application and the
‘651 Application, “Applicant’s Goods”) and the Cited Registration because the marks are
sufficiently different and because the goods are sufficiently unrelated.

Further, Applicant respectfully submits that the Cited Registration is a relatively
weak mark that is entitled to only a narrow scope of protection, because the number of similar
marks in use on similar goods constitutes an additional factor that weighs against any likelihood

of confusion.
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Comparison of the Marks

The Office Action asserts that the cited Registration’s mark BODY GUARD and
Applicant’s mark “BODYGUARD OF ATHLETE” are “very similar”. Applicant respectfully
disagrees with this conclusion, for the reasons discussed below.

Regarding similarity of Applicant’s mark and the Cited Registration, TMEP

§1207.01(b) teaches that “When comparing the marks, “all relevant facts pertaining to

appearance, sound, and connotation must be considered before similarity as to one or more of

those factors may be sufficient to support a finding that the marks are similar or dissimilar”, and
that “The basic principle in determining confusion between marks is that marks must be

compared in their entireties and must be considered in connection with the particular goods or

services for which they are used” (emphasis added, citations omitted).

Applicant’s mark and the cited Registration are both word marks, so the guidance
in TMEP §1207.01(b)(1) regarding “Word Marks” is particularly relevant, teaching that the
“points of comparison for a word mark are appearance, sound, meaning, and commercial
impression”, “Similarity of the marks in one respect — sight, sound, or meaning — will not
automatically result in a determination that confusion is likely even if the goods are identical or
closely related; rather, taking into account all of the relevant facts of a particular case,
similarity as to one factor alone may be sufficient to support a holding that the marks are
confusingly similar” (emphasis added, citations omitted).

As explained in more detail below, Applicant respectfully submits that
Applicant’s mark and the cited Registration are at least as dissimilar as they are similar in
appearance, sound, and meaning. For this reason, Applicant respectfully disagrees with the

Office Action’s conclusion that the two marks are “highly similar”.
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Comparison of Appearance

With respect to appearance, the guidance in TMEP §1207.01(b)(ii1) (“Similarity In
Appearance”) is relevant. Applicant’s mark is a 20-character / 3-word mark that begins with
“BODYGUARD” and the cited Registration is a 10-character mark / 2 word mark “BODY
GUARD”. The two marks have 9 letters (“BODY” and “GUARD”) in common, so there is
some level of similarity.

However, there are also many differences in the appearance (spelling) of the two
marks. The cited Registration does not contain “OF ATHLETE” (10-characters, 2 words) and
Applicant’s mark has no space between “BODY” and “GUARD”. At most, 10 characters are the
same between the marks, with 10 characters that differ. The degree of similarity of appearance
(spelling) between the marks in their entireties is (at most) 10/20 characters (50%), while the
degree of dissimilarity of appearance (spelling) between the marks in their entireties is 10/20
(50%). Thus, the marks are not “very similar” in appearance (spelling) when compared in their

entireties, and in fact the two marks are at least as different as they are similar in appearance.

Comparison of Sound

With respect to sound, the differences between Applicant’s mark and the cited
Registration are just as pronounced. When spoken, Applicant’s mark contains six syllables (BO-
DY-GUARD-OF-ATH-LETE), but the cited Registration contains just three syllables (“BO-DY-
GUARD). Thus, the degree of similarity of sound between the marks in their entireties is 3/6
syllables (50%), while the degree of dissimilarity of sound between the marks is also 3/6
syllables (50%). Thus, the marks are not “very similar” in sound when compared in their

entireties, and in fact the two marks are at least as different as they are similar in sound.
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Comparison of Meaning

The two marks have both similarities and differences in meaning. Applicant’s
mark and the cited Registration do contain similar phrases “BODYGUARD” and BODY
GUARD?”, respectively. But Applicant’s mark also contains the phrase “OF ATHLETE”, which
has an independent meaning that is not present in the cited Registration. The degree of
similarity in meaning is roughly 1/2 given that “BODY GUARD” has one meaning while “OF
ATHLETE” has a separate and distinct meaning.

Applicant’s mark and the cited Registration differ in the “OF ATHLETE” phrase,
so the guidance in TMEP §1207.01(b)(iii) (“Comparing Marks That Contain Additional Matter”)
is relevant. The Office Action gives relatively little weight given to “OF ATHLETE” in
determining whether there is a likelihood of confusion, asserting that “OF ATHLETE” is highly
descriptive so that “BODY GUARD” is the dominant feature of the mark and therefore given
greater weight compared to “OF ATHLETE”.

Applicant agrees that the trademark strength of a term, for example its
descriptiveness when applied to particular goods, does have a bearing on whether that term
should be given greater or lesser weight in the comparison between two marks. The discussion
in TMEP §1207(b)(iii) is concerned with exactly this issue. That discussion includes examples
where marks containing additional matter are found to be similar, typically when a relatively
strong phrase (in a trademark sense) is common to the compared marks, with relatively weak or
generic phrases added to one of the compared marks. When two marks include the same
relatively strong phrase (in a trademark sense), e.g. VEUVE, but the marks differ in terms or
phrases that are relatively weak in a trademark sense, then those two marks should properly be

found confusingly similar.
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On the other hand, the discussion in TMEP §1207.01(b)(iii) also indicates that
exceptions to that general rule may arise when “(1) the marks in their entireties convey
significantly different commercial impressions; or (2) the matter common to the marks is not
likely to be perceived by purchasers as distinguishing source because it is merely descriptive or
diluted”, e.g. “GOLDEN CRUST” vs. “ADOLPH’S GOLD’N CRUST” were found not
confusingly similar despite their common “GOLDEN CRUST” phrase.

Applicant respectfully submits that the comparison between the cited Registration
“BODY GUARD” and Applicant’s mark “BODYGUARD OF ATHLETE” should fall within
the exception rather than the general rule. Considered in isolation, the two phrases “BODY
GUARD” and “OF ATHLETE” are each made of common words that may be mildly suggestive
of the goods. There is no reason to give one phrase greater weight than the other, and neither
phrase should be considered dominant. Applicant respectfully submits that the marks are not
“very similar” in meaning when compared in their entireties, and in fact the two marks are at
least as different as they are similar in meaning.

In summary, when considered in their entireties, Applicant’s “BODYGUARD OF
ATHLETE” mark and the cited “BODY GUARD” mark are at least as dissimilar as they are
similar in appearance, sound, and meaning, and for this reason the two marks convey
significantly different commercial impressions. Applicant respectfully disagrees with the Office

Action’s conclusion that the two marks are “highly similar”.
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Comparison of the Goods

The ‘801 Application contains goods in IC005 (Pharmaceuticals) & 1C028 (Toys

and Sporting Goods) as shown in the table below (“Applicant’s IC 5/28 Goods™):

IC005

Pharmaceutical goods sold in retail sporting goods stores, namely, tape and taping
supplies for medical purposes, namely, medical adhesive tape, medical cohesive tape,
medical pretaping foam underwrap, medical pretaping spray adherent, first aid kits,
athletic trainers' kits comprised primarily of adhesive bandages, medical adhesive
tape, gauze pads for dressings, medical cohesive tape, antibiotic ointments, antiseptic
spray, spray-on bandages and ice bags for medical purposes, analgesic ointments and
balms, medical and surgical dressings, namely, blister pads, wound dressings,
nonmedicated topical gels and ointments for use as personal lubricants on skin, spray
on bandages for skin wounds, antiseptic sprays and ointments for medical use,
adhesive bandages.

1C028

Sporting goods sold in retail sporting goods stores, namely, tape and taping supplies
for athletic purposes, namely, athletic adhesive tape, athletic cohesive tape and
bandages, athletic pretaping foam underwrap, athletic pretaping spray adherent,
athletic sporting goods, namely, athletic wrist and joint supports, ankle braces, ankle
supports, ankle stabilizers, knee braces, knee supports, knee stabilizers, knee pads for
athletic use, knee sleeves, knee straps, elbow sleeves, elbow supports, elbow pads for
athletic use, wrist braces, wrist supports, wrist stabilizers, wrist sleeves, back braces,
back supports, back stabilizers, thumb stabilizers, shoulder braces, thigh sleeves, thigh
supports, calf/shin supports, arm slings, compression gloves for athletic use,
nonmedicated lubricating ointments and gels for reducing skin friction in sports
activities and running.

The ‘651 Application contains goods in IC010 (Medical Apparatus) as shown in

the table below (“Applicant’s IC 10 Goods™):

IC010

Medical goods sold in retail sporting goods stores, namely, cohesive support
bandages, cohesive compression bandages; cold-hot therapy products for medical
purposes, namely, ice bags, chemically activated cold packs, chemically activated
instant cold packs, cold-hot thermal packs for first aid purposes, spray coolant for skin
for medical purposes, medical cold-hot wraps; elastic bandages, elastic support wraps
for medical purposes; medical and orthopedic products, namely, orthopedic braces,
ankle braces, ankle supports, ankle stabilizers, knee braces, knee supports, knee
stabilizers, knee sleeves, knee straps, elbow sleeves, elbow supports, wrist braces,
wrist supports, wrist stabilizers, wrist sleeves, compression gloves, back braces, back
supports, back stabilizers, thumb stabilizers, shoulder braces, thigh sleeves, thigh
supports, calf/shin supports, arm slings.
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The goods in the Cited Registration (“Registrant’s Goods”) are entirely in IC010
(Medical Apparatus), and consist of “Medical devices, namely, non-medicated silicone gel pads
to reduce pressure, friction, and scarring on skin and wounds.” There is no overlap in
classification or substance between Registrant’s Goods and Applicant’s IC 5/28 Goods. While
there is overlap in classification between Registrant’s Goods and Applicant’s IC 10 Goods,
Applicant respectfully submits that Registrant’s Goods and Applicant’s IC 10 Goods are not so
related as to create a likelihood of confusion, as explained in more detail below.

The Office Action asserts that “Both applicant and registrant provide goods that
reduce friction on skin”. As explained in more detail below, Applicant respectfully distinguishes
Registrant’ Goods (a medical device for scar treatment) from Applicant’s Goods which include a
variety of products for sale in retail sporting goods stores, but nothing for scar treatment.
Applicant’s Goods and Registrant’s Goods are sufficiently dissimilar that confusion is unlikely.

The January 27, 2014 Office Action includes internet evidence showing “foot
care, braces, splints & wraps” (Dr. Todd’s), “gels, ointments, wraps” (Advanced Foot and Ankle
Center), “Supports, wound care products” (BSN Medical), and “Bandages, wraps, pads,
supports, splints” (JRSMedical.com). Applicant respectfully submits that simply because a
single retail web site sells multiple goods, that does not mean all of those goods are related in a
fashion that would make consumers believe those goods all come from the same source. For
example, Amazon or WalMart have web sites that clearly contain a variety of unrelated goods,
and even where the goods are related by nature that does not necessarily mean people think they
come from the same source.

The Applicant’s Goods in IC 5 & 28 differ by nature from Registrant’s Goods for

treating scar tissue. Registrant’s Goods (non-medicated silicone gel pads) are barrier dressings
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that are impervious to moisture, for the purpose of reducing the visibility of scar tissue. None of
Applicant’s IC028 goods relate to silicone gel sheets, reducing the visibility of scar tissue, or any
type of wound care at all. The “Tape and taping supplies for athletic purposes ...” in Applicant’s
goods are used for support of limbs and joints, not for wound care of any kind and certainly not
for reducing visibility of scar tissue.

The Federal Circuit and the TTAB have consistently rejected any rules deeming
products per-se related merely because the fall into the same general class. In re Mars, Inc. 741
F.2d 395, 222 USPQ 938 (Fed. Cir. 1984; In re British Bulldog, 224 USPQ 854 (TTAB 1984).
The fact that goods or services in the same broad category are identified by marks which
incorporate common terms does not necessarily mean consumers expect a single source to be
responsible for both. Steve’s Ice Cream v. Steven’s Famous Hot Dogs 3 USPQ2d 1477, 1478
(TTAB 1987).

One way of determining whether goods and services are ‘related’ is to consider
whether they are competitive, that is, whether they are ‘reasonably interchangeable by buyers for
the same purposes.’ J.T. McCarthy, McCarthy on Trademarks and Unfair Competition 24:23 at
24-70 (4™ Ed. 2008). See also Beneficial Corp. v. Beneficial Capital Corp., 529 F. Supp. 445,
449-50, 213 USPQ 1091, 1094-1095 (SDNY 1982). Here, Registrant’s Goods and Applicant’s
Goods in IC005 and IC028 are not reasonably interchangeable and not competitive, leading to
the conclusion that they are not so related as to create a likelihood of confusion as to source.

The properties that make Registrant’s Goods (silicone gel) valuable for scar
treatment also make silicone gel unsuitable for treatment of open wounds. None of Applicant’s
Goods are silicone gel sheets, and none of those products are suited for reducing the visibility of

scar tissue. Applicant’s Goods can’t be used for the purposes of Registrant’s Goods, and vice-

10
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versa. Because Applicant’s Goods can’t reasonably be considered competitive with Registrant’s

Goods, they are not so related as to give rise to a likelihood of confusion as to source.

Number of Similar Marks in Use on Similar Goods

As discussed in TMEP §1207.01(d)(iii), the Trademark Office has recognized that
if the consuming public is exposed to third party uses of similar marks on similar goods, this
evidence is relevant to show that a mark is relatively weak and entitled to only a narrow scope of
protection. Applicant respectfully submits that this is the case here.

Applicant has attached as evidence copies of three live U.S. registrations for
marks that include “BODYGUARD” (or similar) on goods in IC005 (1386521-1C005.pdf,
3786797-1C005.pdf, & 4132100-1C005.pdf).

Applicant has attached as evidence copies of two live U.S. registrations
(US3567596-1C010.pdf and US4514849-1C010.pdf) for marks that include “BODYGUARD” on
goods in IC010.

Applicant also attached as evidence copies of two live U.S. registrations for marks
that include “BODYGUARD” (or similar) on goods in IC028 (1364643-1C028.pdf and 2057527-

1C028.pdf.

V. Conclusion

For the foregoing reasons, Applicant respectfully requests that the Examining
Attorney's rejections be reversed and that both the ‘801 Application and the ‘651 Application to

register BODYGUARD OF ATHLETE be allowed.
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supplements; Mineral supplements; Natural herbal supplements; Nutraceuticals for use as a dietary
supplement; Nutritional additives for medical purposes for use in foods and dietary supplements for
human consumption; Nutritional supplements; Vitamin and mineral supplements; Vitamin supplements;
all the foregoing for human consumption. FIRST USE: 20000401. FIRST USE IN COMMERCE:
20000401

Standard

Characters

Claimed

:‘:":;';D’a""ing (4) STANDARD CHARACTER MARK

Trademark

Search Facility NOTATION-SYMBOLS Notation Symbols such as Non-Latin characters,punctuation and mathematical
Classification signs,zodiac signs,prescription marks

Code
Serial Number 77697594
Filing Date March 24, 2009

Current Basis 1A
Original Filing 1A
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Basis

Published for

Opposition February 23, 2010

Registration 3786797

Number

Registration

Date May 11, 2010

Owner (REGISTRANT) Mind Mine LIMITED LIABILITY COMPANY ARIZONA 4142 E. 5th Street Tucson
ARIZONA 85711

Type of Mark TRADEMARK

Register PRINCIPAL
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Word Mark BODY GUARD FOR MEN PROTECTIVE PADDING

Goods and [C 005. US 006 018 044 046 051 052. G & S: Paper and rubber goods, namely, incontinence pads. FIRST
Services USE: 20120121. FIRST USE IN COMMERCE: 20120126

Mark

Drawing (3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Code

g:::_gﬂ 02.01.33 - Grotesque men formed by letters, numbers, punctuation or geometric shapes; Stick figures
Code 26.11.01 - Rectangles as carriers or rectangles as single or multiple line borders

Serial

Number 76705934

Filing Date January 7, 2011
Curr.ent 1A

Basis
Original
Filing Basis
Published

for July 5, 2011
Opposition

Registration 4132100
Number

Registration
Date

1B

April 24, 2012
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Owner (REGISTRANT) Fitzgerald, Miles Everett INDIVIDUAL UNITED STATES 1146 Sherwood Avenue Baltimore
MARYLAND 21239

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "FOR MEN" AND "PROTECTIVE PADDING"
APART FROM THE MARK AS SHOWN

Description Color is not claimed as a feature of the mark. The mark consists of a depiction of a person, the stylized
of Mark wording "BODY GUARD" below the hands and in the midsection of the person, and the stylized wording "For
Men Protective Padding" underneath the person.

Type of

Mark TRADEMARK
Register PRINCIPAL
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BodyGuard

Word Mark

Goods and
Services

Standard
Characters
Claimed

Mark Drawing
Code

Serial Number
Filing Date
Current Basis
Original Filing
Basis
Published for
Opposition

Registration
Number

Registration
Date

Owner

Attorney of
Record
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BODYGUARD

IC 010. US 026 039 044. G & S: Medical apparatus, namely, infusion and injection devices for
administering drugs. FIRST USE: 20030800. FIRST USE IN COMMERCE: 20030800

(4) STANDARD CHARACTER MARK

77506925
June 24, 2008
1A

1A
November 11, 2008
3567596

January 27, 2009

(REGISTRANT) CME America, LLC LIMITED LIABILITY COMPANY DELAWARE 14998 West 6th
Avenue, Suite 830 Golden COLORADO 80401

Thomas S. Birney
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Type of Mark TRADEMARK
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BODYGUARD

Word Mark BODYGUARD

Goods and IC 010. US 026 039 044. G & S: Medical devices, namely, radiation shielding products for patients,

Services technicians and physicians for radioactive environments and protective purposes in the field of radiotherapy,
namely, protective aprons for medical use, protective shields for medical use, protective collars for medical
use; radiological apparatus for medical purposes; radiology screens for medical purposes; radiotherapy
apparatus. FIRST USE: 20131230. FIRST USE IN COMMERCE: 20131230

Standard
Characters
Claimed

Mark
Drawing (4) STANDARD CHARACTER MARK
Code

Serial
Number
Filing Date January 13, 2010
Current
Basis
Original
Filing Basis
Published

for December 14, 2010
Opposition

Registration 4514849
Number

Registration
Date

Owner (REGISTRANT) Boston Scott Corporation CORPORATION MASSACHUSETTS 1 E. Melvin Street Wakefield

77911295

1A

1B

April 15, 2014
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MASSACHUSETTS 01880
Attorney of

Record Daniel N. Smith
Typeof  1RADEMARK
Mark
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Typed Drawing

Word Mark BODY GUARD
Goods and IC 028. US 022. G & S: BASKETBALL GOAL ASSEMBLY POLE PADS. FIRST USE: 19850215. FIRST
Services USE IN COMMERCE: 19850215

Mark Drawing 1) 1ypgp DRAWING
Code

Serial Number 73529233
Filing Date March 28, 1985
Current Basis 1A

Original Filing 1A

Basis

Published for Julv 30 1985

Opposition y 3o,

Registration 1364643

Number

Registration .40 g 1085

Date ’

Owner (REGISTRANT) HUFFY CORPORATION CORPORATION OHIO 7701 BYERS ROAD MIAMISBURG
OHIO 45342
(LAST LISTED OWNER) RUSSELL BRANDS, LLC LIMITED LIABILITY COMPANY DELAWARE 755 LEE
STREET LEGAL DEPARTMENT ALEXANDER CITY ALABAMA 35010

Assignment ) oo NMENT RECORDED

Recorded

Type of Mark TRADEMARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20060620.

Renewal 1ST RENEWAL 20060620

Live/Dead LIVE

Indicator
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Number
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Owner

Attorney of Record
Prior Registrations

Type of Mark
Register
Affidavit Text
Renewal

BODY GUARD

IC 028. US 022 023 038 050. G & S: ski gloves for water sports. FIRST USE: 19960601. FIRST USE
IN COMMERCE: 19960601

(1) TYPED DRAWING

75132776
July 11, 1996
1A

1A
February 4, 1997

2057527

April 29, 1997

(REGISTRANT) Bart's Water Ski Center, Inc. CORPORATION INDIANA 7581 E 800 N P. O. Box 294
North Webster INDIANA 46555

BRUCE J. BOWMAN

1922171;1971302

TRADEMARK

PRINCIPAL

SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20070501.
1ST RENEWAL 20070501

Live/Dead Indicator LIVE
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