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SERVICE MARK

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Applicant: The Security Forum, Inc.

Mark: PROMOTING BLUE TECH & BLUE JOBS
Serial Number: 85/592,916

Filed: April 9, 2012

Notice of Appeal Resumed: September 19, 2013

Applicant’s Brief Due: November 19, 2013

Trademark Trial and Appeal Board
U.S. Patent and Trademark Office
Post Office Box 1451

Alexandria, VA 22313-1451

APPLICANT’S BRIEF

I INTRODUCTION

Applicant appeals from the Examining Attorney’s refusal to register the
above-identified mark as set forth in Final Office Action dated February 20, 2013, and the
Examining Attorney’s denial of Applicant’s Request for Reconsideration on September 10, 2013.

Applicant respectfully requests that the Trademark Trial Appeal Board reverse the

Examining Attorney’s decision, and allow the application to proceed toward registration.



I ARGUMENT

The Examining Attorney argues that there is a likelihood of confusion resulting from
Applicant’s use of its mark and Registrants’ use of the marks identified in Registration
Nos. 3916607 and 3916356 for the marks BLUETECH and BLUETECH TRACKER. Applicant
respectfully disagrees, and requests withdrawal of the refusal under Section 2(d) of the Trademark
Act for the reasons set forth below.

(@) Applicable Law - Likelihood of Confusion

The standards for determining whether there is a likelihood of confusion are set forth in

Application of E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361 (C.C.P.A. 1973). In that case,

the C.C.P.A. set forth thirteen factors that are to be considered in determining likelihood of
confusion. Those factors relevant to the analysis of likelihood of confusion resulting from use of the
Applicant’s Mark and the Registrant’s mark include the following:

1. The similarity or dissimilarity of the marks in their entireties as to appearance, sound,
connotation and commercial impression;

2. The similarity or dissimilarity and nature of the goods or services as described in an
application or registration in connection with which a prior mark is in use;

3. The similarity or dissimilarity of established, likely-to-continue trade channels;

4. The sophistication of purchasers and price points at which sales are made, and

impulse versus considered purchases;

5. The number and nature of similar marks in use on similar goods.
6. The nature and extent of any actual confusion; and
7. The extent of potential confusion.

Likelihood of confusion is said to be synonymous with “probable confusion” -- it is not

sufficient if confusion is merely “possible.” American Steel Foundries v. Robertson, 269 U.S. 372




(1926) (“probably confused”); Eastern Wine Corp. v. Winslow-Warren Itd., 137 F.2d 955 (2d Cir.

1943), cert. denied, 320 U.S. 758 (1943); Sears Roebuck & Co. v. Allstate’s Life Insurance

Company, 246 F.2d 161 (5th Cir. 1957), cert. denied, 355 U.S. 894 (1957) (“likely” not synonymous

with “possible”); Rodeo Collection Limited v. West Seventh, 812 F.2d 1215 (9th Cir. 1987)

(“likelihood of confusion requires that confusion be probable, not simply a possibility”).
“Confusion” means more than that the applicant’s mark merely “calls to mind” the registered
mark. As Judge Rich observed:
The very fact of calling to mind may indicate that the mind is distinguishing, rather
than being confused by, the two marks. ... Seeing a yellow traffic light immediately “calls to
mind” the green that is gone and the red that is to come, or vice-versa; that does not mean the

confusion is being caused. As we are conditioned, it means exactly the opposite.

Application of Ferrero, 479 F.2d 1395 (C.C.P.A. 1973).

(b) Comparison of the Marks — PROMOTING BLUE TECH & BLUE JOBS v.
BLUETECH TRACKER and BLUETECH

A primary factor set forth by du Pont in determining whether there is likelihood of confusion
between marks is the similarity or dissimilarity of the marks in issue. “Similarity or dissimilarity”
according to du Pont requires an analysis of the marks in their entireties, as to appearance, sound,
connotation, and commercial impression. The entire mark is considered in determining likelihood of

confusion because a prospective buyer is confronted in the marketplace by the entire mark. In re

William Intner Co., 155 U.S.P.Q. 101 (TTAB 1967).

In comparing the mark PROMOTING BLUE TECH & BLUE JOBS with the cited marks
BLUETECH TRACKER or BLUETECH, they convey very different commercial impressions. The

applicant’s mark PROMOTING BLUE TECH & BLUE JOBS has 31 letters, 5 words and an



ampersand. In contrast, the cited registration BLUETECH TRACKER has 16 letters, two words and
no ampersand. These marks have distinctly different appearances, and sounds, and have in common
only 8 letters. They are not pronounced the same, and create an entirely different commercial
impression. The word “tracker” implies some form of data collection or tracking. In contrast,
PROMOTING BLUE TECH & BLUE JOBS connotes an industry group operating in the maritime
sector.

The same is true in comparing the marks PROMOTING BLUE TECH & BLUE JOBS and
BLUETECH. The applicant’s mark PROMOTING BLUE TECH & BLUE JOBS has 31 letters, 5
words and an ampersand. In contrast, the cited registration has only 8 letters and no ampersand.
These marks have distinctly different appearances, and sounds, and have in common only 8 letters,
plus applicant’s mark splits the words “Blue” and “Tech”.

The phrases “blue tech” and “bluetech” are common terms, such as “high tech” or “green
tech”. Accordingly, “Bluetech” as used in the cited registrations also must be given a very narrow
scope of protection, if any at all. For example, Google exact searches (i.e. with quotation marks)
produce 1,230,000 hits for “bluetech” (printout annexed as Exh. A) and 645,000 hits for “blue tech”
(printout annexed as Exh. B) —the latter spelling being the spelling used by applicant and the former
being the spelling in the cited marks. Given the generic or descriptive nature of the phrases
“bluetech” and “blue tech”, there is no way that consumers would focus on the term “blue tech” as
implying the same source of the goods. In contrast they would focus upon the differences between
the terms, viz., “TRACKER” as nothing whatsoever like “PROMOTING” and “JOBS”. Combined
with the very different appearances of the marks, and differences in sound, BLUETECH TRACKER

and PROMOTING BLUE TECH & BLUE JOBS have distinctly different commercial impressions.



This wide usage of the word “bluetech” in common law or registered marks — by many other than
the registrant - indicates that any registration is only entitled to a narrow scope of protection.

Given that “blue tech” is a common term, consumers would not focus on the phrase “blue
tech” as implying the same source of the goods. The services in the application (especially as
amended November 18, 2013) are sufficiently distinct to further obviate any confusion of
consumers. This is particularly so due to the narrow scope of the cited “bluetech” containing
registrations. Combined with the very different appearances of the marks, and differences in sound,
BLUETECH and PROMOTING BLUE TECH & BLUE JOBS have distinctly different commercial
impressions.

The field of blue tech is vast may comprise anything in the fields of boating, shipping, ports,
desalination, port security and so on. Moreover, in order to clarify the differences in the services
applied for and those in the cited marks, the recitation of services was amended on November 18,
2013 to clarify that the applicant’s services relate to what an industry trade group might do —not a
commercial enterprise such as the services of registrant. The pending services are in Class 35 and
read:

Promoting industry organizations and business clusters focused on maritime
technology development; public advocacy to promote awareness of the importance of
maritime technologies for both public and private sector.

In contrast, the services in the recited registrations are related to workshops and seminars, or
computer databases:

BlueTech

Class 41: Workshops and seminars in the field of water technologies.

BlueTech Tracker:



Class 9: Electronic database in the field of emerging water technologies recorded on
computer media.

Class 41: Workshops and seminars in the field of emerging water technologies.

Applicant’s services are not related to the promotion of the maritime industry and promotion
of job creation in the maritime sector, as are the applicant’s. | Moreover, applicant is unaware of any
actual confusion having occurred, another indicator of a lack of likelihood of confusion.

Furthermore, the consumers of the registrants services of workshops and seminars or
computer databases are highly educated, and highly specialized. Such sophisticated consumers use a
higher level of care in the purchasing decisions, and are unlikely to be confused as to source.
Likewise, the services are provided at a high price point, further indicating a high level of care in

purchasing decisions.

!t is noted in the denial of reconsideration dated September 16,2013, that the Examining Attorney
maintained a request for information, stating it had not been responded to previously. Actually, itis
believed that the request had been responded to, but in any event, it was responded to on November
18. Briefly, while applicant may offer and has offered seminars in the maritime industry, this is in
relation to its promotion and industry cluster advocacy. If there is a theoretical overlap, it is
rendered moot for the pending application as to the presently applied for services. In any event, itis
respectfully submitted that there is no indication that there may be a likelihood of confusion from
applicant’s use of the term PROMOTING BLUE TECH & BLUE JOBS with the registered marks
BlueTech and BlueTech Tracker, as there is no indication of same source origination.



III. CONCLUSION

Applicant submits that for the reasons set forth above, PROMOTING BLUE TECH & BLUE
JOBS is registrable on the Principal Register. Applicant believes that the present application is
proper in all respects and requests that the Mark be published for opposition.

Dated: September 18, 2013 Respectfully submitted

Attorney for Applicant/Appellant
Mckenna Long & Aldridge LLP
4435 Eastgate Mall

Suite 400

San Diego, California 92121
Telephone: (619) 595-5400

101607153.1
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G i;gle l"bluetech"

Web Images Maps Shopping Blogs More v Search tools

About 1,230,000 results {0.28 seconds)

Bluetech
www.bluetechonline.com/ v

Sep 16, 2013 - Basement Dubs EP. Bluetech - Prana_Pulse_Final_Cover. Prana Pulse.
Albums, Bluetech, Shamans Dream ...

Free Music - Events - Albums - News

The Blue Tech Advantage | Blue Tech

www.bluetech.comv/ ~

ABOUT - Industry Awards - Past Performance * Challenge Coins + SERVICES - System
Integration - AV and VTC - Infrastructure - Unified Communications - HW/ ...

Contact Us - Who We Are - Past Performance - Infrastructure

Bluetech - Wikipedia, the free encyclopedia BlueteCh
en.wikipedia.org/wiki/Bluetech ¥ Musical Artist

Bluetech is Evan Bartholomew (borm 1976 or 1977) - a psybient DJ/producer who

creates a varied selection of downtempo music. Bluetech's music is very ... Bluetech is Evan Bartholomew - a psybient D

varied selection of downtempo music. Bluetec

even for a psybient artist. Wikipedia
Bluetech's sounds on SoundCloud - Hear the world's sounds psy

soundcloud.com/bluetech ~ Albums: Rainforest Reverberation, Love Song
Bluetech Evan Bluetech, Pahoa, United States. Follow Send ... Hide the comments. 5.
Midnight Sound Senice - Imperium In Imperio(Bluetech Remix) Artwork ...

Songs
Bluetech | Listen and Stream Free Music, Albums, New Releases ... Oleander
https://myspace.com/iambluetech ~ )
Bluetech's profile including the latest music, albums, songs, music videos and more Prayers for Rain 2003
updates. Enter the Lowely 2005
Bluetech | Facebook Honey in the Heart 2009
https://www.facebook.comfiambluetech ~ Prophetic Sines o P003

Bluetech. 21765 likes - 623 talking about this. Bluetech's most recent release is called
Basement Dubs. "In my efforts to be an example of change in the way | ... .
Upcoming events

Bluetgch Dlscogrgghy at Discogs Feb 8, 2014 Bluetech

www.discogs.com/artist/Bluetech ~ Sat Gem & Jam

Evan Bluetech produces his unique style of digital downtempo from the West Coast of

North America. Classically trained on the piano for public performing, ... Mar 27, 2014 Bluetech
Thu Boulder, CO

Bluetech — Free listening, concerts, stats, & pictures at Last.fm

www.last.fm/music/Bluetech ¥ People also search for
Watch videos & listen free to Bluetech: Alchemie Dub, Leaving Winter Behind & more,
plus 21 pictures. Bluetech is a Psybient DJ/producer who creates ...

BlueTech LLC - d/b/a BlueVolt
www.bluetechllc.cony v

BlueVolt - Directions.

Phuturepr... Steve Solar Fields
Hillage

Bluetech - Elementary Particles - YouTube
e www.youtube.com/watch?v=35xgXSyP2Dg ¥
Jun 11, 2008 - Uploaded by N20Studios
Floating vibes, with slow, dubby beats and some beautiful
[F'XT] psychedelic sounds forming into a melody. Definitely ...

Searches related to "bluetech™
bluetech soundcloud bluetech water

bluetech bandcam bluetech tour dates
bluetech youtube bluetech forum
bluetech tour bluetech music soundcloud
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GOWégle I “blue tech”

Web Images Maps Shopping Applications More ¥ Search tools

About 645,000 results (0.36 seconds)

The Blue Tech Advantage | Blue Tech

www.bluetech.com/ ¥

Blue Tech provdes total solutions for your Information Technology needs. From initial
consultation to system design and engineering, to offering competitive ...

Contact Us Our Partners

Contact Us. Easy to Do Business Our Partners. Connecting You with
With. Easy to Reach. We are a ... the Leading IT Solutions. Blue ...
Who We Are Careers

Dedicated to Meeting the IT Needs of Careers. Blue Tech is a place that
the Federal Customer. Blue ... believes in people and we know ...
NASA SEWP IV (NNGO7DA22B) Industry Awards

NASA SEWP IV (NNGO7DA22B). Industry Awards. Blue Tech is proud
NASA SEWP IV Contract ... of the recognition we ...

More results from bluetech.com »

5th annual Blue Tech & Blue Economy Summit - The Maritime Alliance
themaritimealliance.org/.../5th-annual-blue -te ch-blue-economy-summit/ v

May 5, 2013 - 5th annual Blue Tech & Blue Economy Summit. white. Marine Spatial
Planning (MSP) &. Promoting Sustainable Dewelopment in the Oceans.

Blue Tech Forum | Water Technology Conference 2013

www.bluete chforum.com/ ~

September 17th, 2014. Conference 2013. BlueTech Forum: it's a"Brave Blue World". 4th
Annual Event Combined Innovative Technologies, Insightful Discussion ...

Blue Tech Valley
bluetechvalley.org/ ~

Earning its reputation as a leader in Blue Tech, Fresno is going global by connecting
food processors and farmers to new and innovative water technologies with ...

Big Blue Tech - Koh Tao

www.bigbluetech.net/ ~

Big Blue Tech is proud to be a multiple award winning 5 Star TDI instructor Trainer
Facility. Big Blue Tech. 535 people like Big Blue Tech - Stephen Smith.

Blue Tech Alliance NFP |

bluetechalliance.org/ v

Welcome to the Blue Tech Alliance, a non-profit organziation focused supporting our
members identify market and investment opportunities in industry sectors ...

Images for "blue tech" - Report images

Wild Blue Tech
wildbluetech.com/ v

Here technology and strategic creativity merge, delivering immersive and ultimately
memorable consumer experiences. Guiding it all is an eclectic mix of talents ...

Ad related to "blue tech" ®

Tech Diesel - Jumpstart Your Career

www.uti.edu/ ¥ 1 (800) 404 1082
Industry's Top Choice. Get Started!
Get More Info - Industry Partnerships - UTI Diesel Mechanics - The UTI Advantage

hitps:/Aww.google.convsearch?q="blue+tech"&rls=org.mozilla:en-US:official 12
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