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EXAMINING ATTORNEY’S APPEAL BRIEF

INTRODUCTION



The applicant has appealed the examining attorney’s final refusal to register the proposed mark,
comprised of the word TOURBILLON and a representation of a tourbillon, for “[jlewellery, horological
and chronometric instruments.” Registration was refused on the Principal Register pursuant to Section
2(e)(1) of the Trademark Act, 15 U.S.C. Section 1052(e)(1), on the ground that the mark sought to be

registered is merely descriptive of the goods.

STATEMENT OF FACTS

On December 1, 2011, the applicant filed an application under Section 1(b) of the Trademark Act
to register a mark comprising the word TOURBILLON and a design element depicting a tourbillon for
“[ilewellery, horological and chronometric instruments” in International Class 14. On March 16, 2012,
the examining attorney refused registration pursuant to Section 2(e)(1) of the Trademark Act, required
the applicant to submit a complete mark description and a signed declaration, and issued an advisory

indicating that the applied-for mark appears to be generic in relation to the goods.

On September 14, 2012, the applicant filed a timely response to the Office action, presenting
arguments in response to the descriptiveness refusal. Applicant also submitted a disclaimer of

TOURBILLON, a complete mark description and a signed declaration.

On October 12, 2012, the examining attorney maintained and made final the descriptiveness
refusal, indicated that the generic advisory remains applicable and indicated that the disclaimer does

not overcome the descriptiveness refusal, as the entire mark was found to be descriptive.

On April 12, 2013, the applicant filed a request for reconsideration requesting that the
disclaimer for TOURBILLON be limited only to “horological and chronometric instruments.” On April 12,

2013, the applicant filed a notice of appeal and a request for reconsideration. On May 3, 2013, the



examining attorney denied the request for reconsideration. On July 15, 2013, the applicant filed its

appeal brief. On July 24, 2013, the applicant’s brief was forwarded to the examining attorney.

ISSUE

The issue on appeal is whether the applied-for mark, comprising the word TOURBILLON and a
representation of a tourbillon, is merely descriptive of “[jlewellery, horological and chronometric

instruments” pursuant to Trademark Act Section 2(e)(1), 15 U.S.C. Section 1052(e)(1).

ARGUMENTS

. THE WORD “TOURBILLON” IS DESCRIPTIVE IN RELATION TO THE GOODS BECAUSE IT
IDENTIFIES A TYPE OF WATCH ESCAPEMENT AND IS COMMONLY USED TO IDENTIFY
WATCHES FEATURING THIS ESCAPEMENT

A mark is merely descriptive if it describes an ingredient, quality, characteristic, function,
feature, purpose, or use of an applicant’s goods. TMEP §1209.01(b); see, e.g., DuoProSS Meditech Corp.
v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1251, 103 USPQ2d 1753, 1755 (Fed. Cir. 2012) (quoting In re
Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71 USPQ2d 1370, 1371 (Fed. Cir. 2004)); In re
Steelbuilding.com, 415 F.3d 1293, 1297, 75 USPQ2d 1420, 1421 (Fed. Cir. 2005) (citing Estate of P.D.

Beckwith, Inc. v. Comm’r of Patents, 252 U.S. 538, 543 (1920)).

The applicant seeks to register the mark TOURBILLON, and a design comprising a representation
of a tourbillon, for “[jlewellery, horological and chronometric instruments.”* A tourbillon identifies a

type of watch escapement. As the evidence featured on page 5 of the Office action dated October 12,

! Although applicant has identified its goods as “horological and chronometric instruments,” the dictionary entries of
record show that such instruments include watches. As the attached dictionary entries featured on pages 10, 13, 16
and 19 of the Office action dated October 12, 2012 shows, “horological” is defined as “of or relating to horology,”
“horology” is defined as “the art or science of making timepieces or of measuring time,” “chronometric” is defined
as “relating to chronometry” and “chronometry is defined as “the science or technique of measuring time with
extreme accuracy.” As the attached dictionary entry featured on page 47 of the Office action dated May 3, 2013
also indicates, “watch” is defined as “a small portable timepiece.” This dictionary evidence shows that applicant’s
goods include and encompass watches.



2012 indicates, “[a] tourbillon is a type of watch escapement (the regulating mechanism of a mechanical
watch) that compensates for irregularities caused by gravity.” Similarly, the attached evidence featured
on page 7 of the same Office action indicates that “[a] tourbillon (meaning "whirlwind" in French) is a
device invented in 1795 by Abraham-Louis Breguet to counter the effects of gravity and other forces
that affect the accuracy of clocks and watches.” Lastly, the evidence on page 2 of the Office action
dated March 16, 2012 clarifies how a tourbillon counters the effects of gravity, indicating that a
tourbillon “aims to counter the effects of gravity by mounting the escapement and balance wheel in a
rotating cage, to negate the effect of gravity when the timepiece (and thus the escapement) is stuck in a
certain position.” Therefore, “tourbillon” identifies a type of watch escapement that aims to counter

the effects of gravity by mounting the escapement and balance wheel in a rotating cage.

A tourbillon also identifies the type of watch featuring the type of escapement discussed above.

As the evidence featured on page 2 of the Office action dated October 12, 2012 indicates:

A tourbillon watch is a type of watch with a mechanical movement that is very difficult and
costly to produce. It was invented in 1795 to correct the positional errors, caused by gravity, of a
typical pocket watch at the time. The tourbillon movement places the entire balance wheel and
escapement in a rotating cage. This design compensates for any gravitational variations that
may occur while in your pocket.

Similarly, the following evidence featured in the same Office action features watches identified as

“tourbillon” watches:

1. Page 42 —features the Omega Tourbillon wristwatch

2. Page 44 —features the Ulysse-Nardin Complications Royal Blue Tourbillon
3. Page 45 —features the Patrimony 14-day tourbillon

4. Page 46 — features the Zenith Tourbillon Titanium Watch

5. Page 49 — features the Jules Audemars Tourbillon



Page 53 — features the Sea-Gull Tourbillon watches
Page 55 — features the Jaeger LeCoultre Master Tourbillon
Page 59 — features Big Bang Tourbillon

Therefore, in addition to identifying a type of watch escapement, TOURBILLON also identifies

watches featuring such an escapement. Thus, the word TOURBILLON in the mark is descriptive in

relation to horological and chronometric instruments because such instruments include watches that

feature the tourbillon escapement and because watches with such an escapement are called

“tourbillon” watches.?

The word TOURBILLON is also descriptive in relation to jewelry because watches are jewelry.

This is evidenced by the registrations from the USPTO’s X-Search database attached in the denial of the

request for reconsideration dated May 3, 2013 showing watches and/or chronometric and horological

instruments among a list of goods identified as “jewelry.” For example:

1.

U.S. Registration No. 2710636 — features “Gold jewelry, namely, horological and chronometric
instruments, namely, gold wrist watches and pocket watches”

U.S. Registration No. 3626220 — features “Jewelry, namely, watches”
U.S. Registration No. 2870586 - features “Jewelry, namely, watches”
U.S. Registration No. 2926951 — features “Jewelry, namely watches”

U.S. Registration No. 3160131 — features “Jewelry, namely, watches and chronographs for use
as a timepiece”

U.S. Registration No. 3071093 — features “Jewelry, namely watches and time pieces”
U.S. Registration No. 3349518 — features “Jewelry, namely watches and time pieces”

U.S. Registration No. 3500113 — features “Jewelry, namely, watches”

2 Applicant submitted a disclaimer of TOURBILLON as to “horological and chronometric instruments.” However,
because the entire mark was found to be descriptive in relation to all of the goods, the disclaimer does not overcome
the descriptiveness refusal.



9. U.S. Registration No. 3506489 — features “Jewelry, namely, watches”

10. U.S. Registration No. 3214135 — features “Jewelry, namely, watches”

Additional evidence attached in the same Office action also supports the contention that

watches are jewelry. For example, Helzberg Diamonds (page 28), Walmart (page 39) and Sundance
(page 45) are online retail stores wherein watches are identified as a subset of jewelry. In the online
retail store Sundance, for example, the word “jewelry” is presented in large bold letters in the left hand
corner of the webpage. Beneath the caption “All Jewelry,” is a list of different types of jewelry, such as
“Rings,” “Earrings” and “Bracelets.” “Watches” is featured on this list, between “Necklaces” and
“Charms & Personalization,” clearly showing that it is a type of jewelry. Lastly, page 30 features the
online retailer QVC inviting shoppers to “[u]pdate your jewelry collection with a treasure from our
gallery of watches.” Thus, because watches are a type of jewelry, and because jewelry includes
watches, the word TOURBILLON is also descriptive in relation to “[jlewellery” in the application because

such goods include and encompass tourbillon watches and watches featuring tourbillon escapements.

Applicant contends that TOURBILLON is arbitrary for jewelry, indicating that “[e]quating watches
with jewelry is incorrect” and that the watch industry “does not consider watches as ‘jewelry’ but as
intricate mechanisms for telling time.” (Applicant’s Brief, page 13). However, applicant’s argument is
contrary to the evidence of record discussed above, featuring watches among a list of jewelry and
showing that watches are a subset of jewelry. Moreover, the watch industry itself considers watches as
a type of jewelry, as evidenced by the third party registrations discussed above wherein jewelry is
identified as watches or chronometric and horological instruments. Because such registrations feature

watches or chronometric and horological instruments, their owners are likely to be in the watch



industry. Because such owners are in the watch industry and because such owners have identified

watches as jewelry, the watch industry recognizes that watches are a type of jewelry.

Applicant’s only evidence to support the contention that watches are not jewelry consists of a
dictionary definition of “watch.” (Applicant’s Brief, page 14). Applicant contends that, because this
definition does not reference jewelry, watches are not jewelry. However, although this definition does
not reference jewelry, it does not specifically exclude jewelry. Moreover, as discussed above, watches

are often regarded as jewelry.

Lastly, applicant contends that, because its identification lists jewelry and chronometric and
horological instruments as separate goods, interpreting jewelry to include watches would be redundant.
However, applicants are merely required to provide an identification of goods that is “specific, definite,
clear, accurate, and concise.” See In re Societe Generale des Eaux Minerales de Vittel S.A., 1 USPQ2d
1296 (TTAB 1986), rev'd on other grounds, 824 F.2d 957, 3 USPQ2d 1450 (Fed. Cir. 1987); The Procter &
Gamble Co. v. Economics Laboratory, Inc., 175 USPQ 505 (TTAB 1972), modified without opinion, 498
F.2d 1406, 181 USPQ 722 (C.C.P.A. 1974); In re Cardinal Laboratories, Inc., 149 USPQ 709 (TTAB 1966);
California Spray-Chemical Corp. v. Osmose Wood Preserving Co. of America, Inc., 102 USPQ 321 (Comm’r
Pats. 1954); Ex parte The A.C. Gilbert Co., 99 USPQ 344 (Comm’r Pats. 1953); see TMEP §1402.01.
Applicants are not precluded from including potentially redundant terms in a recitation of goods, as long

as the recitation clearly identifies the types of goods for which registration is sought.

Therefore, TOURBILLON is also descriptive in relation to jewelry because watches are jewelry

and TOURBILLON identifies tourbillon watches and watches featuring the tourbillon escapement.

1. THE DESIGN ELEMENT IS DESCRIPTIVE OF THE GOODS BECAUSE IT IS A REALISTIC
REPRESENTATION OF A TOURBILLON AND FEATURES NO ADDITIONAL DISTINCTIVE
ELEMENTS THAT SERVE AS AN INDICATION OF SOURCE



“[A] picture or a design and the word or words which describe the design are legal equivalents;”
therefore, the design is subject to the same rules applicable to merely descriptive wording. In re Eight
Ball, Inc., 217 USPQ 1183, 1184 (TTAB 1983) (holding the mark comprising a pictorial representation of a
cue stick and eight ball to be merely descriptive of applicant’s billiard parlor services); Thistle Class Ass’n
v. Douglass & Mcleod, Inc., 198 USPQ 504, 511-12 (TTAB 1978) (holding the pictorial representation of a
thistle in the mark to be merely descriptive of the class of sailboats sold by applicant); TMEP
§1213.03(c); see also In re Soc’y for Private & Commercial Earth Stations, 226 USPQ 436, 438 (TTAB
1985) (holding the pictorial representation of a satellite dish in the mark to be merely descriptive of the

primary product made, sold, and used by applicant’s members).

In this case, the design element in the mark is that of a tourbillon, as indicated in the mark
description which reads, “[t]he mark consists of the term ‘TOURBILLON’ below a design element of a
‘tourbillon’.” The design of the tourbillon is the legal equivalent of the wording TOURBILLON which, as
discussed above, is descriptive in relation to the goods identified in the application because it identifies
a particular type of watch escapement and is commonly used to refer to watches with such an

escapement.

Moreover, as the evidence of record shows, the design element in the mark is a representation
of a tourbillon. As indicated in the evidence on page 7 of the Office action dated March 16, 2012, “[t]he
tourbillon device has an escape wheel, lever, and balance wheel all mounted in a carriage...” The
evidence on pages 6-7 of the same Office action features an illustration of a tourbillon and its parts,
wherein the escape wheel appears as a serrated wheel, the balance wheel is an outer wheel and the
carriage is comprised of three segments radiating from the center of the tourbillon. The illustration also
features a balance spring, which appears as concentric circles beneath the center of the device, as well

as balance screws, the balance wheel, various types of levers and the center portion of the device which



is identified as the “arbor.” These elements are also present in the design in the applied-for mark. The
center of the design features concentric circles representing the balance spring, the upper right portion
features the serrated circle comprising the escape wheel, the three outwardly pointing bars represent
the carriage, the short bars appearing in the outer circle represent the balance screws, the outer circle
represents the balance wheel, the center point of the drawing represents the arbor and the designs
inside and on the left side of the device represent various levers. Thus, the design in the mark features
various parts commonly found in a tourbillon, with such parts appearing as they would in a tourbillon.
Therefore, the design in the mark is a representation of a tourbillon without additional source-indicating

elements.

Furthermore, as the evidence featured in the Office action dated October 12, 2012 also shows,
the design element featured in the mark is featured in tourbillon watches. For example, page 44
features the Ulysse-Nardin Tourbillon. The design on the lower portion of the watch features the
tourbillon escapement. The elements featured in the design such as the carriage, balance wheel and
balance spring are visible. Similarly, page 49 features the Jules Audemars Tourbillon. The tourbillon
escapement is featured at the bottom of the watch, wherein the carriage, escape wheel, balance
screws, balance wheels and arbor are visible. Lastly, page 57 features the MontieK Tourbillon
Collection. A photo of the tourbillon device shows the balance wheel, balance screws, balance spring,

carriage and levers.

Applicant contends that the design element is not descriptive because it is “a uniquely stylized
depiction of just one of several elements enclosed inside the goods.” (Applicant’s Brief, page 5). This
argument should be found unpersuasive because applicant’s design is not a uniquely stylized depiction
of a tourbillon. Rather, the design is the exact representation of the elements commonly found in a

tourbillon. As discussed above, and as indicated in the illustration of a tourbillon on pages 6-7 of the



Office action dated March 16, 2012, a tourbillon features elements such as a carriage, a balance wheel,
an arbor, a balance spring, balance screws, an escape wheel and levers. The design in the mark also
features a carriage, a balance wheel, an arbor, a balance spring, balance screws, an escape wheel and
levers. Indeed, the tourbillon appearing in the mark is highly similar to the tourbillon on pages 6-7 in the
Office action and does not feature any additional distinctive or unique stylization. Nor does it feature

any elements that serve as a source-indicator for the goods.

Applicant also contends that the design element is not descriptive because a tourbillon is a work
of art that “carries an aesthetic purpose” and because the design in the applied-for mark is a “unique
and highly stylized creation, capable of indicating the source of the goods.” (Applicant’s Brief, page 6).
These arguments should be found unpersuasive because, as discussed above, the design in the mark
features elements commonly found in a tourbillon, appearing as they would in a tourbillon and does not
feature any distinctive elements capable of identifying the source of the goods. In addition, as indicated
in the article entitled The price of a tourbillon featured on page 2 in applicant’s correspondence dated
April 12, 2013, “the tourbillon was not created for aesthetic reasons, but instead to solve the problems
associated with the effects of position of a pocket watch on the accuracy and precision of a timepiece...”
Therefore, while applicant may perceive the design element in the mark as a work of art, it does not
feature any distinctive elements capable of indicating source and is a representation of an element that
was created to solve the problems associated with the positioning of a watch rather than to add an

aesthetic feature to a watch.

Applicant also contends that the design element is not descriptive because it comprises “only
one small component of many components” in the goods. (Applicant’s Brief, page 6). This argument
should be found unpersuasive because, even if the design element in the mark appears among other

elements in the goods, this feature may still be found descriptive even if it does not describe all of the



elements in the goods. “A mark may be merely descriptive even if it does not describe the ‘full scope
and extent’ of the applicant’s goods or services.” In re Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71
USPQ2d 1370, 1371 (Fed. Cir. 2004) (citing In re Dial-A-Mattress Operating Corp., 240 F.3d 1341, 1346,
57 USPQ2d 1807, 1812 (Fed. Cir. 2001)); TMEP §1209.01(b). It is enough if a mark describes only one
significant function, attribute, or property. In re The Chamber of Commerce of the U.S., 675 F.3d 1297,
1300, 102 USPQ2d 1217, 1219 (Fed. Cir. 2012); TMEP §1209.01(b); see In re Oppedahl & Larson LLP, 373
F.3d at 1173, 71 USPQ2d at 1371. Here, the design element is a representation of a tourbillon. Thus, it
is descriptive in relation to tourbillon watches or watches featuring the tourbillon escapement,
regardless of whether such watches feature additional elements because it is an accurate pictorial

representation of the salient features of the goods.

Applicant also contends that the design element is not descriptive because it is the subject of a
design patent. This argument should be found unpersuasive because the fact that a device is the subject
of a design patent does not, without more, mean that it functions as a mark. In re Vico Prods. Mfg. Co.,
229 USPQ 364, 370 (TTAB 1985), recon. denied, 229 USPQ 716 (TTAB 1986) (citing In re R.M. Smith, Inc.,

734 F.2d 1482, 1485, 222 USPQ 1, 3 (Fed. Cir. 1984); see TMEP §1212.06(e)(iii).

Applicant also contends that the design element in its mark should not be found descriptive
because the Board reversed the refusal to register a mark comprising a design of hand railings in the
non-precedential decision In re David/Randall Associates, Inc. 2003 TTAB LEXIS 119 (TTAB 2003). In
what the Board described as “a very close case,” the Board noted that, “[i]n essence, the illustration
which constitutes applicant's mark is sufficiently abstract, in the sense that at first glance it is unnatural,
exaggerated, or otherwise unusual in appearance, that the overall commercial impression thereof would
be that of a schematic or fanciful depiction which suggests the nature, function or use of its goods.” Id.

at 8 and 10. Here, the illustration in the mark is not sufficiently abstract. It is not an exaggerated



depiction of a tourbillon. Itis not unusual in appearance. It is not a schematic or fanciful depiction
suggesting the nature of the goods. Rather, as discussed above, the design is a representation of a
tourbillon, comprising elements that commonly appear in a tourbillon, depicted as they would appear in

a tourbillon.

Applicant also indicates that the instant case is analogous to In re LRC Products Limited, 223
USPQ 1250 (TTAB 1984). In what was also described as “a close case,” the Board articulated why that
mark was found to be a fanciful representation of the goods. I/d at 1252. The Board noted that
“[alpplicant's mark portrays the outlines of two hands (or gloved hands), one colored yellow and the
other uncolored, in abnormally straight lines (except for the rounded tips of the fingers and thumbs)
with relatively unnatural positioning of the fingers and thumbs of each hand and an awkward

positioning of each hand (or gloved hand) with respect to the other.” Id. In contrast, applicant’s design

| n u Ill
’

features no elements that may be described as “abnormal,” “unnatural” or featuring “awkward
positioning.” Rather, as indicated above, the escapement design featured in the mark is a
representation of a tourbillon comprising elements commonly found in a tourbillon with such elements
depicted in a non-fanciful manner. Indeed, while applicant asserts that its tourbillon design is uniquely
stylized, applicant has not articulated what features in the design create or comprise this unique
stylization. When compared to the illustration of a tourbillon and its parts featured on pages 6-7 of the

Office action dated March 16, 2012, the design in the applied-for mark features no unique stylization

and features elements commonly found in a tourbillon, regardless of the manufacturer.

Applicant also references In re General Electric Co., 209 USPQ 425, 427 (TTAB 1980) in which the
Board reversed the refusal to register a mark for rechargeable batteries indicating that “applicant’s cord
and plug designs are stylized, rather than realistic, in nature” and In re Abcor Dev. Corp., 588 F.2d 811,

814, 200 USPQ 215, 218 (CCPA 1978) wherein the Court indicated that “if the mark imparts information



directly, it is descriptive. If it stands for an idea which requires some operation of the imagination to
connect it with the goods, it is suggestive.” Here, applicant’s tourbillon design is not sufficiently stylized
and is a realistic depiction of a tourbillon, as evidenced by the illustration of what comprises a tourbillon
featured on pages 6-7 of the Office action dated March 16, 2012. Because the design in the mark is a
realistic depiction of a significant feature of the goods — the tourbillon escapement — it imparts
information directly about the goods — that they feature the tourbillon escapement. No imagination is
needed to connect the design element in the mark with the feature of the goods represented by this

design.

Applicant also contends that its design element is not descriptive because the USPTO has
allowed registration of several marks featuring designs of sails for “boats.” However, unlike applicant’s
tourbillon design, the design elements in such registrations feature additional fanciful elements or do
not depict sails in a realistic manner. For example, page 5 of applicant’s correspondence dated April 12,
2013 features a mark with sail featuring a fanciful four-pointed star design and a horizontal band
comprising three colors. Page 8 features a mark wherein a wind-like design traverses the sail and the
sail is superimposed upon a sun. Page 10 features a mark wherein the sail is depicted as a mere triangle
and features a trident. Page 12 features very narrow and elongated sails that are highly sloped in
nature. In contrast, the escapement design in applicant’s mark is a realistic depiction of a tourbillon and

features no distinctive elements capable of indicating source.

Because the design element in the mark represents a tourbillon escapement in a realistic
manner and features no additional distinctive elements, and because no imagination is needed as to the

feature of the goods this element describes, the representation of the tourbillon featured in the mark is



also descriptive in relation to all of the goods identified in the application.® That is, the design of a
tourbillon merely describes a feature of the goods, indicating that the goods feature the tourbillon

escapement.

Ill. CONCLUSION
The widespread use of the term TOURBILLON in the watch industry to describe a particular
watch escapement and watches featuring such an escapement, and the realistic depiction of the
tourbillon escapement design featured in the mark, support the finding that the applied-for mark is
merely descriptive of “[jlewellery, horological and chronometric instruments” pursuant to Section

2(e)(1) of the Trademark Act.

For the foregoing reasons, it is respectfully requested that the refusal to register the applicant’s
proposed mark, comprising the word TOURBILLON and the representation of a tourbillon, under Section

2(e)(1) of the Trademark Act, be affirmed.

3 Applicant also argues that the tourbillon design does not appear in jewelry and is therefore not descriptive of
“[i]ewellery” in the recitation of goods. However, as discussed in the preceding section, watches are jewelry.
Therefore, the tourbillon design featured in the mark is also descriptive in relation to jewelry.
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