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This communication is responsive to the Office Action dated July 23, 2012.
As an initial matter, the Examiner requests additional information from Applicant concerning its
proposed SURGEON VIEW products.  Specifically, the Examiner requests product information about
the goods.
At the present time, Applicant’s SURGEON VIEW products have not been commercialized.   As such,
Applicant attaches information concerning a similar product offered by Cadwell Industries, Inc.  This
product is called Cascade®.  See Exhibit A, attaching a brochure for the Cascade® product, and Exhibit
B, attaching Cadwell’s web page on this product.   As noted in Exhibit B, Cascade® is IONM
equipment, or intraoperative neurophysiological monitoring equipment.  IONM equipment is “aimed at
reducing the risk of neurological deficits after operations that involve the nervous system.”   See Exhibit
C, attaching the American Society of Neurophysiological Monitoring’s web page.     Specifically, this
equipment is used to “identify changes in brain, spinal cord, and peripheral nerve function prior to
irreversible damage.”   See id.
As indicated in the instant application, Applicant’s SURGEON VIEW product is for neuro-monitoring.  
Through the use of computer software and surgical instruments and apparatus, the Applicant’s product
aims to reduce the risk of damage to nerves and the nervous system.
In addition to the above, the Examining Attorney maintains her 2(d) refusal of Applicant's mark
SURGEON VIEW in Class 10 only because she believes Applicant's mark is likely to be confused with
Registration No. 3860592 for SURGVIEW for “endoscopic equipment” (hereinafter the “Cited
Mark”).   The cited registration is owned by Bio Vision Technologies (hereinafter “Registrant”).
Applicant respectfully requests reconsideration of the refusal to register its mark SURGEON VIEW. 
The arguments previously submitted on June 26, 2012, are incorporated herein by reference.

1.       Applicant’s and Registrant’s Mark are Distinguishable
The Examiner contends that the marks are similar in appearance and commercial impression as both
marks contain the prefix SURG and end in VIEW.  More specifically, the Examiner argues that “Surg”
is an abbreviation for “surgeon”, “surgery”, or “surgical.”   Thus, the marks have the same meaning.
Applicant acknowledges the similarities between the marks; however, these overlaps are not enough to
cause consumer confusion, especially when one considers the differences in the products and the
sophistication of the consumers.
Despite the Examiner’s contention that the marks have a similar appearance, the marks clearly are
different lengths.  Applicant’s mark is three syllables whereas the Cited Mark is two syllables. Further,



Applicant’s mark is two distinct words, namely, SURGEON and VIEW.   In contrast, the Cited Mark is
a signal, made-up term SURGVIEW.  These differences impact the appearance and sound of the marks.
As to the marks’ meanings, the Examiner claims that “Surg” is an abbreviation for “surgeon”,
“surgery”, or “surgical”.   Further, the Examiner indicates that the Registrant’s products, namely,
endoscopes, are for “viewing images from inside the body during endoscopic surgery.”   As such, the
Cited Mark should be considered weak as it is highly descriptive of the Registrant’s goods which
provide the “surgeon” a “view” inside the patient.  
In contrast, the Applicant’s goods are not for viewing patients during surgery.   Rather, the product is
meant to provide surgeons with information about things that are not easily seen, namely, nerves and
nerve endings.  Thus, in view of the goods, Applicant’s mark SURGEON VIEW implies a device that
gives surgeons another point of view, namely, of things not directly or easily visible.  This is a sharp
contrast to the function and purpose of the goods associated with the Cited Mark.
In view of the above, Applicant contends that the marks are sufficiently distinctive to avoid consumer
confusion.

2.      Applicant’s and Registrant’s Products are for Very Distinct Purposes
The Examiner contends that Applicant’s Class 10 goods and Registrant’s goods have complementary
uses and that Applicant’s neuro-monitoring products may be used during endoscopic surgery.  
However, the Examiner’s generalizations ignore the distinct purposes of these products.
Neuromonitoring equipment is meant to reduce the risk of damage to the patient’s nervous system.   See
Exhibit D, attaching definition of “neuromonitoring” from
http://disctionary.sensagent.com/neuromonitoring/en-en/.  See also Exhibit C describing the purpose of
IONM equipment.  This often means identifying and avoiding nerves, which may be difficult or
impossible to see.  For example, IONM equipment may locate nerves by obtaining “recordings of
electrical potentials from the nervous system during surgical operations.”   See Exhibit C. 
In contrast, endoscopic equipment is used in connection with the visual examination of “the interior of a
bodily canal or a hollow organ such as the colon, bladder, or stomach.”  See Exhibit E, attached
definition of “endoscope” from http://www.thefreedictionary.com/endoscopic.
Thus, the purposes of Applicant’s product and those associated with the Cited Mark are extremely
distinct.

3.      The Potential Purchasers of Applicant’s and Registrant’s Products are Highly Sophisticated
Neither Applicant’s nor Registrant’s products are for general consumer use.   Rather, the relevant
consumers are in the medical and/or surgical fields and are of a sophisticated class.  These consumers
are purchasing specialized goods, and, by necessity, know with whom they are dealing.  Where the
purchasers are sophisticated, more care is taken and confusion is less likely to result.  See, e.g., Barre-
National, Inc. v. Barr Laboratories, Inc., 773 F. Supp. 735 (D. N.J. 1991) (denying plaintiff’s
preliminary injunction motion on the basis that it cannot establish a likelihood of confusion between the
marks BARR and BARRE, both used on liquid pharmaceuticals); Astra Pharmaceutical Products v.
Beckman Instruments, 718 F.2d 1201, 1206 (1st Cir. 1983) (finding no likelihood of confusion between
ASTRA for pharmaceuticals and ASTRA for computerized blood analyzer machines).

4.      Conclusion
In view of the foregoing, Applicant respectfully requests that the Examining Attorney withdraw the
refusal under Section 2(d) of the Trademark Act and that this application be passed to publication and,
in due course, to registration.
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GOODS AND/OR SERVICES SECTION (009)(current)

INTERNATIONAL
CLASS 009

DESCRIPTION

software for use with medical patient monitoring equipment, for receiving, processing and transmitting



data; software for use with intra-operative neuromonitoring, encephalography, and sleep apnea
instrumentation, all for medical use

FILING BASIS Section 1(b)

GOODS AND/OR SERVICES SECTION (009)(proposed)

INTERNATIONAL
CLASS 009

DESCRIPTION

software for use with medical patient monitoring equipment, for receiving, processing and transmitting
data; software for use with intra-operative neuromonitoring, encephalography, and sleep apnea
instrumentation, all for medical use

FILING BASIS Section 1(b)

GOODS AND/OR SERVICES SECTION (010)(current)

INTERNATIONAL
CLASS 010

DESCRIPTION

surgical instruments and apparatus, namely probes, dilators, electrodes, retractors, and retractor blades,
all for use with neuro-monitoring equipment

FILING BASIS Section 1(b)

GOODS AND/OR SERVICES SECTION (010)(proposed)

INTERNATIONAL
CLASS 010

TRACKED TEXT DESCRIPTION

surgical instruments and apparatus, namely probes, dilators, electrodes, retractors, and retractor blades,
all for use with neuro-monitoring equipment; surgical instruments and apparatus, namely probes,
dilators, and electrodes, all for use with neuro-monitoring equipment

FINAL DESCRIPTION

surgical instruments and apparatus, namely probes, dilators, and electrodes, all for use with neuro-
monitoring equipment

FILING BASIS Section 1(b)
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To the Commissioner for Trademarks:

Application serial no. 85449613 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

This communication is responsive to the Office Action dated July 23, 2012.
As an initial matter, the Examiner requests additional information from Applicant concerning its proposed
SURGEON VIEW products.  Specifically, the Examiner requests product information about the goods.
At the present time, Applicant’s SURGEON VIEW products have not been commercialized.   As such,
Applicant attaches information concerning a similar product offered by Cadwell Industries, Inc.  This
product is called Cascade®.  See Exhibit A, attaching a brochure for the Cascade® product, and Exhibit B,
attaching Cadwell’s web page on this product.   As noted in Exhibit B, Cascade® is IONM equipment, or
intraoperative neurophysiological monitoring equipment.  IONM equipment is “aimed at reducing the risk
of neurological deficits after operations that involve the nervous system.”   See Exhibit C, attaching the
American Society of Neurophysiological Monitoring’s web page.     Specifically, this equipment is used to
“identify changes in brain, spinal cord, and peripheral nerve function prior to irreversible damage.”   See
id.
As indicated in the instant application, Applicant’s SURGEON VIEW product is for neuro-monitoring.  
Through the use of computer software and surgical instruments and apparatus, the Applicant’s product
aims to reduce the risk of damage to nerves and the nervous system.
In addition to the above, the Examining Attorney maintains her 2(d) refusal of Applicant's mark
SURGEON VIEW in Class 10 only because she believes Applicant's mark is likely to be confused with
Registration No. 3860592 for SURGVIEW for “endoscopic equipment” (hereinafter the “Cited Mark”).  
The cited registration is owned by Bio Vision Technologies (hereinafter “Registrant”).
Applicant respectfully requests reconsideration of the refusal to register its mark SURGEON VIEW.  The



arguments previously submitted on June 26, 2012, are incorporated herein by reference.
1.       Applicant’s and Registrant’s Mark are Distinguishable

The Examiner contends that the marks are similar in appearance and commercial impression as both
marks contain the prefix SURG and end in VIEW.  More specifically, the Examiner argues that “Surg” is
an abbreviation for “surgeon”, “surgery”, or “surgical.”   Thus, the marks have the same meaning.
Applicant acknowledges the similarities between the marks; however, these overlaps are not enough to
cause consumer confusion, especially when one considers the differences in the products and the
sophistication of the consumers.
Despite the Examiner’s contention that the marks have a similar appearance, the marks clearly are
different lengths.  Applicant’s mark is three syllables whereas the Cited Mark is two syllables. Further,
Applicant’s mark is two distinct words, namely, SURGEON and VIEW.   In contrast, the Cited Mark is a
signal, made-up term SURGVIEW.  These differences impact the appearance and sound of the marks.
As to the marks’ meanings, the Examiner claims that “Surg” is an abbreviation for “surgeon”,
“surgery”, or “surgical”.   Further, the Examiner indicates that the Registrant’s products, namely,
endoscopes, are for “viewing images from inside the body during endoscopic surgery.”   As such, the
Cited Mark should be considered weak as it is highly descriptive of the Registrant’s goods which provide
the “surgeon” a “view” inside the patient.  
In contrast, the Applicant’s goods are not for viewing patients during surgery.   Rather, the product is
meant to provide surgeons with information about things that are not easily seen, namely, nerves and
nerve endings.  Thus, in view of the goods, Applicant’s mark SURGEON VIEW implies a device that
gives surgeons another point of view, namely, of things not directly or easily visible.  This is a sharp
contrast to the function and purpose of the goods associated with the Cited Mark.
In view of the above, Applicant contends that the marks are sufficiently distinctive to avoid consumer
confusion.

2.      Applicant’s and Registrant’s Products are for Very Distinct Purposes
The Examiner contends that Applicant’s Class 10 goods and Registrant’s goods have complementary
uses and that Applicant’s neuro-monitoring products may be used during endoscopic surgery.   However,
the Examiner’s generalizations ignore the distinct purposes of these products.
Neuromonitoring equipment is meant to reduce the risk of damage to the patient’s nervous system.   See
Exhibit D, attaching definition of “neuromonitoring” from
http://disctionary.sensagent.com/neuromonitoring/en-en/.  See also Exhibit C describing the purpose of
IONM equipment.  This often means identifying and avoiding nerves, which may be difficult or
impossible to see.  For example, IONM equipment may locate nerves by obtaining “recordings of
electrical potentials from the nervous system during surgical operations.”   See Exhibit C. 
In contrast, endoscopic equipment is used in connection with the visual examination of “the interior of a
bodily canal or a hollow organ such as the colon, bladder, or stomach.”  See Exhibit E, attached definition
of “endoscope” from http://www.thefreedictionary.com/endoscopic.
Thus, the purposes of Applicant’s product and those associated with the Cited Mark are extremely
distinct.

3.      The Potential Purchasers of Applicant’s and Registrant’s Products are Highly Sophisticated
Neither Applicant’s nor Registrant’s products are for general consumer use.   Rather, the relevant
consumers are in the medical and/or surgical fields and are of a sophisticated class.  These consumers are
purchasing specialized goods, and, by necessity, know with whom they are dealing.  Where the purchasers
are sophisticated, more care is taken and confusion is less likely to result.  See, e.g., Barre-National, Inc.
v. Barr Laboratories, Inc., 773 F. Supp. 735 (D. N.J. 1991) (denying plaintiff’s preliminary injunction
motion on the basis that it cannot establish a likelihood of confusion between the marks BARR and
BARRE, both used on liquid pharmaceuticals); Astra Pharmaceutical Products v. Beckman Instruments,
718 F.2d 1201, 1206 (1st Cir. 1983) (finding no likelihood of confusion between ASTRA for
pharmaceuticals and ASTRA for computerized blood analyzer machines).

4.      Conclusion



In view of the foregoing, Applicant respectfully requests that the Examining Attorney withdraw the
refusal under Section 2(d) of the Trademark Act and that this application be passed to publication and, in
due course, to registration.

EVIDENCE
Evidence in the nature of Exhibit A, Brochure for Cadwell's CASCADE product; Exhibit B, Cadwell
website for CASCADE product; Exhibit C, American Society of Neurophysiological Monitoring's web
site on IONM equipment; Exhibit D, definition of "neuromonitoring"; Exhibit E, definition of
"endoscope." has been attached.
Original PDF file:
evi_20992255132-142003019_._SYNT4932ExA.pdf
Converted PDF file(s) (7 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Original PDF file:
evi_20992255132-142003019_._SYNT4932ExB.pdf
Converted PDF file(s) (2 pages)
Evidence-1
Evidence-2
Original PDF file:
evi_20992255132-142003019_._SYNT4932ExC.pdf
Converted PDF file(s) (1 page)
Evidence-1
Original PDF file:
evi_20992255132-142003019_._SYNT4932ExD.pdf
Converted PDF file(s) (3 pages)
Evidence-1
Evidence-2
Evidence-3
Original PDF file:
evi_20992255132-142003019_._SYNT4932ExE.pdf
Converted PDF file(s) (2 pages)
Evidence-1
Evidence-2

CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant proposes to amend the following class of goods/services in the application:
Current: Class 009 for software for use with medical patient monitoring equipment, for receiving,
processing and transmitting data; software for use with intra-operative neuromonitoring, encephalography,
and sleep apnea instrumentation, all for medical use
Original Filing Basis:
Filing Basis: Section 1(b), Intent to Use: The applicant has had a bona fide intention to use or use



through the applicant's related company or licensee the mark in commerce on or in connection with the
identified goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

Proposed: Class 009 for software for use with medical patient monitoring equipment, for receiving,
processing and transmitting data; software for use with intra-operative neuromonitoring, encephalography,
and sleep apnea instrumentation, all for medical use
Filing Basis: Section 1(b), Intent to Use: The applicant has a bona fide intention to use or use through
the applicant's related company or licensee the mark in commerce on or in connection with the identified
goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

Applicant proposes to amend the following class of goods/services in the application:
Current: Class 010 for surgical instruments and apparatus, namely probes, dilators, electrodes, retractors,
and retractor blades, all for use with neuro-monitoring equipment
Original Filing Basis:
Filing Basis: Section 1(b), Intent to Use: The applicant has had a bona fide intention to use or use
through the applicant's related company or licensee the mark in commerce on or in connection with the
identified goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

Proposed:
Tracked Text Description: surgical instruments and apparatus, namely probes, dilators, electrodes,
retractors, and retractor blades, all for use with neuro-monitoring equipment; surgical instruments and
apparatus, namely probes, dilators, and electrodes, all for use with neuro-monitoring equipment

Class 010 for surgical instruments and apparatus, namely probes, dilators, and electrodes, all for use with
neuro-monitoring equipment
Filing Basis: Section 1(b), Intent to Use: The applicant has a bona fide intention to use or use through
the applicant's related company or licensee the mark in commerce on or in connection with the identified
goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /Denise I. Mroz/     Date: 12/26/2012
Signatory's Name: Denise I. Mroz
Signatory's Position: Attorney of record, PA bar member

Signatory's Phone Number: 215.568.3100

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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