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RESPONSE

The Final Office Action dated June 20, 2012, which issued the above-referenced service mark
application seeking registration of the mark “INTEGRATED REMITTANCES” has been received, and
the following is in response thereto. 

REMARKS

Applicant respectfully requests that the Trademark Examining Attorney reconsider the registrability of
the subject application in view of the following remarks.

The Trademark Examining Attorney has requested additional information relating to the
“INTEGRATED REMITTANCES” mark and the services to be provided under the mark.   Although
there are still no written materials available for the INTEGRATED REMITTANCES mark, applicant
attaches to this Response materials from applicant’s website that describe its treasury services, of which
the INTEGRATED REMITTANCES service is intended to be an integral part.  Applicant believes that
these materials provide the additional information requested by the Trademark Examining Attorney.

The Trademark Examining Attorney has again refused registration of applicant’s “INTEGRATED
REMITTANCES” mark on the Principal Register under Section 2(e)(1) of the Trademark Act, 15
U.S.C. Section 1052(e)(1), TMEP § 1209.03 et seq., stating that “the applied for mark merely describes
the salient feature and the purpose or function of applicant’s services.”   Applicant continues to
respectfully disagree with this basis of the Trademark Examining Attorney's refusal of registration for
the reasons that follow.

Again, the Trademark Examining Attorney’s refusal to register the mark “INTEGRATED
REMITTANCES” on the Principal Register is based upon an improper parsing of the mark into the
individual words “integrated” and “remittances.”   Applicant respectfully submits that this parsing of
the proposed mark violates the well-established anti-dissection rule.  TMEP §§ 1202.03(a), 1207.01
(1997); 1 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition, § 11:27 (4th ed.
2001).

Under the anti-dissection rule, a composite mark is tested for its validity and distinctiveness by looking
at it as a whole, rather than dissecting it into its component parts.  “The commercial impression of a
trade-mark is derived from it as a whole, not from its elements separated and considered in detail.  For
this reason it should be considered in its entirety.”   Estate of P. D. Beckwith v. Comm’r of Patents , 252
U.S. 538, 545-46 (1920).  When properly considered in its entirety as a unitary mark, the



“INTEGRATED REMITTANCES” mark cannot be considered to be merely descriptive for the
identified services -- financial management services, namely, electronic funds transfer services, cash
management services, payment execution services, payment management services, financial
transaction processing services and foreign exchange transaction services --.

Absent prior knowledge of the feature of the services being offered, applicant submits that users of
applicant’s services, institutional clients, would not find the “INTEGRATED REMITTANCES” mark
to be merely descriptive of the identified services.  When a member of the public sees or hears the mark
“INTEGRATED REMITTANCES,” he/she has no reason to immediately associate the mark with the
identified services offered under the mark -- financial management services, namely, electronic funds
transfer services, cash management services, payment execution services, payment management
services, financial transaction processing services and foreign exchange transaction services -- . 
Imagination, thought or perception is therefore required to reach a conclusion concerning the true nature
of applicant’s services that are provided under the mark in issue here.

Applicant also again submits that once a user of applicant’s services analyzes the mark in light of the
services provided and deduces that the mark is meant to identify “ financial management services,
namely, electronic funds transfer services, cash management services, payment execution services,
payment management services, financial transaction processing services and foreign exchange
transaction services,” a meaningful association is made between applicant’s mark and the services that
are offered under the mark.  It is well-established that this type of association shows the mark to be a
fanciful and arbitrary one that requires analysis.  “The necessity for analysis removes [the mark] from
the category of mere descriptiveness.”   Ex parte Aluminum Prods. Co., 45 T.M.R. 605 (Comm’r 1955).

As previously noted, applicant's position that the mark “INTEGRATED REMITTANCES” is not
“merely descriptive” is further supported by the following cases upholding the registration on the
Principal Register of the following marks:

1.                  “SPACE” for an association whose services promote interests of members in earth
station industry suggests only the general field of space-related communications or
technology and does not immediately describe association's services.  The term is at most
suggestive of such services and not merely descriptive of them.  In re Society for Private
and Commercial Earth Stations, 226 USPQ 436 (TTAB 1985).

2.                  “HOMEFOAMERS” is not merely descriptive of insulation installation services.  
Scientific Applications, Inc. v. Energy Conservation Corp., 195 USPQ 379 (N.D. Ga. 1977).

3.                  “MARRIAGE PROPONENTS” is not merely descriptive of prospective marriage
partner services.  In re Hunt, 132 USPQ 564 (TTAB 1962).

4.                  “CITIBANK” is not merely descriptive of an urban bank.   Citibank, N.A. v.
Citibanc Group, Inc., 724 F.2d 1540, 222 USPQ 292 (11th Cir. 1984), reh. denied, 79 F.2d
891 (11th Cir. 1984).

5.                  “HANDI WIPES” is not merely descriptive of easy-to-clean dusting clothes.   In re
Colgate-Palmolive Co., 149 USPQ 793 (TTAB 1966).

6.                  “ROACH MOTEL” is not merely descriptive of insect traps, but rather is at most
suggestive.  American Home Products v. Johnson Chemical Co., Inc., 200 USPQ 417 (2nd
Cir. 1978).

7.                  “HEARTWISE” is not merely descriptive of low-fat, low-cholesterol foods, but
rather is suggestive because it requires imagination and thought to conclude that such
foods are “wise for the heart.”   Worthington Foods, Inc. v. Kellogg Co., 732 F.Supp. 1417,



14 USPQ 1577 (S.D. Ohio 1990).

8.                  “LOC-TOP” is not merely descriptive of bottle closure caps.   In re Polytop Corp.,
167 USPQ 383 (TTAB 1970).

9.                  “MINITMIX” is not merely descriptive of biscuit mix.   Ex parte Pillsbury Flour
Mills Co., 23 USPQ 168 (Com'r Pats. 1934).

10.              “RAPID SHAVE” is not merely descriptive of shaving cream.   Colgate-Palmolive
Co. v. House for Men, Inc., 143 USPQ 159 (TTAB 1964).

11.              “SOFT SMOKE” is not merely descriptive although it suggests some
characteristics of smoking tobacco.  Phillip Morris, Inc. v. R.J. Reynolds Tobacco Co., 207
USPQ 452 (TTAB 1980).

12.              “SPRAY 'N VAC” is not merely descriptive of aerosol rug cleaner.   Glamorene
Products Corp. v. Boyle-Midway, Inc., 188 USPQ 145 (S.D.N.Y. 1975).

13.              “SENSORMAT” is not merely descriptive, but rather highly suggestive and
registrable for a pressure-sensitive pad for monitoring patients in bed, even if component
parts have some descriptive significance.”  In re Bed-Check Corp., 226 USPQ 846 (TTAB
1985).

Applicant continues to submit that the question of descriptiveness is closer in each of the cases cited
above than in the case of applicant's mark now before the Trademark Examining Attorney.  The
conscious mental effort that is required to relate the mark “INTEGRATED REMITTANCES” to the
services for which registration is here sought is far greater than that required to relate any of the above
marks to their corresponding goods and/or services.  Applicant's mark requires imagination, thought,
and perception to reach a conclusion as to the nature of the services associated with the mark, and it is,
therefore, at most a suggestive mark for the services in question.  Accordingly, applicant respectfully
believes that its mark is not “merely descriptive of the services” as proscribed by Section 2(e)(1) of the
Trademark Act and may be properly registered on the Principal Register.

It is well-established that even if the Trademark Examining Attorney considers the question of merely
descriptiveness presented by applicant’s mark to be a close one, which applicant submits it is not,
applicant submits that it is well-established that the decision should be in favor of registrability.  See In
re Bed-Check Corp., 226 U.S.P.Q. 946, 948 (TTAB 1985); In re Rank Org., 222 U.S.P.Q. at 326; In re
Shutts, 217 U.S.P.Q. 365 (TTAB 1983); In re J. Ray McDermott & Co., Inc., 170 U.S.P.Q. 524, 525
(TTAB 1971).  This principle also has been long ago established by the Trademark Trial and Appeal
Board in In re Gracious Lady Serv., Inc., wherein the Board stated:

It is recognized that there is a large gray area in determining the
descriptiveness of a mark, and where reasonable men may differ, it has
been the practice to resolve such doubt in an applicant’s behalf and
publish the mark for opposition purposes as provided by Section 12(a) of
the Statute.

175 U.S.P.Q. 380, 382 (TTAB 1972).

For the foregoing reasons, applicant continues to submit that the mark “INTEGRATED
REMITTANCES” is not “merely descriptive” of its “ financial management services, namely,
electronic funds transfer services, cash management services, payment execution services, payment
management services, financial transaction processing services and foreign exchange transaction
services” and is properly registrable on the Principal Register.   Accordingly, applicant respectfully



requests that the Trademark Examining Attorney withdraw the refusal to register the subject mark under
Section 2(e)(1) of the Trademark Act.

Finally, applicant is submitting with this Response the Declaration of Maria D’Errico, Vice President,
Marketing of applicant to complete the subject application as originally electronically filed.

Applicant now believes that it has completely responded to the outstanding Office Action dated June 30,
2012.  Applicant therefore respectfully requests that the Trademark Examining Attorney now indicate
the registrability of the subject mark “INTEGRATED REMITTANCES” for the services identified in
International Class 36.

If the Trademark Examining Attorney feels that a telephone conference would expedite the prosecution
of this application, he is invited to call the undersigned at 412-288-4164.

EVIDENCE SECTION

        EVIDENCE FILE NAME(S)

       ORIGINAL PDF FILE evi_67109845-103608899_._11252.response_attachment.pdf

       CONVERTED PDF
FILE(S)
       (2 pages)
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SIGNATURE SECTION

       ORIGINAL PDF FILE HS_67109845-103608899_._BNY.11252.completion_declaration.pdf

       CONVERTED PDF
FILE(S)
       (1 page)

\\TICRS\EXPORT16\IMAGEOUT16\854\421\85442150\xml4\RFR0004.JPG

SIGNATORY'S NAME Maria D'Errico

SIGNATORY'S
POSITION Vice President, Corporate Marketing

RESPONSE SIGNATURE /Frederick H. Colen/

SIGNATORY'S NAME Frederick H. Colen

SIGNATORY'S
POSITION Attorney of Record, Pennsylvania bar member

SIGNATORY'S PHONE
NUMBER 412-288-4164

DATE SIGNED 12/19/2012

AUTHORIZED
SIGNATORY YES

CONCURRENT APPEAL
NOTICE FILED NO
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SUBMIT DATE Wed Dec 19 10:39:31 EST 2012
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To the Commissioner for Trademarks:

Application serial no. 85442150 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

RESPONSE

The Final Office Action dated June 20, 2012, which issued the above-referenced service mark application
seeking registration of the mark “INTEGRATED REMITTANCES” has been received, and the following
is in response thereto. 

REMARKS

Applicant respectfully requests that the Trademark Examining Attorney reconsider the registrability of the
subject application in view of the following remarks.

The Trademark Examining Attorney has requested additional information relating to the “INTEGRATED
REMITTANCES” mark and the services to be provided under the mark.   Although there are still no
written materials available for the INTEGRATED REMITTANCES mark, applicant attaches to this
Response materials from applicant’s website that describe its treasury services, of which the
INTEGRATED REMITTANCES service is intended to be an integral part.  Applicant believes that these
materials provide the additional information requested by the Trademark Examining Attorney.

The Trademark Examining Attorney has again refused registration of applicant’s “INTEGRATED
REMITTANCES” mark on the Principal Register under Section 2(e)(1) of the Trademark Act, 15 U.S.C.
Section 1052(e)(1), TMEP § 1209.03 et seq., stating that “the applied for mark merely describes the
salient feature and the purpose or function of applicant’s services.”   Applicant continues to respectfully
disagree with this basis of the Trademark Examining Attorney's refusal of registration for the reasons that
follow.

Again, the Trademark Examining Attorney’s refusal to register the mark “INTEGRATED
REMITTANCES” on the Principal Register is based upon an improper parsing of the mark into the
individual words “integrated” and “remittances.”   Applicant respectfully submits that this parsing of the
proposed mark violates the well-established anti-dissection rule.  TMEP §§ 1202.03(a), 1207.01 (1997); 1
J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition, § 11:27 (4th ed. 2001).

Under the anti-dissection rule, a composite mark is tested for its validity and distinctiveness by looking at
it as a whole, rather than dissecting it into its component parts.  “The commercial impression of a trade-
mark is derived from it as a whole, not from its elements separated and considered in detail.  For this
reason it should be considered in its entirety.”   Estate of P. D. Beckwith v. Comm’r of Patents , 252 U.S.



538, 545-46 (1920).  When properly considered in its entirety as a unitary mark, the “INTEGRATED
REMITTANCES” mark cannot be considered to be merely descriptive for the identified services --
financial management services, namely, electronic funds transfer services, cash management services,
payment execution services, payment management services, financial transaction processing services
and foreign exchange transaction services --.

Absent prior knowledge of the feature of the services being offered, applicant submits that users of
applicant’s services, institutional clients, would not find the “INTEGRATED REMITTANCES” mark to
be merely descriptive of the identified services.  When a member of the public sees or hears the mark
“INTEGRATED REMITTANCES,” he/she has no reason to immediately associate the mark with the
identified services offered under the mark -- financial management services, namely, electronic funds
transfer services, cash management services, payment execution services, payment management
services, financial transaction processing services and foreign exchange transaction services -- . 
Imagination, thought or perception is therefore required to reach a conclusion concerning the true nature
of applicant’s services that are provided under the mark in issue here.

Applicant also again submits that once a user of applicant’s services analyzes the mark in light of the
services provided and deduces that the mark is meant to identify “ financial management services,
namely, electronic funds transfer services, cash management services, payment execution services,
payment management services, financial transaction processing services and foreign exchange
transaction services,” a meaningful association is made between applicant’s mark and the services that
are offered under the mark.  It is well-established that this type of association shows the mark to be a
fanciful and arbitrary one that requires analysis.  “The necessity for analysis removes [the mark] from the
category of mere descriptiveness.”   Ex parte Aluminum Prods. Co., 45 T.M.R. 605 (Comm’r 1955).

As previously noted, applicant's position that the mark “INTEGRATED REMITTANCES” is not
“merely descriptive” is further supported by the following cases upholding the registration on the
Principal Register of the following marks:

1.                  “SPACE” for an association whose services promote interests of members in earth
station industry suggests only the general field of space-related communications or
technology and does not immediately describe association's services.  The term is at most
suggestive of such services and not merely descriptive of them.  In re Society for Private and
Commercial Earth Stations, 226 USPQ 436 (TTAB 1985).

2.                  “HOMEFOAMERS” is not merely descriptive of insulation installation services.  
Scientific Applications, Inc. v. Energy Conservation Corp., 195 USPQ 379 (N.D. Ga. 1977).

3.                  “MARRIAGE PROPONENTS” is not merely descriptive of prospective marriage
partner services.  In re Hunt, 132 USPQ 564 (TTAB 1962).

4.                  “CITIBANK” is not merely descriptive of an urban bank.   Citibank, N.A. v.
Citibanc Group, Inc., 724 F.2d 1540, 222 USPQ 292 (11th Cir. 1984), reh. denied, 79 F.2d 891
(11th Cir. 1984).

5.                  “HANDI WIPES” is not merely descriptive of easy-to-clean dusting clothes.   In re
Colgate-Palmolive Co., 149 USPQ 793 (TTAB 1966).

6.                  “ROACH MOTEL” is not merely descriptive of insect traps, but rather is at most
suggestive.  American Home Products v. Johnson Chemical Co., Inc., 200 USPQ 417 (2nd
Cir. 1978).

7.                  “HEARTWISE” is not merely descriptive of low-fat, low-cholesterol foods, but
rather is suggestive because it requires imagination and thought to conclude that such foods



are “wise for the heart.”   Worthington Foods, Inc. v. Kellogg Co., 732 F.Supp. 1417, 14
USPQ 1577 (S.D. Ohio 1990).

8.                  “LOC-TOP” is not merely descriptive of bottle closure caps.   In re Polytop Corp.,
167 USPQ 383 (TTAB 1970).

9.                  “MINITMIX” is not merely descriptive of biscuit mix.   Ex parte Pillsbury Flour
Mills Co., 23 USPQ 168 (Com'r Pats. 1934).

10.              “RAPID SHAVE” is not merely descriptive of shaving cream.   Colgate-Palmolive
Co. v. House for Men, Inc., 143 USPQ 159 (TTAB 1964).

11.              “SOFT SMOKE” is not merely descriptive although it suggests some characteristics
of smoking tobacco.  Phillip Morris, Inc. v. R.J. Reynolds Tobacco Co., 207 USPQ 452
(TTAB 1980).

12.              “SPRAY 'N VAC” is not merely descriptive of aerosol rug cleaner.   Glamorene
Products Corp. v. Boyle-Midway, Inc., 188 USPQ 145 (S.D.N.Y. 1975).

13.              “SENSORMAT” is not merely descriptive, but rather highly suggestive and
registrable for a pressure-sensitive pad for monitoring patients in bed, even if component
parts have some descriptive significance.”  In re Bed-Check Corp., 226 USPQ 846 (TTAB
1985).

Applicant continues to submit that the question of descriptiveness is closer in each of the cases cited above
than in the case of applicant's mark now before the Trademark Examining Attorney.  The conscious
mental effort that is required to relate the mark “INTEGRATED REMITTANCES” to the services for
which registration is here sought is far greater than that required to relate any of the above marks to their
corresponding goods and/or services.  Applicant's mark requires imagination, thought, and perception to
reach a conclusion as to the nature of the services associated with the mark, and it is, therefore, at most a
suggestive mark for the services in question.  Accordingly, applicant respectfully believes that its mark is
not “merely descriptive of the services” as proscribed by Section 2(e)(1) of the Trademark Act and may
be properly registered on the Principal Register.

It is well-established that even if the Trademark Examining Attorney considers the question of merely
descriptiveness presented by applicant’s mark to be a close one, which applicant submits it is not,
applicant submits that it is well-established that the decision should be in favor of registrability.  See In re
Bed-Check Corp., 226 U.S.P.Q. 946, 948 (TTAB 1985); In re Rank Org., 222 U.S.P.Q. at 326; In re
Shutts, 217 U.S.P.Q. 365 (TTAB 1983); In re J. Ray McDermott & Co., Inc., 170 U.S.P.Q. 524, 525
(TTAB 1971).  This principle also has been long ago established by the Trademark Trial and Appeal
Board in In re Gracious Lady Serv., Inc., wherein the Board stated:

It is recognized that there is a large gray area in determining the
descriptiveness of a mark, and where reasonable men may differ, it has been
the practice to resolve such doubt in an applicant’s behalf and publish the
mark for opposition purposes as provided by Section 12(a) of the Statute.

175 U.S.P.Q. 380, 382 (TTAB 1972).

For the foregoing reasons, applicant continues to submit that the mark “INTEGRATED
REMITTANCES” is not “merely descriptive” of its “ financial management services, namely,
electronic funds transfer services, cash management services, payment execution services, payment
management services, financial transaction processing services and foreign exchange transaction
services” and is properly registrable on the Principal Register.   Accordingly, applicant respectfully



requests that the Trademark Examining Attorney withdraw the refusal to register the subject mark under
Section 2(e)(1) of the Trademark Act.

Finally, applicant is submitting with this Response the Declaration of Maria D’Errico, Vice President,
Marketing of applicant to complete the subject application as originally electronically filed.

Applicant now believes that it has completely responded to the outstanding Office Action dated June 30,
2012.  Applicant therefore respectfully requests that the Trademark Examining Attorney now indicate the
registrability of the subject mark “INTEGRATED REMITTANCES” for the services identified in
International Class 36.

If the Trademark Examining Attorney feels that a telephone conference would expedite the prosecution of
this application, he is invited to call the undersigned at 412-288-4164.

EVIDENCE

Original PDF file:
evi_67109845-103608899_._11252.response_attachment.pdf
Converted PDF file(s) (2 pages)
Evidence-1
Evidence-2

SIGNATURE(S)
Declaration Signature
Original PDF file:
HS_67109845-103608899_._BNY.11252.completion_declaration.pdf
Converted PDF file(s) (1 page)
Signature File1
Signatory's Name: Maria D'Errico
Signatory's Position: Vice President, Corporate Marketing

Request for Reconsideration Signature
Signature: /Frederick H. Colen/     Date: 12/19/2012
Signatory's Name: Frederick H. Colen
Signatory's Position: Attorney of Record, Pennsylvania bar member

Signatory's Phone Number: 412-288-4164

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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