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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
APPLICATION SERIAL NO.

85316592

*85316592*

MARK: PROCARE 4
CORRESPONDENT ADDRESS:
EDMUND J SEASE
MCKEE VOORHEES & SEASE PLC
801 GRAND AVENUE SUITE 3200
DES MOINES, IA 50309-2721

GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/main/trademarks.htm

TTAB INFORMATION:
http://www.uspto.gov/web/offices/dcom/ttab/index.html

APPLICANT:

Zinpro Corporation

CORRESPONDENT’S REFERENCE/DOCKET NO:
T56702US00
CORRESPONDENT E-MAIL ADDRESS:
patatty@ipmvs.com

EXAMINING ATTORNEY'S APPEAL BRIEF
The applicant appealed the refusal to register the proposed standard character word mark
PROCARE 4, with a disclaimer of 4, on the Principal Register because the applicant's
mark so resembles the marks in U.S. Registration Nos. 1859092 and 2803220 on the
Principal Register for the two typed word marks PROCARE when used on or in
connection with the respective goods as to be likely to cause confusion, to cause mistake,
or to deceive under Trademark Act §2(d), 15 U.S.C. §1052(d).1

STATEMENT OF FACTS
The applicant filed an intent-to-use based application under §1(b) on May 10, 2011. The
examining attorney issued an Office action on August 31, 2011, that contained two §2(d)
refusals and made other requirements. The applicant filed a response on October 19,
2011. The examining attorney issued a final refusal on November 9, 2011, making the

1

The applicant has also filed an appeal for the mark PROCARE ZN for the same goods in which the cited
registrations are the same as in the instant case. See Serial No. 85317092.

§2(d) refusals final. The applicant filed an allegation of use on January 31, 2012, which
the examining attorney accepted. The applicant also filed a response on January 31, 2012
which included an amendment to the Supplemental Register. Because the applicant’s
mark is capable of registration on the Principal Register, the examining attorney issued a
non-final action on February 22, 2012, which refused registration on the Supplemental
Register; the examining attorney maintained the §2(d) refusals. The applicant withdrew
the amendment to the Supplemental Register in a February 28, 2012 response. The
examining attorney issued the second final action regarding the §2(d) refusals on April
16, 2012. The applicant initiated the appeal on October 10, 2012, and filed a concurrent
request for reconsideration that was denied on October 29, 2012, because the marks are
almost identical and the goods are highly related. The §2(d) refusals are the only issues
on appeal.

ISSUE ON APPEAL
Will the proposed standard character word mark PROCARE 4, with a disclaimer of 4, for
“loose mineral supplement packaged product feed nutrient/additive for non-pet livestock
animals such as chickens, llamas, goats and rabbits” be likely to cause confusion as to the
source of the highly related goods when customers encounter the two registered typed
word marks PROCARE for “dietary and nutritional supplements for pets” and
“veterinary pharmaceutical medicated pet products, namely, pesticidal flea and tick
shampoo; medicated liquid bandage skin sealer; caloric food supplements; and deodorizer
for pets and for carpet and upholstery” in the same trade channels where the evidence
shows that the applicant offers supplements for pet animals such as dogs?

ARGUMENT
There is a likelihood of confusion between the applicant's proposed standard character
word mark PROCARE 4, with a disclaimer of 4, and the two registered typed word
marks PROCARE because of the identical and dominant first term PROCARE.

Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a
registered mark that it is likely that a potential consumer would be confused, mistaken, or
deceived as to the source of the goods of the applicant and registrant. See 15 U.S.C.
§1052(d). In the seminal decision In re E. I. du Pont de Nemours & Co., 476 F.2d 1357,
177 USPQ 563 (C.C.P.A. 1973), the court listed the principal factors to be considered
when determining whether there is a likelihood of confusion under Section 2(d). See
TMEP §1207.01. However, not all the factors are necessarily relevant or of equal weight,
and any one of the factors may control in a given case, depending upon the evidence of
record. Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d 1344, 1355, 98 USPQ2d
1253, 1260 (Fed. Cir. 2011); In re Majestic Distilling Co., 315 F.3d 1311, 1315, 65
USPQ2d 1201, 1204 (Fed. Cir. 2003); see In re E. I. du Pont de Nemours & Co., 476
F.2d at 1361-62, 177 USPQ at 567.

In this case, the following factors are the most relevant: similarity of the marks,
similarity and nature of the goods, and similarity of the trade channels of the goods. See
In re Viterra Inc., 671 F.3d 1358, 1361-62, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In
re Dakin’s Miniatures Inc., 59 USPQ2d 1593, 1595-96 (TTAB 1999); TMEP §§1207.01
et seq.

That is, the marks are compared in their entireties for similarities in appearance, sound,
connotation, and commercial impression. In re Viterra Inc., 671 F.3d 1358, 1362, 101
USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting In re E. I. du Pont de Nemours & Co., 476
F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973)); TMEP §1207.01(b)-(b)(v).

Additionally, the goods are compared to determine whether they are similar or
commercially related or travel in the same trade channels. See Coach Servs., Inc. v.
Triumph Learning LLC, 668 F.3d 1356, 1369-71, 101 USPQ2d 1713, 1722-23 (Fed. Cir.
2012); Herbko Int’l, Inc. v. Kappa Books, Inc., 308 F.3d 1156, 1165, 64 USPQ2d 1375,
1381 (Fed. Cir. 2002); TMEP §1207.01, (a)(vi).

When comparing marks, the test is not whether the marks can be distinguished in a sideby-side comparison, but rather whether the marks are sufficiently similar in their
entireties that confusion as to the source of the goods offered under applicant’s and
registrant’s marks is likely to result. Midwestern Pet Foods, Inc. v. Societe des Produits
Nestle S.A., 685 F.3d 1046, 1053, 103 USPQ2d 1435, 1440 (Fed. Cir. 2012); Edom Labs.,
Inc. v. Lichter, 102 USPQ2d 1546, 1551 (TTAB 2012); TMEP §1207.01(b). The focus is
on the recollection of the average purchaser, who normally retains a general rather than
specific impression of trademarks. L’Oreal S.A. v. Marcon, 102 USPQ2d 1434, 1438
(TTAB 2012); Sealed Air Corp. v. Scott Paper Co., 190 USPQ 106, 108 (TTAB 1975);
TMEP §1207.01(b).

The overriding concern is not only to prevent buyer confusion as to the source of the
goods, but to protect the registrant from adverse commercial impact due to use of a
similar mark by a newcomer. See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d
1687, 1690 (Fed. Cir. 1993). Therefore, any doubt regarding a likelihood of confusion
determination is resolved in favor of the registrant. TMEP §1207.01(d)(i); see HewlettPackard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265, 62 USPQ2d 1001, 1003 (Fed.

Cir. 2002); In re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 464-65, 6 USPQ2d 1025,
1025 (Fed. Cir. 1988).

A. COMPARISON OF THE MARKS
In the present case, the applicant's proposed standard character word mark PROCARE 4,
with a disclaimer of 4, is similar to the two registered typed word marks PROCARE
because of the identical and dominant first term PROCARE. Consumers are generally
more inclined to focus on the first word, prefix or syllable in any trademark or service
mark. See Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772,
396 F. 3d 1369, 1372, 73 USPQ2d 1689, 1692 (Fed. Cir. 2005); see also Mattel Inc. v.
Funline Merch. Co., 81 USPQ2d 1372, 1374-75 (TTAB 2006); Presto Prods., Inc. v.
Nice-Pak Prods., Inc., 9 USPQ2d 1895, 1897 (TTAB 1988) (“it is often the first part of a
mark which is most likely to be impressed upon the mind of a purchaser and
remembered” when making purchasing decisions).

Moreover, the mere addition of a term, in this case the disclaimed number 4, to a
registered mark generally does not obviate the similarity between the marks nor does it
overcome a likelihood of confusion under Trademark Act Section 2(d). The mere
addition of a term to a registered mark generally does not obviate the similarity between
the marks nor does it overcome a likelihood of confusion under Trademark Act Section
2(d). See In re Chatam Int’l Inc., 380 F.3d 1340, 71 USPQ2d 1944 (Fed. Cir. 2004)
(GASPAR’S ALE and JOSE GASPAR GOLD); Coca-Cola Bottling Co. v. Jos. E.
Seagram & Sons, Inc., 526 F.2d 556, 188 USPQ 105 (C.C.P.A. 1975) (BENGAL and

BENGAL LANCER); Lilly Pulitzer, Inc. v. Lilli Ann Corp., 376 F.2d 324, 153 USPQ
406 (C.C.P.A. 1967) (THE LILLY and LILLI ANN); In re Toshiba Med. Sys. Corp., 91
USPQ2d 1266 (TTAB 2009) (TITAN and VANTAGE TITAN); In re El Torito Rests.,
Inc., 9 USPQ2d 2002 (TTAB 1988) (MACHO and MACHO COMBOS); In re Corning
Glass Works, 229 USPQ 65 (TTAB 1985) (CONFIRM and CONFIRMCELLS); In re
U.S. Shoe Corp., 229 USPQ 707 (TTAB 1985) (CAREER IMAGE and CREST
CAREER IMAGES); In re Riddle, 225 USPQ 630 (TTAB 1985) (ACCUTUNE and
RICHARD PETTY’S ACCU TUNE); TMEP §1207.01(b)(iii).

Additionally, because the disclaimed term 4 is merely descriptive, and the second term in
the proposed mark, the term 4 makes less of a commercial impression. Although marks
are compared in their entireties, one feature of a mark may be more significant or
dominant in creating a commercial impression. See In re Viterra Inc., 671 F.3d 1358,
1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Nat’l Data Corp., 753 F.2d 1056,
1058, 224 USPQ 749, 751 (Fed. Cir. 1985); TMEP §1207.01(b)(viii), (c)(ii). Disclaimed
matter is typically less significant or less dominant when comparing marks. See In re
Dixie Rests., Inc., 105 F.3d 1405, 1407, 41 USPQ2d 1531, 1533-34 (Fed. Cir. 1997); In
re Nat’l Data Corp., 753 F.2d 1056, 1060, 224 USPQ 749, 752 (Fed. Cir. 1985); TMEP
§1207.01(b)(viii), (c)(ii). Consequently, the shared first and identical terms PROCARE
in the marks creates an overall general impression that is likely to confuse customers as
to the source of the related animal goods when encountered by customers in the same
trade channels.

B. COMPARISON OF THE GOODS
The applicant’s goods are as amended on October 10, 2012:
Loose mineral supplement packaged product feed nutrient/additive for non-pet
livestock animals such as chickens, llamas, goats and rabbits in International
Class 5.

The registrants’ goods are:
Dietary and nutritional supplements for pets in International Class 5;
Veterinary pharmaceutical medicated pet products, namely, pesticidal flea and
tick shampoo; medicated liquid bandage skin sealer; caloric food supplements;
and deodorizer for pets and for carpet and upholstery in International Class 5.

The evidence shows that respective goods are highly related and sold to the same
potential customers in the same trade channels. The goods of the parties need not be
identical or even competitive to find a likelihood of confusion. See On-line Careline Inc.
v. Am. Online Inc., 229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000); Recot,
Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000) (“[E]ven if
the goods in question are different from, and thus not related to, one another in kind, the
same goods can be related in the mind of the consuming public as to the origin of the
goods.”); TMEP §1207.01(a)(i).

The respective goods need only be related in some manner or the conditions surrounding
their marketing be such that they will be encountered by the same consumers under
circumstances that would lead to the mistaken belief that the goods originate from the
same source. Gen. Mills Inc. v. Fage Dairy Processing Indus., 100 USPQ2d 1584, 1597
(TTAB 2012); TMEP §1207.01(a)(i); see On-line Careline Inc. v. Am. Online Inc., 229

F.3d at 1086, 56 USPQ2d at 1475; In re Martin’s Famous Pastry Shoppe, Inc., 748 F.2d
1565, 1566-68, 223 USPQ 1289, 1290 (Fed. Cir. 1984).

Moreover, the marks are virtually identical which decreases the degree of similarity
between the goods that is required (but even without this fact, the evidence shows that the
goods are related). Generally, the greater degree of similarity between the applied-for
mark and the registered mark, the lesser the degree of similarity between the goods of the
respective parties that is required to support a finding of likelihood of confusion. In re
Davey Prods. Pty Ltd., 92 USPQ2d 1198, 1202 (TTAB 2009); In re Thor Tech, Inc., 90
USPQ2d 1634, 1636 (TTAB 2009).

The trademark examining attorney has previously attached evidence from the USPTO’s
X-Search database consisting of a number of third-party marks registered for use in
connection with the same or similar goods as those of both applicant and registrant in this
case. This evidence shows that the goods listed therein, namely the applicant’s and
registrants’ goods, are of a kind that may emanate from a single source under a single
mark. See In re Anderson, 101 USPQ2d 1912, 1919 (TTAB 2012); In re Albert Trostel
& Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993); In re Mucky Duck Mustard Co., 6
USPQ2d 1467, 1470 n.6 (TTAB 1988); TMEP §1207.01(d)(iii). See August 31, 2011,
Office action at TICRS pages 10-96; November 9, 2011, Final refusal at TICRS pages
37-42. Even the applicant's brief supports the fact that the respective goods may emanate
from a common source as the applicant’s brief states ". . . that does not mean that the dog

product and [the applicant's goods] are in the same channel of trade, only that they are
manufactured by the same company." Applicant's brief at 3.

In addition to the third party registration evidence, the record also contains internet
evidence showing that the respective goods are offered to the same potential customers in
the same trade channels; the evidence includes the applicant’s website that shows that the
applicant offers goods for pet animals such as dogs. See August 31, 2011, Office action
at TICRS pages 97-100; November 9, 2011, Final refusal at TICRS pages 2-36.

In fact, the cylex-usa.com business directory website states that the applicant is “. . . the
leading manufacturer of organic trace mineral supplements (feed additives) for healthy
beef and dairy cattle, swine, poultry, equine and companion animal diets.”2 Emphasis
added. November 9, 2011, Final refusal at TICRS pages 2-3. Therefore, the evidence of
record plainly proves that the respective goods are related in some manner or the
conditions surrounding their marketing be such that they will be encountered by the same
consumers under circumstances that would lead to the mistaken belief that the goods
originate from the same source.

Finally, the applicant’s and registrants’ goods could encompass the other based on the
respective identifications. When analyzing an applicant’s and registrant’s goods for
similarity and relatedness, that determination is based on the description of the goods
stated in the application and registration at issue, not on extrinsic evidence of actual use.
2

A “companion animal” may be defined as shown in the attached dictionary definition as “an animal that
someone keeps for company and enjoyment. The more usual word is "pet." Macmillan Dictionary,
Macmillan Publishers Limited 2009–2012.

See Octocom Sys. Inc. v. Hous. Computers Servs. Inc., 918 F.2d 937, 942, 16 USPQ2d
1783, 1787 (Fed. Cir. 1990); see also Hewlett-Packard Co. v. Packard Press Inc., 281
F.3d 1261, 1267, 62 USPQ2d 1001, 1004 (Fed. Cir. 2002).

Absent restrictions in an application and/or registration, the identified goods are
presumed to travel in the same channels of trade to the same class of purchasers.
Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d 1344, 1356, 98 USPQ2d 1253,
1261 (Fed. Cir. 2011); Hewlett-Packard Co. v. Packard Press Inc., 281 F.3d at 1268, 62
USPQ2d at 1005. Additionally, unrestricted and broad identifications are presumed to
encompass all goods of the type described. See In re Jump Designs, 80 USPQ2d 1370,
1374 (TTAB 2006); In re Linkvest S.A., 24 USPQ2d 1716, 1716 (TTAB 1992).

In this case, the identification set forth in the application and registrations have no
restrictions as to nature, type, channels of trade, or classes of purchasers. Therefore, it is
presumed that these goods travel in all normal channels of trade, and are available to the
same class of purchasers. For example, the registrant’s “caloric food supplements”
encompasses the applicant’s “loose mineral supplement packaged product feed
nutrient/additive for non-pet livestock animals such as chickens, llamas, goats and
rabbits” as the registrant’s goods could be used as a feed nutrient/additive for non-pet
livestock animals as the registrant’s goods do not contain any use restrictions.

Therefore, because the respective marks share the common identical and dominant first
term PROCARE and the evidence shows that the goods are highly related and may

emanate from a common source such as the applicant, there is a likelihood of confusion
as to the source of applicant’s goods.

ANALYSIS OF THE APPLICANT’S ARGUMENTS
The applicant argues that the examining attorney improperly dissected the proposed mark
in order to arrive at the likelihood of confusion result. Applicant’s Brief at 2. The
applicant’s argument is factually incorrect and legally suspect. The examining attorney
gave proper consideration to the mark as a whole as discussed in the analysis of the
proposed mark above. Nor is it improper for the examining attorney to discuss each
element of the proposed mark in the refusal analysis as case law plainly allows. Marks
must be compared in their entireties and should not be dissected; however, a trademark
examining attorney may weigh the individual components of a mark to determine its
overall commercial impression. In re Chatam Int’l Inc., 380 F.3d 1340, 1342, 71
USPQ2d 1944, 1946-47 (Fed. Cir. 2004); In re Nat’l Data Corp., 753 F.2d 1056, 1058,
224 USPQ 749, 751 (Fed. Cir. 1985) (“[I]n articulating reasons for reaching a conclusion
on the issue of confusion, there is nothing improper in stating that, for rational reasons,
more or less weight has been given to a particular feature of a mark . . . .”); In re Kysela
Pere et Fils, Ltd., 98 USPQ2d 1261, 1267 (TTAB 2011). As discussed above, the first
and dominant terms in the marks are the identical terms PROCARE. The additional
disclaimed term 4 in the applicant’s mark is less dominant. Thus, the overall commercial
impression of the marks is such that consumers are likely to become confused as to the
source of the goods.

The applicant also argues that there are a “plethora” of PROCARE marks on the register
and that this alleged fact obviates the refusal. Applicant’s Brief at 3. The applicant’s
argument is not reliable and is directly addressed by well settled case law. Applicant has
submitted printouts of third-party registrations for marks containing the wording
PROCARE to support the argument that this wording is weak, diluted, or so widely used
that it should not be afforded a broad scope of protection. The weakness or dilution of a
particular mark is generally determined in the context of the number and nature of similar
marks in use in the marketplace in connection with similar goods. See Nat’l Cable
Television Ass’n, Inc. v. Am. Cinema Editors, Inc., 937 F.2d 1572, 1579-80, 19 USPQ2d
1424, 1430 (Fed. Cir. 1991); In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361,
177 USPQ 563, 567 (C.C.P.A. 1973).

Evidence of weakness or dilution consisting solely of third-party registrations (much less
the applications submitted by the applicant), such as those submitted by applicant in this
case, is generally entitled to little weight in determining the strength of a mark, because
such registrations do not establish that the registered marks identified therein are in
actual use in the marketplace or that consumers are accustomed to seeing them. See
AMF Inc. v. Am. Leisure Prods., Inc., 474 F.2d 1403, 1406, 177 USPQ 268, 269
(C.C.P.A. 1973); In re Davey Prods. Pty Ltd., 92 USPQ2d 1198, 1204 (TTAB 2009); In
re Thor Tech, Inc., 90 USPQ2d 1634, 1639 (TTAB 2009); Richardson-Vicks Inc. v.
Franklin Mint Corp., 216 USPQ 989, 992 (TTAB 1982). Furthermore, the goods listed
in the third-party registrations submitted by applicant are different from those at issue and
thus do not show that the relevant wording is commonly used in connection with the

goods at issue. In direct contrast, the marks in the instant case share the identical first
and dominant term PROCARE; the only difference between the marks is the disclaimed
numeral 4 in the applicant’s proposed mark. As a result, the applicant’s weakness
argument should have no bearing on the refusal as the evidence does not support the
applicant’s argument.

The applicant argues that the cited registrations are identical and that this fact proves that
the shared identical terms PROCARE in the instant case are weak. Applicant’s Brief at
3. The applicant was made aware of the fact that prior decisions and actions of other
trademark examining attorneys in registering different marks have little evidentiary value
and are not binding upon the Office. TMEP §1207.01(d)(vi). Each case is decided on its
own facts, and each mark stands on its own merits. See AMF Inc. v. Am. Leisure Prods.,
Inc., 474 F.2d 1403, 1406, 177 USPQ 268, 269 (C.C.P.A. 1973); In re Int’l Taste, Inc.,
53 USPQ2d 1604, 1606 (TTAB 2000); In re Sunmarks, Inc., 32 USPQ2d 1470, 1472
(TTAB 1994). Moreover, the applicant’s argument fails to contemplate other
explanations for the coexistence of the cited registrations, e.g., a consent agreement.
However, as shown above, in this case, based on the evidence of record, including the
applicant’s website and the respective identifications, there plainly is a likelihood of
confusion between the respective virtually identical marks when the overall impression of
the marks is considered and where the evidence shows that the goods are related and used
for the same purpose.

CONCLUSION
The applicant’s proposed mark PROCARE 4, with a disclaimer of the numeral 4, creates
a general overall commercial impression that is likely to confuse potential customers as
to the source of the related animal goods when customers encounter the registrants’
PROCARE marks in the same trade channels as the marks are virtually identical and the
evidence, including evidence from the applicant’s website, proves that the respective
animal goods are related in some manner or the conditions surrounding their marketing
be such that they will be encountered by the same consumers under circumstances that
would lead to the mistaken belief that the goods originate from the same source.
Consequently, the examining attorney respectfully requests that the Trademark

Trial and Appeal Board affirm both §2(d) refusals.
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/Brian Pino/
Examining Attorney
Law Office 114
571.272.9209 Telephone
K. Margaret Le
Managing Attorney
Law Office 114

