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Facsimile:  (312) 554-8015 

bjs@pattishall.com  
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Introduction 

The June 28, 2017 Trademark Trial & Appeal Board (“Board”) decision in the 

consolidated appeals of the referenced applications affirmed the Examining Attorney’s 

requirement that Applicant Red Lobster Hospitality LLC (“Applicant”) disclaim the word 

“LOBSTER” apart from the marks in applications to register  (Ser. No. 

85/179591) and  (Ser. No. 85/179618).  Pursuant to Trademark Rule 2.142(g), 37 

C.F.R. §2.142, the Board granted Applicant 30 days to submit the required disclaimers. 

Thereafter, Applicant filed its Request for Reconsideration to seek correction of certain 

errors in the Board’s opinion relating to Applicant’s compliance with reply brief page-limit rules 

and matters made of record.  In response, by decision dated August 22, 2017, acknowledging 

Applicant’s compliance with rules in force at the time the reply brief was filed, the Board issued 

a new opinion, again affirming the Examining Attorney’s requirement of a disclaimer, but by a 

2-1 decision, but with a dissenting opinion of Judge Masiello.   

In a subsequent telephone conversation and email exchange with Ms. Denise DelGizzi of 

the Board’s office, Applicant’s counsel, Mr. Paul Borovay, was informed that the 30-day 

requirement for the disclaimer also applied to the August 22, 2017 decision on reconsideration.  

He was also informed by Ms. DelGizzi that the Board would accept a motion to extend the time 

to file the disclaimer, pending Applicant’s decision on whether to pursue an appeal of the 

decision. (See attached Exhibit 1) .  

As the Board appreciates, while the disclaimer requirement is set at 30 days, the deadline 

for appeal to the Court of Appeals for the Federal Circuit or to elect to file a civil action is 63 

days.  37 C.F.R. §2.145(d)(1)-(d)(4).  Thus, an anomaly exists whereby an Applicant that may 



decide to appeal, absent other relief from the Board, is forced to make the decision on acceptance 

of the disclaimer vs. an appeal or civil action within 30 days, in lieu of the 63 days otherwise 

available to it. Further, the Director of the USPTO may extend the time for filing an appeal or 

commencing a civil action.  37 C.F.R. §2.145(e).   

Applicant and its counsel are currently assessing the decision of whether to accept the 

disclaimer requirement or to file an appeal to the U.S. Court of Appeals for the Federal Circuit or 

a civil action relating to the Board’s August 22, 2017 decision on reconsideration.  Applicant 

needs the additional time to consider the decision.  However, pending the decision, Applicant 

desires to maintain its right to accept the disclaimer. 

Accordingly, Applicant respectfully requests that the Board grant it the right to accept 

and file the disclaimer on the date of the appeal/civil action deadline of October 24, 2017, or on 

such later extended deadline to appeal or file a civil action, should such an extension be sought 

and granted by the Director.   

        Respectfully submitted, 

PATTISHALL, McAULIFFE, NEWBURY, 

HILLIARD & GERALDSON LLP 
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Belinda J. Scrimenti

From: DelGizzi, Denise <Denise.DelGizzi@USPTO.GOV>

Sent: Thursday, August 31, 2017 2:33 PM

To: Paul A. Borovay

Subject: RE: Red Lobster Appeals: Ser. Nos. 85179591 and 85179618

External email, exercise caution. 

  

Dear Mr. Borovay, 
 
Yes, that is correct. 
 
Denise 
 
 

From: Paul A. Borovay [mailto:pab@pattishall.com]  

Sent: Thursday, August 31, 2017 2:21 PM 

To: DelGizzi, Denise <Denise.DelGizzi@USPTO.GOV> 

Subject: Red Lobster Appeals: Ser. Nos. 85179591 and 85179618 

 

Dear Denise, 

 

Again, thank you so much for conferring with Judge Mermelstein.  I just wanted to confirm our conversation from a few 

minutes ago.  We understand that the Board will accept a motion to extend the time to file the disclaimer, should Red 

Lobster not appeal.  

 

I hope you have a great long(er) weekend.  

 

Best Regards, 

Paul 

 

 

  

  

 

  
 
Paul A Borovay 
Pattishall, McAuliffe, Newbury, Hilliard &; Geraldson LLP 
200 South Wacker Drive 
Suite 2900 
Chicago, IL 60606-5896 
Direct: (312) 554-7954 Main: (312) 554-8000 Fax: (312) 554-8015 
PAB@pattishall.com www.pattishall.com  
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The preceding message and any attachments may contain confidential information protected by the attorney-client or other privilege. You may not forward this 
message or any attachments without the permission of the sender. If you believe that it has been sent to you in error, please reply to the sender that you received the 
message in error and then delete it. Nothing in this email message, including the typed name of the sender and/or this signature block, is intended to constitute an 
electronic signature unless a specific statement to the contrary is included in the message.  

  

  

  


