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Docket No. 36BW-195413

UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT

SC Licensing, LLC,
Appellant,

NOTICE OF APPEAL

United States Patent and Trademark Office,
Trademark Trial and Appeal Board,

Appellee.

Appellant SC Licensing, LLE 3$SSHOODQW"~ KHUHE\ JLYHV QRWLFH
Order of the Trademark Trial and Appeal Board refusing registration of SC & Design in Classes
DQG 6HULDO 1R HOWHUHG RQ ODUFK
received the Order on March 31, 2017, which is also the mailing date. A copy of the Order is

attached hereto.

Respectfully submitted,

Dated: April 4, 2017 [Jill M. Pietrini/
Jill M. Pietrini
Sheppard Mullin Richter & Hampton LLP
1901 Avenue of the Stars, Suite 1600
Los Angeles, California 90067-6017
(310) 228-3700

Attorneys for Applicant
SC Licensing, LLC

1 On June 20, 2013, Shabby Chic Brands, LLC assigned this trademark and application to
Appellant, which assignment was recorded with the U.S. Patent and Trademark Office on July 2,
2013 at Reel/Frame 5062/0766.
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CERTIFICATE OF MAILING

| hereby certify that the foregoing Notice of Appeal has been served upon the Trademark
Trial and Appeal Board by submitting a copy thereof via ESTTA and depositing a copy thereof
in an envelope addressed to Office of the General Counsel, United States Patent and Trademark
Office, P.O. Box 1450, Alexandria, VA 22313-1450, on this 4th day of April, 2017. A copy of
the foregoing Notice of Appeal has also been filed with the United States Court of Appeals for
the Federal Circuit.

/LaTrina A. Martin/
LaTrina A. Martin

SMRH:482261284.1



This Opinion is a
Precedent of the TTAB

Hearing: January 11, 2017 Mailed: March 31, 2017

UNITED STATES PATENT AND TRADEMARK OFFICE

Trademark Trial and Appeal Board

In re Shabby Chic Brands, LLC

Serial No. 85135970

Jill M. Pietrini of Sheppard Mullin Richter & Hampton LLP,
for Shabby Chic Brands, LLC.

Stephanie M. Ali, Trademark Examining Attorney, Law Office 109,
Michael Kazazian, Managing Attorney.

Before Zervas, Shaw, and Kuczma
Administrative Trademark Judges.

Opinion by Shaw, Administrative Trademark Judge:
Shabby Chic Brands, LLC (“Applicant”) seeks registration on the Principal

Register of the following mark,




for a variety of furniture and decorative housewares, in International Class 20;
household and kitchen utensils, in International Class 21; and textile goods, in
International Class 24.1 The description of the mark reads: “The mark consists of a
design of an ornate, feathered crown.” The initials “SC” appear on the front of the
crown, and color is not claimed as a feature of the mark. Applicant claims ownership
of two prior registrations, Registration Nos. 2898987 and 2967641, now expired, for

the following related marks for similar goods:

ASHWELL ¥
HOME

The Trademark Examining Attorney refused registration of Applicant’s mark
under Section 2(b) of the Trademark Act, 15 U.S.C. § 1052(b), on the grounds that the
proposed mark includes a simulation or design that resembles a governmental

insignia of the United Kingdom, namely, the official emblem of the Prince of Wales,

! Application Serial No. 85135970 was filed on September 22, 2010, based upon Applicant’s
allegation of a bona fide intention to use the mark in commerce under Section 1(b) of the
Trademark Act, 15 U.S.C. § 1051(b).

2 Registration No. 2967641, issued November 2, 2004, cancelled on June 5, 2015, for failure
to renew.

3 Registration No. 2967641, issued July 12, 2005, cancelled on February 19, 2016, for failure
to renew.



as depicted in the designation filed by the Government of the United Kingdom in

accordance with the Paris Convention, shown below:

The case is fully briefed and the Board conducted a hearing on January 11, 2017.
We affirm the refusal to register.

Analysis

Section 2(b) of the Trademark Act provides, in relevant part, that,

No trademark by which the goods of the applicant may be
distinguished from the goods of others shall be refused
registration on the principal register on account of its
nature unless it—

* K K

(b) Consists of or comprises the flag or coat of arms or other
insignia of the United States, or of any State or
municipality, or of any foreign nation, or any simulation
thereof.
15 U.S.C. § 1052(b).
The issue before us involves two questions. First, is the Prince of Wales’ emblem

an insignia of a foreign nation? Second, if so, does Applicant’s mark consist of or

comprise the insignia, or a simulation thereof? We address each question in turn.

4 Image from Serial No. 89001177, filed September 12, 2005, Discussed in more detail infra.
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A.  Whether the Prince of Wales’ emblem is an insignia of a foreign nation

We begin with an examination of whether the Prince of Wales’ emblem falls within
the protections of Section 2(b) of the Trademark Act. Applicant, for the first time at
oral hearing, argues that the Prince of Wales’ emblem is not a coat of arms or other
insignia of a foreign nation and therefore, a Section 2(b) refusal is inappropriate. We
disagree.

The Prince of Wales is a member of the British royal family and is heir to the
throne of the United Kingdom.? According to the “Titles and Heraldry” page of the
Prince of Wales’ official website, the emblem at issue here has a long association with
the Prince of Wales and is described as comparable to a coat of arms:

The Prince is strongly identified with his badge The Prince
of Wales’s Feathers, the use of which dates back to the 14th

Century and the time of Edward, The Black Prince, who
was the first Prince of Wales.

* kK

In addition to the feathers, The Prince has a coat of arms
with long historical links with the heraldry of his
ancestors. 6
Moreover, the Government of the United Kingdom identified the emblem as “[t]he
official emblem of the Prince of Wales” when it notified the World Intellectual
Property Organization (WIPO) in 2005, under the framework of the Paris convention,

that the Prince of Wales emblem is a ‘state emblem’ of the United Kingdom.” WIPO

5 Http://www.princeofwales.gov.uk/the-prince-of-wales/titles-and-heraldry, Office Action of
February 13, 2015, TSDR p. 2.

6 Id.
7 Serial No. 89001177, Office Action of June 18, 2014, TSDR pp. 2-3.
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transmitted the notification to the United States and the other Paris Union Members
under the framework provided for in Article 6ter of the Paris Convention for the
Protection of Industrial Property® for the protection of “armorial bearings, flags, and
other State emblems, of the countries of the Union, official signs and hallmarks
indicating control and warranty.™

Since the Paris Convention is not-self executing in the United States, domestic
legislation is required to implement the treaty. In re Rath, 402 F.3d 1207, 74 USPQ2d
1174, 1176 (Fed. Cir. 2005). The United States has implemented its obligations under
Article 6ter, in part, through Section 2(b). See generally In re District of Columbia,
101 USPQ2d 1588 (TTAB 2012), aff'd sub nom. In re City of Houston, 731 F.3d 1326,
108 USPQ2d 1226 (Fed. Cir. 2013); see also Trademark Manual of Examining
Procedure (TMEP) § 1205.02 (Jan. 2017). The notification process that the
Government of the United Kingdom used to communicate its emblem is designed to
assist Paris Union Members in identifying which emblems the notifying member
wishes to be considered for protection under the Convention. Once the United States
received the emblem notification, the USPTO assigned it a serial number specifically
identifying the entry as “non-registration data” and entered it into the USPTO search
database.!0 This non-registration data is included in the USPTO’s search records to

assist Examining Attorneys when considering possible statutory refusals; the

8 International Convention for the Protection of Industrial Property, Mar. 20, 1883, as
revised at Stockholm on July 14, 1967 (“Paris Convention”) available at
http://www.wipo.int/treaties/en/ip/paris/trtdocs_wo020.html.

9 Article 6ter of the Paris Convention.

10 Serial No. 89001177, Office Action of June 18, 2014, TSDR pp. 2-3.
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information about the designation should be discovered in a search of the records. See
TMEP § 1205.02.

To be clear, Serial No. 89001177 in the USPTO’s search database is the
designation of the emblem from the Government of the United Kingdom under Article
6ter, but is not considered a U.S. registration. This designation provides notice to
those searching the USPTO database that the Government of the United Kingdom
identifies the emblem of the Prince of Wales as a State emblem. As a result, such a
designation may form the basis of a refusal to register in the United States under
Sections 2(a) or 2(b) of the Trademark Act, depending upon the nature and use of the
mark, but it would not form the basis of a refusal under Section 2(d).

The wording “other insignia” found in Section 2(b) has not been interpreted
broadly, but is considered to include only those emblems and devices that also
represent such authority as, and that are of the same general class and character as,
flags and coats of arms of the United States, of states or municipalities, or of foreign
nations. See In re U.S. Dept. of the Interior, 142 USPQ 506, 507 (TTAB 1964) (“Since
both the flag and coat of arms are emblems of national authority it seems evident
that other insignia of national authority such as the Great Seal of the United States,
the Presidential Seal, and seals of government departments would be equally
prohibited registration under Section 2(b).”).

Based on its long association with the heir apparent to the British throne, dating
back to the fourteenth century, and its designation by the Government of the United

Kingdom as the official emblem of the Prince of Wales, we find that the Prince of
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