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The table below presents the data as entered.

Input Field

Entered

SERIAL NUMBER

85121542

LAW OFFICE ASSIGNED

LAW OFFICE 102

MARK SECTION (no change)

ARGUMENT(S)

The Applicant, CBC (America) Corp. (the “Applicant™), acknowledges receipt of the final
Office Action, dated January 13, 2012 (the “Final Office Action”), of Examining Attorney Anthony
M. Rinker, Esq. (the “EA”) in connection with the above-referenced application for registration (the
“Application”) of the SALTO (and Design) mark (“Applicant’s Mark™). Please enter following

Amcndment to the Application and consider the following Request for Reconsideration.
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I. AMENDMENT

A. Identification of Goods

Please delete the current identification of goods in international class 27 and insert the

following:

PVC-free, vinyl, rubber and plastic flooring; non-metal flooring, namely, stone, wood,
rubber and PVC-free tiles; PVC-free, vinyl, rubber and non-metal flooring sheet goods,
in international class 19.

I1. ARGUMENT IN SUPPORT OF AMENDMENT
A, History

In its original Application filing on September 2, 2010, the Applicant identified the goods in the

Application as “floor coverings™ in international class 27. The Applicant’s use of the term “floor
coverings” complied with the PTO’s Trademark Manual of Examining Procedure (“TMEP”)
§1402.01, in that it used “a common name, using tcrminology that is generally understood™ in the
relevant trade and by consumers.

In the first Office Action, issued November 22, 2010 (the “First Office Action™), the EA stated that
the wording “floor coverings™ was too broad and could include goods classified in other international
classes. As a solution, the EA proposed amending the description of goods in the Application to
“floor coverings, namely, stone tiles” in international class 19.

As a response to the First Office Action, the Applicant emailed the EA on April 29, 2011 and
requested that the identification of goods in the Application be amended to “PVC-free, vinyl, rubber
and plastic non-metal flooring; non-metal floor coverings, namely, stone, wood, rubber and PVC-free
tiles, sheet goods, namely, PVC-free, vinyl, rubber and non-metal flooring” in international class 19.
After considering the Applicant’s proposed description, the LA issued a second Office Action on May
16,2011 (the “Second Office Action™), in which the EA stated that the Second Office Action
superseded the First OfTice Action. The EA also withdrew his previous requirements regarding the
1dentification/classification of goods in the Application due to his determination that the originally
submitted language in international class 27 (“floor coverings”) was definite and correctly classified.
The EA did not cxpressly address the Applicant’s proposed amendment to the identification of goods.
As a new issue, however, the EA rejected the stone tile specimen originally submitted with the

Application based on his determination that it did not show the SALTO (and Design) mark used in
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connection with the goods specified in the application, namely, floor coverings. The EA stated that
the specimen is for a stone tile, which is an international class 19 flooring, and that “floor coverings
are not flooring.” He then specified that “[f]looring is used to provide a walking surface on a sub-
floor, while floor coverings are used to cover or protect existing flooring.”
On May 20, 2011, the Applicant submitted its Response to the Second Office Action, in which 1t
formally requested that the description of goods in the Application be amended to “PVC-free, vinyl,
rubber and plastic flooring; non-metal flooring, namely, stone, wood, rubber and PVC-free tiles;
PVC-free, vinyl, rubber and non-metal flooring sheet goods” (the “Applicant’s Proposed
Identification™). The EA rejected the Applicant’s Proposed Identification in his Third Office Action,
issued on June 13, 2011. The EA’s reasoning was that the original identification of “floor coverings”
in class 27 was definite and correctly classified, and he believed the Proposed Identification refers to
goods that are not within the scope of the original identification. Again, the EA stated: “Floor
coverings are not flooring. Flooring is used to provide a walking surface on a sub-floor, while floor
coverings are used to cover or protect existing flooring,” The EA also rejected the Applicant’s stone
tile specimen again, as he believes it represents a class 19 flooring, not a class 27 floor covering.
On December 13, 2011, the Applicant submitted its Response to the Third Office Action, in which it
again attempted to amend the description of goods in the Application to the Applicant’s Proposed
Identification, and supported its position with additional arguments. The EA once again rejected the
Applicant’s proposed revision in his Final Office Action based on his belief that Proposed
Identification refers to goods that are not within the scope of the original identiﬁcation, and also
renewed his rejection of the stone tile specimen.

B. Argument
In response to the EA’s repeated rejection of the Applicant’s requested amendment, the Applicant
maintains its position that the language contained in its original Application - “floor coverings” - is
commonly understood in the market and in the professional community of home design and repair
professionals as encompassing flooring in the nature of the tiles and sheet goods provided under the
Applicant’s Mark. As such, the Applicant’s Proposed Identification should be considered to fall

within the scope of goods as originally filed, and the Application should be amended as requested.
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In support of its position, the Applicant requests that the EA reconsider and give proper weight to the
fact that the leading authorities in the field of floorings and floor coverings use these two terms
interchangeably, as follows:

o Floor Covering Weekly - www .floorcoveringweekly.com - Although this entity bills itself as
“[the Floor Covering] Industry’s Business News & Information Resource,” it features a variety
of “flooring” materials (as the EA has integrated that term) on its Product Source Guide
webpage, including but not limited to tiles, adhesives, bamboo and hardwood flooring, mats and
matting, and viny! and linoleum sheeting.

e World Floor Covering Association - www.wfca.org - This entity claims to be “the only

unbiased source of information on all types of flooring, including carpet, hardwood flooring,

laminate flooring, ceramic tile, area rugs, natural stone, cork, bamboo and vinyl
flooring.” (emphasis added).

o Floor Covering News - www.fcnews.net - This entity provides news and information not only
in the field of carpet, but in the fields of hardwood, laminate, ceramic tiles, and other types of

“flooring” (as the EA has interpreted that term).

e Floor Coverings International - www.floorcoveringsinternational.com - This entity offers
design, retail purchase and installation services for carpet, hardwood flooring, natural stone
flooring, ceramic tile, laminate flooring, vinyl, and specialty materials.

o Surfaces - www.surfaces.com/attendee/show-information.aspx - This annual trade show
advertises itself as the “#1 floor covering event where thousands of industry professionals have
the opportunity to see the newest and most innovative products in every category [of floor

coverings]: carpet, tile, hardwood, rugs and laminate” (emphasis added).

Screenshots or relevant pages from the aforementioned websites are included herewith as Exhibit A.
All of the aforementioned entities are leading authorities in the field of floor coverings and include the
term “floor covering” or “floor coverings” in their business and trade names. However, none of their
business operations are narrowly limited to floor covering products as the EA has interpreted that

term . Rather, these entities direct their activities towards those products which the EA has
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characterized as “flooring,” such as tiles and linoleum sheeting. It follows that these leading
authorities in the floor coverings industry use the terms “floor coverings” and “flooring”
interchangeably. Such evidence clearly established that the term “floor coverings™ is generally
understood in the relevant industry, and by consumers, to encompass the goods set forth in

Applicants’ Proposed Identification. See In re Thor Tech, Inc., 85 U.S.P.Q. 2d 1474 (TTAB 2007).

The Applicant’s position that the terms “floor coverings” and “flooring” are interchangeable is further
supported by non-industry specific sources. Specifically, the Wikipedia listing for “flooring”™
expressly states at the outset that “[b]oth terms are used interchangeably.” See the first printed page
of a screenshot from Wikipedia website, attached hereto as Exhibit B. As explicitly stated in the
PTO’s own TMEP, as one of the guidelines that the EA “must consider,” ““I'he common
understanding of words or phrases used in an identification determines the scope and nature of the
goods or services. A basic and widely available dictionary should be consulted to determine the
definition or understanding of a commonly used word.” TMEP §1402.03(4). In this case, it is clear
that the commonly used term “tloor coverings” clearly encompasses the goods specified in the
Applicant’s Proposed Identification.

In addition to the aforementioned independent sources, the U.S. Patent and 'I'rademark Office’s (the
“PTO’s””) own precedent reveals that it, too, considers the terms “floor coverings” and “flooring” to be
essentially equivalent and interchangeable terms. Specifically, the Applicant has identified the

following recent registrations that use the terms interchangeably between classes 19 and 27:

e U.S. Reg. No. 3,967,942: "...vinyl flooring and vinyl floor coverings" in international class 19,

e U.S. Reg. No. 4,024,778: "...ceramic tiles for tile floors and coverings..." in international class
19;

e U.S. Reg. No. 4,005,272: "floor coverings, namely, parquet flooring, laminate flooring,
hardwood flooring, cork flooring, vinyl flooring, and non- metal tiles for flooring” in
international class 19;

o U.S. Reg. No. 3,161,710: "floor coverings, namely-- sports flooring, laminate, vinyl wall base,
rubber wall base, ceramic floor tiles, wood floor tiles, vinyl floor tiles" in international class
19; and

o U.S. Reg. No. 3,138,178: "earthenware tiles and all types of natural stone tile floor covering" in
international class 19.
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Copies of the certificates of registration issued for the aforementioned registrations are attached as
Exhibit C. Of particular note is U.S. Reg. No. 4,005,272, the application for which originally
identified “floor coverings” in international classes 19 and 27. The registrant was subsequently
permitted to amend this description to “floor coverings, namely, parquet flooring, laminate flooring,
hardwood flooring, cork flooring, vinyl flooring, and non- metal tiles for flooring" in international
class 19. In addition, the PTO’s own “Acceptable Identification of Goods and Services Manual” (the
“ID Manual”) includes, as acceptable identifications, “ceramic tiles for tile floors and covering,” “cork
tiles.... for floor.... coverings,” and others, that make it clear that the PTO regards “floor coverings”
as encompassing the types of goods set forth in Applicant’s Proposed Identification.

The Applicant respectfully submits that the identifications of goods set forth in the above-listed
registrations, as well as in the PTO’s ID Manual, clearly evidence the PTO’s repeated
acknowledgement that the terms “floor coverings” and “floorings™ are, in essence, interchangeable.
Indeed, the EA himself proposed in the First Office Action a description of goods that referenced
“floor coverings” in international class 19.

The EA discounted the aforementioned registrations in the final Office Action, stating that “floor
coverings” in class 27 are “one-piece goods that include, rugs, carpet, rolls of laminate flooring, etc.
that is cut to fit or used as a whole.” The Applicant respectfully submits that is not the case: in
particular, various types of “tiles,” parquet flooring,” “hardwood flooring” and others are definitely
not “one piece goods. .. that is cut to fit or used as a whole.” Moreover, the EA has provided no
authority in support of his proposed definition of this term, and has provided no evidence that the PTO
adheres to this official standard in determining what goods fall within this broad category. If the PTO
has issued an official statement in support of the EA’s assertion, the Applicant respectfully requests
that the EA provide the proper reference. Otherwise, the Applicant submits that, absent an ofticial
stance squarely taken by the PTO on this matter, proper and conclusive weight should be given to the
PTO’s ID Manual and established precedent, and to relevant authorities within the floor coverings
industry.

The Applicant again submits that the foregoing information reveals that the leading authorities in the

field of floor coverings consider goods such as those identified in the Applicant’s Proposed

file://RATICRSExport\HtmIToTiffInput\RFR00012012_07_17_10 34 56 UD19039 641... 7/17/2012



Request for Reconsideration ai‘F inal Action . Page 7 of 17

Identification to fall into the definition of both floor coverings and flooring, and that they use these
terms interchangeably. Moreover, the PTO itself has revealed through its examination and approval
of recent registrations that it considers the terms “floor coverings” and “flooring” to be equivalent and
interchangeable. It follows that the Applicant’s Proposed Identification is not outside the scope of the
identification originally set forth in the Application.

In consideration of the foregoing independent authorities, and in the interests of consistency and in
consideration of the precedent set by the PTO, the Applicant respectfully renews its request that the
EA withdraw his rejection of the recitation of Applicant’s Proposed Identification, and allow the
Application to proceed with the goods set forth above, namely, “PVC-free, vinyl, rubber and plastic
flooring; non-metal flooring, namely, stone, wood, rubber and PVC-free tiles; PVC-free, vinyl, rubber
and non-metal flooring sheet goods.”

. CONCLUSION

By this Response, the Applicant believes it has satisfactorily addressed the issues raised by the EA in
the Office Action. Therefore, Applicant respectfully requests that the EA approve the Application for
publication with the Applicant’s Proposed Identification.

The Applicant respectfully requests that the EA telephone David O. Johanson, Esq. at (617) 951-8304

if the EA has any further questions regarding the Application.

EVIDENCE SECTION
EVIDENCE FILE NAME(S)
ORIGINAL PDF FILE evi_2051962044-113803785 . Exhibits. pdf
CONVERTED PDF FILE(S) WTICRS\EXPORTIGMAGEQUT16\8511215\85121542
(9 pages) \xml1\RFR0002.JPG

WTICRS\EXPORTI6MMAGEOUT1618511215\85121542
\xmII\RFR0003.JPG

WTICRS\EXPORTIONMAGEOUTI16\8511215\85121542
\xmI1\RFR0004.JPG

WTICRS\EXPORTIGMMAGEOUTI16\8511215185121542
\xmIN\RFRQ005.JPG

WTICRS\EXPORTIONMMAGEOUT16\8511215\85121542
\xmII\RT'R0006.JPG
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WTICRS\EXPORT1GMMAGEOUTI16\851\215\85121542

\xmII\RFR0O007.JPG
WTICRS\EXPORTIGMMAGEOUT16\851\215\85121542
\xmI1\RFR0008.JPG
WTICRS\EXPORTIGMMAGEOUT16\851V215\85121542
\xmII\RFR0009.JPG
WTICRS\VEXPORTIONMMAGEQOUT16\8511215\85121542
\xmI1\RFR0010.JPG

ORIGINAL PDF FILE evi_2051962044-113803785 . Exhibits-A.pdf

CONVERTED PDF FILE(S) WTICRS\EXPORTIGOMMAGEQOUT16\8511215\85121542

(7 pages) \xml1\RFR0011.JPG

WTICRS\EXPORTIGMMAGEOUT16\8511215\85121542
\xml1\RFR0012.JPG

WTICRS\EXPORT16\MMAGEOUTI16\8511215\85121542
\xmI1\RFR0013.JPG

WTICRS\EXPORTIONMAGEOUTI16\8511215\85121542
\xmlI\RFR0O014.JPG

WTICRS\EXPORTIONMAGEOUT16\8511215\85121542
\xmI1\RFR0015.JPG

WTICRS\EXPORTIOMMAGEOUTI16\851\215\85121542
\xmII\RFR0O016.JPG

WTICRS\EXPORTIGOMMAGLEOUTI16\8511215\85121542
\xml1\RFR0O017.JPG

DESCRIPTION OF EVIDENCE FILE Exhbits A, B and C.
GOODS AND/OR SERVICES SECTION (current)

INTERNATIONAL CLASS 019

DESCRIPTION

PVC-free, vinyl, rubber and plastic flooring; non-metal flooring, namely, stonc, wood, rubber and
PVC-free tiles, PVC-free, vinyl, rubber and non-metal flooring sheet goods

FILING BASIS Section 1(a)

FIRST USE ANYWHERE DATE At least as early as 01/19/2010

FIRST USE IN COMMERCE DATE At least as early as 01/19/2010

GOODS AND/OR SERVICES SECTION (proposed)

INTERNATIONAL CLASS 019

TRACKED TEXT DESCRIPTION
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and non-metal flooring sheet goods.

PVC-free, vinyl, rubber and plastic flooring; non-metal flooring, namely, stone, wood, rubber and

PVC-free tiles, P¥E-free~vinylrubberand-nommetat-floormgsheet-goods; PVC-free, vinyl, rubber

FINAL DESCRIPTION

PVC-free, vinyl, rubber and plastic flooring; non-metal flooring, namely, stone, wood, rubber and
PVC-free tiles, PVC-free, vinyl, rubber and non-metal flooring sheet goods.

FILING BASIS

Section 1(a)

FIRST USE ANYWHERE DATE

Al least as early as 01/19/2010

FIRST USE IN COMMERCE DATE

At least as carly as 01/19/2010

SIGNATURE SECTION

RESPONSE SIGNATURE /davidjohanson/

SIGNATORY'S NAME David Johanson

SIGNATORY'S POSITION Attorney for Applicant, Massachusetts bar member
DATE SIGNED 07/13/2012

AUTHORIZED SIGNATORY YES

CONCURRENT APPEAL NOTICE FILED | YES

FILING INFORMATION SECTION

SUBMIT DATE Fri Jul 13 16:44:34 EDT 2012
USPTO/RFR-205.196.204.4-2
0120713164434734925-85121

TEAS STAMP 542-490dbed3 1fa3af6f72b32

93b196b186bf-N/A-N/A-2012
0713164353699137

PTO Form 1930 (Rev 9/2007)
OMB No. 0651-0050 (Exp. 4/30/2009)

Request for Reconsideration after Final Action

To the Commissioner for Trademarks:

Application serial no. 85121542 has been amended as follows:

ARGUMENT(S)

In response to the substantive refusal(s), please note the following:
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The Applicant, CBC (America) Corp. (the “Applicant”), acknowledges receipt of the final Office
Action, dated January 13, 2012 (the “Final Office Action™), of Examining Attorney Anthony M. Rinker,
Esq. (the “EA”) in connection with the above-referenced application for registration (the “Application”)
of the SALTO (and Design) mark (“Applicant’s Mark”). Please enter following Amendment to the

Application and consider the (ollowing Request for Reconsideration.
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L AMENDMENT

A. Identification of Goods

Please delete the current identification of goods in international class 27 and insert the following:

PVC-free, vinyl, rubber and plastic flooring; non-metal flooring, namely, stone, wood,
rubber and PVC-free tiles; PV C-free, vinyl, rubber and non-metal flooring sheet goods,
in international class 19.

IL. ARGUMENT IN SUPPORT OF AMENDMENT
A. History

In its original Application filing on September 2, 2010, the Applicant identified the goods in the

Application as “floor coverings” in international class 27. The Applicant’s use of the term “floor
coverings” complied with the PTO’s Trademark Manual of Examining Procedure (“TMEP”) §1402.01,
in that it used “a common name, using terminology that is generally understood™ in the relevant trade
and by consuiners.

In the first Office Action, issued November 22, 2010 (the “First Office Action”), the EA stated that the
wording “floor coverings” was too broad and could include goods classified in other international
classes. As a solution, the EA proposed amending the description of goods in the Application to “floor
coverings, namely, stone files” in international class 19.

As a response to the First Office Action, the Applicant emailed the EA on April 29, 2011 and requested
that the identification of goods in the Application be amended to “PVC-free, vinyl, rubber and plastic
non-metal flooring; non-metal floor coverings, namely, stone, wood, rubber and PVC-free tiles; sheet
goods, namely, PVC-free, vinyl, rubber and non-metal flooring” in international class 19. After
considering the Applicant’s proposed description, the EA issued a second Office Action on May 16,
2011 (the “Second Office Action™), in which the EA stated that the Second Office Action superseded the
First Office Action. The EA also withdrew his previous requirements regarding the
identification/classification of goods in the Application due to his determination that the originally
submitted language in international class 27 (“floor coverings™) was definite and correctly classified.
The EA did not expressly address the Applicant’s proposed amendment to the identification of goods.
As a new issue, however, the EA rejected the stone tile specimen originally submitted with the
Application based on his determination that it did not show the SALTO (and Design) mark used in

connection with the goods specified in the application, namely, floor coverings. The EA stated that the
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specimen is for a stone tile, which is an international class 19 flooring, and that “floor coverings are not
flooring.” He then specified that “[f]looring is used to provide a walking surface on a sub-floor, while
floor coverings are used to cover or protect existing flooring.”
On May 20, 2011, the Applicant submitted its Response to the Second Office Action, in which it
formally requested that the description of goods in the Application be amended to “PVC-free, vinyl,
rubber and plastic flooring; non-metal flooring, namely, stone, wood, rubber and PVC-free tiles; PVC-
free, vinyl, rubber and non-metal flooring sheet goods” (the “Applicant’s Proposed Identification”). The
EA rejected the Applicant’s Proposed Identification in his Third Office Action, issucd on June 13,
2011. The EA’s reasoning was that the original identification of “floor coverings™ in class 27 was
definite and correctly classified, and he believed the Proposed Identification refers to goods that are not
within the scope of the original identification. Again, the EA stated: “Floor coverings are not flooring.
Flooring is used to provide a walking surface on a sub-floor, while floor coverings are used to cover or
protect existing flooring.” The EA also rejected the Applicant’s stone tile specimen again, as he
belicves it represents a class 19 flooring, not a class 27 floor covering.
On December 13, 2011, the Applicant submitted its Response to the Third Office Action, in which it
again attempted to amend the description of goods in the Application to the Applicant’s Proposed
Identification, and supported its position with additional arguments. The EA once again rejected the
Applicant’s proposed revision in his Final Office Action based on his belief that Proposed Identification
refers to goods that are not within the scope of the original identification, and also renewed his rejection
of the stone tile specimen.

B. Argument
In response to the EA’s repeated rejection of the Applicant’s requested amendment, the Applicant
maintains its position that the language contained in its original Application - “floor coverings” - is
commonly understood in the market and in the professional community of home design and repair
professionals as encompassing flooring in the nature of the tiles and sheet goods provided under the
Applicant’s Mark. As such, the Applicant’s Proposed Identification should be considered to fall within
the scope of goods as originally filed, and the Application should be amended as requested.

In support of its position, the Applicant requests that the EA reconsider and give proper weight to the
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fact that the leading authorities in the field of floorings and floor coverings use these two terms
interchangeably, as follows:
e Floor Covering Weekly - www.floorcoveringweekly.com - Although this entity bills itself as

“[the Floor Covering] Industry’s Business News & Information Resource,” it features a variety of

“flooring” materials (as the EA has integrated that term) on its Product Source Guide wehpage,
including but not limited to tiles, adhesives, bamboo and hardwood flooring, mats and matting,
and vinyl and linoleum sheeting,

o World Floor Covering Association - www.wifca.org - This cntity claims to be “the only unbiascd

source of information on all types of flooring, including carpet, hardwood flooring, laminate

flooring, ceramic tile, area rugs, natural stone, cork, bamboo and vinyl flooring.” (emphasis
added).

o Iloor Covering News - www.fcnews.net - This entity provides news and information not only in
the field of carpet, but in the fields of hardwood, laminate, ceramic tiles, and other types of
“flooring” (as thc EA has interpreted that term).

o Floor Coverings International - www floorcoveringsinternational.com - This entity offers design,

retail purchase and installation services for carpet, hardwood flooring, natural stone flooring,
ceramic tile, laminate flooring, vinyl, and specialty malterials.

o Surfaces - www.surfaces.com/attendee/show-information.aspx - This annual trade show advertises
itself as the “#1 floor covering event where thousands of industry professionals have the
opportunity to sce the newest and most innovative products in cvery category [of floor coverings]:

carpet, tile, hardwood, rugs and laminate” (emphasis added).

Screenshots or relevant pages from the aforementioned websites are included herewith as Exhibit A.
All of the aforementioned entities are leading authorities in the field of floor coverings and include the
term “floor covering” or “floor coverings” in their business and trade names. However, none of their
business operations are narrowly limited to floor covering products as the EA has interpreted that term .
Rather, these entities direct their activities towards those products which the EA has characterized as

“flooring,” such as tiles and linoleum sheeting. It follows that these leading authorities in the floor
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coverings industry use the terms “floor coverings” and “flooring” interchangeably. Such evidence
clearly established that the term “floor coverings” is generally understood in the relevant industry, and
by consumers, to encompass the goods set forth in Applicants’ Proposed Identification. See In re Thor

Tech, Inc., 85 U.S.P.Q. 2d 1474 (TTAB 2007).

The Applicant’s position that the terms “{Toor coverings” and “flooring” are interchangeable is further
supported by non-industry specific sources. Specifically, the Wikipedia listing for “flooring” expressly
states at the outset that “[b]oth terms are used interchangeably.” See the first printed page of a
screenshot from Wikipedia website, attached hercto as Exhibit B.  As explicitly stated in the PTO’s
own TMEP, as one of the guidelines that the EA “must consider,” “The common understanding of
words or phrases used in an identification determines the scope and nature of the goods or services. A
basic and widely available dictionary should be consulted to determine the definition or understanding
of a commonly used word.” TMEP §1402.03(4). In this case, it is clear that the commonly used term
“floor coverings” clearly encompasses the goods specified in the Applicant’s Proposed Identification.
In addition to the aforementioned independent sources, the U.S. Patent and Trademark Office’s (the
“PTO’s”) own precedent reveals that it, too, considers the terms “floor coverings™ and “flooring” to be
essentially equivalent and interchangeable terms. Specifically, the Applicant has identified the

[ollowing recent registrations that use the terms interchangeably between classes 19 and 27:

o U.S. Reg. No. 3,967,942: "...vinyl flooring and vinyl floor coverings" in international class 19,

o U.S. Reg. No. 4,024,778: “...ceramic tiles for tile floors and coverings..." in international class
19;

¢ U.S. Reg. No. 4,005,272: "floor coverings, namely, parquet flooring, laminate flooring,

hardwood flooring, cork flooring, vinyl flooring, and non- metal tiles for flooring" in international
class 19;

o U.S. Reg. No. 3,161,710: "floor coverings, namely-- sports flooring, laminate, vinyl wall base,
rubber wall base, ceramic floor tiles, wood floor tiles, vinyl floor tiles" in international class
19; and

e U.S. Reg. No. 3,138,178: "earthenware tiles and all types of natural stone tile floor covering" in
international class 19.

Copies of the certificates of registration issued for the aforementioned registrations are attached as

Exhibit C. Of particular note is U.S. Reg. No. 4,005,272, the application for which originally identified

file://RATICRSExport\HtmITo TiffInput\RFR00012012_07_17_10 34 56_UD19039 641... 7/17/2012



Request for Reconsideration a'Final Action . Page 15 of 17

“floor coverings” in international classes 19 and 27. The registrant was subsequently permitted to
amend this description to “floor coverings, namely, parquet flooring, laminate flooring, hardwood
flooring, cork flooring, vinyl flooring, and non- metal tiles for flooring" in international class 19. In
addition, the PTO’s own “Acceptable Identification of Goods and Services Manual” (the “ID Manual”)

"

includes, as acceptable identifications, “ceramic tiles for tile floors and covering,” “cork tiles. ... for
floor.... coverings,” and others, that make it clear that the PTO regards “floor coverings” as
encompassing the types of goods set forth in Applicant’s Proposed Identification. |

The Applicant respectfully submits that the identifications of goods set forth in the above-listed
registrations, as well as in the PTO’s ID Manual, clearly evidence the PTO’s repeated acknowledgement
that the terms “floor coverings” and “floorings” are, in essence, interchangeable. Indeed, the EA
himsell proposed in the First Office Action a description of goods that referenced “floor coverings”™ in
international class 19.

The EA discounted the aforementioned registrations in the final Office Action, stating that “floor
coverings” in class 27 arc “onc-picce goods that include, rugs, carpet, rolls of laminate flooring, etc. that
is cut to fit or used as a whole.” The Applicant respectfully submits that is not the case: in particular,
various types of “tiles,” parquet flooring,” “hardwood tlooring” and others are definitely not “one piece
goods... that is cut to fit or used as a whole.” Moreover, the EA has provided no authorily in support of
his proposed definition of this term, and has provided no evidence that the PTO adheres to this official
standard in determining what goods fall within this broad category. If the PTO has issued an ofTicial
statcment in support of the EA’s asscrtion, the Applicant respectfully requests that the EA provide the
proper reference. Otherwise, the Applicant submits that, absent an official stance squarely taken by the
PTO on this matter, proper and conclusive weight should be given to the PTO’s ID Manual and
established precedent, and to relevant authorities within the floor coverings industry.

The Applicant again submits that the foregoing information reveals that the leading authorities in the
field of floor coverings consider goods such as those identified in the Applicant’s Proposed
Identification to fall into the definition of both floor coverings and flooring, and that they use these
terms interchangeably. Moreover, the PTO itself has revealed through its examination and approval of

recent registrations that it considers the terms “floor coverings” and “flooring” to be equivalent and

file://RATICRSE xport\HtmITo Tif fInputtRFR00012012_07_17 10 34 56 UDI19039 641... 7/17/2012



Request for Reconsideration a.Final Action ‘ Page 16 of 17

interchangeable. It follows that the Applicant’s Proposed Identification is not outside the scope of the

identification originally set forth in the Application.

In consideration of the foregoing independent authorities, and in the interests of consistency and in

consideration of the precedent set by the PTO, the Applicant respectfully renews its request that the EA

withdraw his rejection of the recitation of Applicant’s Proposed Identification, and allow the Application

to proceed with the goods set forth above, namely, “PVC-free, vinyl, rubber and plastic flooring: non-

metal flooring, namely, stone, wood, rubber and PVC-fiee tiles; PVC-free, vinyl, rubber and non-metal

flooring sheet goods.” ‘

III.  CONCLUSION

By this Response, the Applicant believes it has satisfactorily addressed the issues raised by the EA in the
Office Action. Therefore, Applicant respectfully requests that the EA approve the Application for
publication with the Applicant’s Proposed Identification.

The Applicant respectfully requests that the EA telephone David O. Johanson, Esq. at (617) 951-8304 if

the EA has any further questions regarding the Application.

EVIDENCE

Evidence in the nature of Exhbits A, B and C. has been attached.

Original PDF file:

evi_2051962044-113803785 . Exhibits.pdl

Converted PDF file(s) (9 pages)

Evidence-1

Evidence-2

Evidence-3

Evidence-4

Evidence-3

Evidence-6

Evidence-7

Evidence-8

Evidence-9

Original PDF file:

evi_2051962044-113803785 . Exhibits-A.pdf

Converted PDF file(s) (7 pages)

Evidence-1

Evidence-2

Evidence-3

Evidence-4

Evidence-3

Evidence-6

Evidence-7 |
|
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CLASSIFICATION AND LISTING OF GOODS/SERVICES

Applicant proposes to amend the following class of goods/services in the application:

Current: Class 019 for PVC-free, vinyl, rubber and plastic flooring; non-metal flooring, namely, stone,
wood, rubber and PVC-free tiles; PVC-free, vinyl, rubber and non-metal flooring sheet goods

Original Filing Basis:

Filing Basis: Section 1(a), Use in Commerce: The applicant is using the mark in commerce, or the
applicant's related company or licensee is using the mark in commerce, on or in connection with the
identified goods and/or services. 15 U.S.C. Section 1051(a), as amended. The mark was [irst used at
least as early as 01/19/2010 and [irst used in commerce at least as early as 01/19/2010, and is now in use
in such commerce.

Proposed:
Tracked Text Description: PVC-free, vinyl, rubber and plastic flooring; non-metal flooring, namely,

stone, wood, rubber and PVC-free tlles PE-free-vinyhrubber-andnon-metal-flooringsheetgoods;

PVC-free, vinyl, rubber and non-metal flooring sheet goods.

Class 019 for PVC-free, vinyl, rubber and plastic flooring; non-metal flooring, namely, stone, wood,
rubber and PVC-free tiles; PVC-free, vinyl, rubber and non-metal flooring sheet goods.

Filing Basis: Section 1(a), Use in Commerce: The applicant is using the mark in commerce, or the
applicant's related company or licensee is using the mark in commerce, on or in connection with the
identified goods and/or services. 15 U.S.C. Section 1051(a), as amended. The mark was first used at
least as early as 01/19/2010 and first used in commerce at least as early as 01/19/2010, and is now in use
in such commerce.

SIGNATURE(S)

Request for Reconsideration Signature

Signature: /davidjohanson/  Date: 07/13/2012

Signatory's Name: David Johanson

Signatory's Position: Attorney for Applicant, Massachusetts bar member

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of
the highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territorics and posscssions; and he/she is currently the applicant's attomey or an associate thercof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant
in this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute
power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has tfiled a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.

Scrial Number: 85121542

Internet Transmission Date: Fri Jul 13 16:44:34 EDT 2012
TEAS Stamp: USPTO/RFR-205.196.204.4-2012071316443473
4925-85121542-490dbed3 1fa3af6f72b3293b19
6b186bf-N/A-N/A-20120713164353699137
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o qited States of g Meyy,
Uniteb States Patent and Trademark Office ‘?

Reg. No. 3,967,942
Registered May 24, 2011
Int. CL: 19

TRADEMARK
PRINCIPAL REGISTER

Ehaccton of the United States Matent aad | rudemark Ofhes

Pt S ONGY Ot

PERGO (LUROPL) AB (SWLDEN CORPORATION)
STRANDRIDAREGATAN 8
TRELLEBORG, SWEDEN SE-23125

FOR: HARD SURIACL FLOOR MOLDING, NAMELY, END PIECLS, WALL BASE MOLD-
INGS, QUARTER ROUND MOLDINGS, TRANSITION MOLDINGS, STAIR NOSES, T-
MOLDINGS AND END MOLDINGS. ALL MADE OF IIIGH DENSITY FIBERBOARD, FLOOR
MATERIAL, NAMELY, WOOD FLOORING AND PARQUET WOOD FLOORING: VINYL
ILOORING AND VINYL FLOOR COVERINGS, IN CLASS 19 (U.S. CLS. 1, 12,33 AND 30).
FIRST USF 3-31-2007, IN COMMERCE 5-31-2007.

OWNLR OF US, REG. NOS 1,693,204, 3,147,660, AND OTIICRS.

THIE MARK CONSISTS OF THE WORDS "TITERE'S ONLY ONE PERGO" UNDERNEATH
A BLLACK AND WHITE DOG.

SN 83-095,259, FILED 7-28-2010.

ALLISON SCIHRODY, EXAMINING ATTORNEY



@y\'\tﬂl

States of @mer

Wnited States Patent and Trademark Office [‘?

COMMERCIAL CARPETS OF

Reg. No. 4,024,778
Registered Sep. 13,2011
Int. Cls.: 19, 27, 35, 37
and 42

TRADEMARK

SERVICE MARK
PRINCIPAL REGISTER

Dot S s

Direetor of the Lnited Stnss Pawnt and | cademurl (fice

AMERICA

COMMERCIAL CARPETS OF AMERICA, INC. (VIRGINIA CORPORATION)
430 S. PICKETT STREET
ALEXANDRIA, VA 22304

FOR: CERAMIC TILES, CERAMIC TILES FOR FLOORING AND FACING, CERAMIC TILES
FOR FLOORING AND LINING, CERAMIC TILES FOR TILE FLOORS AND COVERINGS,
VINYL FLOORING, VINYL TILES, IN CLASS 19 (17.8. C1L.S. 1, 12, 33 AND 50).

FIRST USE 7-1-1980, IN COMMERCE 7-1-1980.

FOR: CARPET TILES, CARPET TILES FOR COVERING FLOORS, CARPETING, CARPETS,
RUGS, MATS AND MATTING, FI.OOR COVERINGS, FLOOR COVERINGS OF RUBBER
AND SYNTTIETIC RUBRER, RESILIENT ITARD SURFACE COVERINGS FOR FLOORS,
VINYL FLOOR COVERINGS, IN CLASS 27 (U S.CLS. 19, 20,37, 42 AND 50).

FIRST USE 7-1-1980; IN COMMERCE 7-1-1980.

FOR: RETAIL STORE SERVICES FEATURING CARPETS, LINOLEUM, VINYL AND
CERAMIC TILES, AND HARDWOOD FLOORING; CUSTOMER SERVICE IN THE FIELD
OF FLOORING, [N C1LASS 35 (11.8. CLS. 100, 101 AND 102).

FIRST USE 7-1-1980; IN COMMERCE 7-1-1980.

FOR: INSTALLATION, CLEANING, MAINTENANCE, AND REPAIR OF CARPET, LINO-
LEUM, VINYLLAND CERAMIC TILLS, AND HARDWOOD FLOORING 'OR COMMUERCIAL
AND RESIDENTIAL USE, IN CLASS 37 (U.S. CLS. 100, 103 AND 106).

FIRST USE 7-1-1980; IN COMMERCE 7-1-1980.

FOR: DESIGN AND DESIGN CONSUTTING SERVICES, AN PRODUCT DEVELOPMENT,
ALL INTHE FIELD OF FLOORING, IN CLASS 42 (U.S. CLS. 100 AND 101).

FIRST USE 7-1-1980; IN COMMERCE 7-1-1980.

THI MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY PAR-
TICULAR TONT, STYLE, SIZE, OR COLOR.



Reg. No. 4,024,778 NO CLAIM IS MADETO THE EXCLUSIVE RIGUT TO USE "CARPETS", APART FROM
' THE MARK AS SHOWN.

SEC. 2(F).
SER. NO. 85-026,999, FILED 4-30-2010.

LINDA MICKLEBURGI, EXAMINING ATTORNEY

Page: 2 /RN # 4,024,778



qited States of Qmer

@nited States Patent and Trabemark Office ‘?

Reg. No. 4,005,272
Registered Aug. 2, 2011
Int. Cls.: 17 and 19

TRADEMARK
PRINCIPAL REGISTER

Duector of 1he Lnted States Putent and 1rudemark (Mlice

SELITAC

SELIT DAMMTECHNIK GMBIL (FED REP GERMANY CORPORATION)

SELITSTRABE 2

ERBES-BUDESHEIM, FED REP GERMANY 1)-55234

FOR:SOUND-DAMPING AND HEAT-INSULATING MATERIALS, INPARTICULAR IMPACT
SOUNDPROOFING AND INSULATING UNDERLAY FOR PARQUET FLLOORS AND LAM-
INATED FLOORS; THIE AFORESATD GOODS INCLUDED, IN CLASS 17 (US. CLS. 1, 5,12,
13, 35 AND 50).

FIRST USE 4-30-2010; IN COMMTERCF: 4-30-2010.

FOR: FLOOR COVERINGS, NAMELY, PARQUFET FLOORING, LAMINATE FLOORING,
HARDWOOD FLOORING, CORK FLOORING, VINYL FLOORING, AND NON- METAL
THLES FOR FLOORING, INCLASS 19 (118, C1LS 1,12, 33 AND 50).

FIRST USE 4-30-2010; IN COMMERCE 4-30-2010.

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY PAR-
TICULAR FONT, STYLE, SIZE, OR COLOR.

THE WORD(S) "SELITAC™ HAS NO MEANING IN A FOREIGN LANGUAGE.
SER. NO. 85-154,662, FILED 10-18-2010.

PATRICIA EVANKO, EXAMINING ATTORNEY



Int. Cls.: 1, 2, 3, 19 and 27

Prior US. Cls.: 1, 4, 5, 6, 10, 11, 12, 16, 19, 20, 26, 33,

37, 42, 46, 50, 51 and 52

United States Patent and Trademark Office

Reg. No. 3,161,710
Registered Oct. 24, 2006

TRADEMARK
PRINCIPAL REGISTER

TARKETT

TARKETT INC. (CANADA CORPORATION)
1001 YAMASKA EAST
FARNHAM. QUEBEC, CANADA J2N 137

FOR: PRODUCTS FOR THE LAYING AND
MAINTENANCE OF FLOOR COVERINGS, NAME-
LY- ADHESIVES, INCLASS 1 (US. CLS. 1, 5, 6, 10, 26
AND 46).

FIRST USE 10-31-2004; IN COMMERCE 10-31-2004.

FOR: PRODUCTS FOR THE LAYING AND
MAINTENANCE OF FLOOR COVERINGS, NAME-
LY- FLOOR PROTECTION VARNISHES, COATING
PRODUCTS, SEALERS, IN CLASS 2 (U.S. CLS. 6, 11
AND 16),

FIRST USE 10-31-2004; IN COMMERCE 10-31-2004.

FOR: PRODUCTS FOR THE LAYING AND
MAINTENANCE OF FLOOR COVERINGS, NAME-
LY- RESTORERS, FLOOR CLEANTNG AND STRIP-
PING PREPARATIONS, FLOOR WAX, FLOOR
POLISHES, IN CLASS 3 (US. CLS. 1, 4, 6, 50, 51
AND 52).

FIRST USE 10-31-2004; IN COMMERCE 10-31-2004.

FOR: FLOOR COVERINGS, NAMELY- SPORTS
FLOORING, LAMINATE, VINYL WALL BASE,
RUBBER WALL BASE, CERAMIC FLOOR TILES,
WOOD FLOOR TILES. VINYL FLOOR TILES, IN
CLASS 19 (US. CLS. 1, 12, 33 AND 30).

FIRST USE 10-31-2004; IN COMMERCE 10-31-2004.

FOR: FLOOR COVERINGS, NAMELY- ARTIFI-
CIAL TURF, LINOLEUM, IN CLASS 27 (U.S. CLS. 19,
20, 37, 42 AND 50).

FIRST USE 10-31-2004; IN COMMERCE 10-31-2004.

THE MARK CONSISTS OF STANDARD CHAR-
ACTERS WITHOUT CLAIM TO ANY PARTICULAR
FONT, STYLE, SIZE, OR COLOR.

OWNER OF U.S. REG. NOS. 580,499, 1,513,707 AND
OTHERS.

SER. NO. 78-589,490, FILED 3-17-2005.

SHANNON TWOHIG, EXAMINING ATTORNEY



Int. Cl.: 19
Prior U.S. Cls.: 1, 12, 33 and 50 Reg. No. 3,138,178

United States Patent and Trademark Office Registered Sep. 5, 2006

TRADEMARK
PRINCIPAL REGISTER

BIG PACIFIC

BIG PACIFIC, LLC (CALIFORNIA LTD LIAB CO) THE MARK CONSISTS OF STANDARD CHAR-
1316 S. ALLEC ST. ACTERS WITHOUT CLAIM TO ANY PARTICULAR
ANAHEIM, CA 92805 FONT, STYLE, SIZE, OR COLOR.

FOR: EARTHENWARE TILES AN ALL TYPES . NO T8 2200
OF NATURAL STONE TILE FLOOR COVERING, IN SR NO. 78-576919, FILED 2-28-2003.
CLASS 19 (U.S. CLS. 1, 12, 33 AND 50).
L ( ) SAMUEL E. SHARPER JR., EXAMINING ATTOR-

FIRST USE 1-1-2001; IN COMMERCE 1-1-2001, NEY
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