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MARK SECTION (no change)

ARGUMENT(S)

The Applicant respectfully disagrees that the proposed mark is “merely descriptive” of the Applicant’s
goods and requests reconsideration of the Examiner’s refusal.
            The Examiner has refused registration of the Applicant's mark based on her conclusion that the
terms "gold" and "box" are merely descriptive and simply identify key features of the Applicant's goods.
While this is correct with respect to the word "gold" it is not accurate with respect to the word "box."  A
term is “merely descriptive” of goods or services if it immediately describes an ingredient, quality,
characteristic, or feature thereof, or if it directly conveys information regarding the nature, function,
purpose or use of the goods or services. (In re Abcor Dev. Corp. 588 F.2d 811 (CCPA 1978).   Simply
because a mark imparts information about the physical characteristics of the goods does not render it
incapable of functioning as a trademark.  In re DC Comics, Inc., 689 F.2d 1042 (CCPA 1982).  
            Every single example provided by the Examiner mentions the words "box chain" -  always
together  - in describing that one particular type of chain jewelry which Examiner believes is descriptive
of the Applicant's goods.  However, Applicant is not applying to register the words "box chain."  
Applicant is seeking to register the mark "Gold Box" to reflect a wide array of gold jewelry products,
not merely chains, to be sold by vending machine.  A photograph of the vending machine is attached to
this Response as Exhibit A.  Furthermore, box chains are only one of many types of chains.  As
evidenced by eBay's Guide to Chain Jewelry Styles and Characteristics and the Jewelry Making Library
description of Jewelry Chains, both of which are annexed hereto as Exhibit B, there are as many as 18
different types of chains listed.  Accordingly, it is not supportable to conclude that inclusion of the word
"box" in the mark is a "[s]ignificant function, attribute or property of the Applicant's goods."  In fact,
box chains constitute less than 15% of all chains sold by Applicant, which is one of the largest
manufacturers and distributors of jewelry in the United States.  And chains constitute but one type of
jewelry product sold by Applicant.  Rather a significant feature of the item of jewelry would be either
that it is a chain or more specifically that it is a box chain.  But this is not the mark for which Applicant
has applied nor the correct context in which to regard this mark.  As a result some thought or
imagination is required to associate the mark with the Applicant’s goods and therefore is not merely
descriptive. 
            Finally, it is well established that doubts concerning the descriptiveness of a mark are to be
resolved in favor of the applicant.  In re Micro Instrument Corp. 222 USPQ 252, 255 (TTAB 1984); In
re LRC Prods. Ltd., 223 USPQ 1250, 1252 (TTAB 1984);  In re Gourmet Bakers , Inc., 173 USPQ 5665
(TTAB 1972); In re Grand Metropolitan Foodsvc. Inc. 30 USPQ2d 1974 (TTAB 1994). 



            Examiner cites examples of third party registered marks where the word "rope" is disclaimed
apart from the mark as shown.  Applicant is well aware of the existence of such marks given that it is
the registrant for multiple such marks (Beverly Hills Rope, Cashmere Wave Rope, Champagne Rope,
Glam Rope, Glamour Rope, Silk Rope, Supreme Value Rope and Ultimate Glitter Rope).  These marks
were, in fact, intended to be used in connection with rope chains and therefore the disclaimer makes
sense.  Nevertheless, Applicant is willing to issue such a disclaimer in the application in question and
disclaim the right to use the word "box" apart from the mark as shown if that disclaimer would allow the
mark to register.
            Accordingly the Applicant requests that the mark proceed to register.  Thank you. 

EVIDENCE SECTION

        EVIDENCE FILE NAME(S)

       ORIGINAL PDF FILE evi_72185105190-173454425_._Gold_Box_Exhibit_A.pdf

       CONVERTED PDF
FILE(S)
       (1 page)
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       ORIGINAL PDF FILE evi_72185105190-173454425_._Gold_Box_Exhibit_B.pdf
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FILE(S)
       (6 pages)
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DESCRIPTION OF
EVIDENCE FILE

Exhibit A is a photograph of the goods associated with the mark. Exhibit B
are printouts from popular websites describing the multiple types of jewelry
chains.

ADDITIONAL STATEMENTS SECTION

DISCLAIMER
No claim is made to the exclusive right to use "box" apart from the mark as
shown.
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To the Commissioner for Trademarks:

Application serial no. 85084390 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

The Applicant respectfully disagrees that the proposed mark is “merely descriptive” of the Applicant’s
goods and requests reconsideration of the Examiner’s refusal.
            The Examiner has refused registration of the Applicant's mark based on her conclusion that the
terms "gold" and "box" are merely descriptive and simply identify key features of the Applicant's goods.
While this is correct with respect to the word "gold" it is not accurate with respect to the word "box."  A
term is “merely descriptive” of goods or services if it immediately describes an ingredient, quality,
characteristic, or feature thereof, or if it directly conveys information regarding the nature, function,
purpose or use of the goods or services. (In re Abcor Dev. Corp. 588 F.2d 811 (CCPA 1978).   Simply
because a mark imparts information about the physical characteristics of the goods does not render it
incapable of functioning as a trademark.  In re DC Comics, Inc., 689 F.2d 1042 (CCPA 1982).  
            Every single example provided by the Examiner mentions the words "box chain" -  always
together  - in describing that one particular type of chain jewelry which Examiner believes is descriptive of
the Applicant's goods.  However, Applicant is not applying to register the words "box chain."  Applicant is
seeking to register the mark "Gold Box" to reflect a wide array of gold jewelry products, not merely
chains, to be sold by vending machine.  A photograph of the vending machine is attached to this Response
as Exhibit A.  Furthermore, box chains are only one of many types of chains.  As evidenced by eBay's
Guide to Chain Jewelry Styles and Characteristics and the Jewelry Making Library description of Jewelry
Chains, both of which are annexed hereto as Exhibit B, there are as many as 18 different types of chains
listed.  Accordingly, it is not supportable to conclude that inclusion of the word "box" in the mark is a
"[s]ignificant function, attribute or property of the Applicant's goods."  In fact, box chains constitute less
than 15% of all chains sold by Applicant, which is one of the largest manufacturers and distributors of
jewelry in the United States.  And chains constitute but one type of jewelry product sold by Applicant. 
Rather a significant feature of the item of jewelry would be either that it is a chain or more specifically



that it is a box chain.  But this is not the mark for which Applicant has applied nor the correct context in
which to regard this mark.  As a result some thought or imagination is required to associate the mark with
the Applicant’s goods and therefore is not merely descriptive.  
            Finally, it is well established that doubts concerning the descriptiveness of a mark are to be
resolved in favor of the applicant.  In re Micro Instrument Corp. 222 USPQ 252, 255 (TTAB 1984); In re
LRC Prods. Ltd., 223 USPQ 1250, 1252 (TTAB 1984);  In re Gourmet Bakers , Inc., 173 USPQ 5665
(TTAB 1972); In re Grand Metropolitan Foodsvc. Inc. 30 USPQ2d 1974 (TTAB 1994). 
            Examiner cites examples of third party registered marks where the word "rope" is disclaimed apart
from the mark as shown.  Applicant is well aware of the existence of such marks given that it is the
registrant for multiple such marks (Beverly Hills Rope, Cashmere Wave Rope, Champagne Rope, Glam
Rope, Glamour Rope, Silk Rope, Supreme Value Rope and Ultimate Glitter Rope).  These marks were, in
fact, intended to be used in connection with rope chains and therefore the disclaimer makes sense. 
Nevertheless, Applicant is willing to issue such a disclaimer in the application in question and disclaim the
right to use the word "box" apart from the mark as shown if that disclaimer would allow the mark to
register.
            Accordingly the Applicant requests that the mark proceed to register.  Thank you. 

EVIDENCE
Evidence in the nature of Exhibit A is a photograph of the goods associated with the mark. Exhibit B are
printouts from popular websites describing the multiple types of jewelry chains. has been attached.
Original PDF file:
evi_72185105190-173454425_._Gold_Box_Exhibit_A.pdf
Converted PDF file(s) (1 page)
Evidence-1
Original PDF file:
evi_72185105190-173454425_._Gold_Box_Exhibit_B.pdf
Converted PDF file(s) (6 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6

ADDITIONAL STATEMENTS 
Disclaimer
No claim is made to the exclusive right to use "box" apart from the mark as shown.

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /Victoria Elliot/     Date: 09/29/2011
Signatory's Name: Victoria Elliot
Signatory's Position: Attorney of Record, NY and FL Bar Member

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian



attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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