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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 
 

    APPLICATION SERIAL NO. 85041968 
 
    MARK: EAGLE MARINE SERVICES  
 

 
          

*85041968*  
    CORRESPONDENT ADDRESS: 
          ANTHONY J. MALUTTA  
          KILPATRICK TOWNSEND AND STOCKTON LLP  
          2 EMBARCADERO CTR FL 8 
          SAN FRANCISCO, CA 94111-3833  
            

  
 
 
GENERAL TRADEMARK INFORMATION: 
http://www.uspto.gov/main/trademarks.htm 
 
 
 

    APPLICANT:   Eagle Marine Services, Ltd.  
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO:    
          008114-01220          
    CORRESPONDENT E-MAIL ADDRESS:   
           amalutta@kilpatricktownsend.com 

 

 
 

REQUEST FOR RECONSIDERATION DENIED 
 
ISSUE/MAILING DATE: 4/5/2012 
 
  
The trademark examining attorney has carefully reviewed applicant’s request for 
reconsideration and is denying the request for the reasons stated below.  See 37 C.F.R. 
§2.64(b); TMEP §§715.03(a), 715.04(a).  The requirement(s) and/or refusal(s) made final 
in the Office action dated March 23, 2011 are maintained and continue to be final.  See 
TMEP §§715.03(a), 715.04(a). 
 
In the present case, applicant’s request has not resolved all the outstanding issue(s), nor 
does it raise a new issue or provide any new or compelling evidence with regard to the 
outstanding issue(s) in the final Office action.  In addition, applicant’s analysis and 
arguments are not persuasive nor do they shed new light on the issues.  Accordingly, the 
request is denied. 
 
The filing of a request for reconsideration does not extend the time for filing a proper 
response to a final Office action or an appeal with the Trademark Trial and Appeal Board 
(Board), which runs from the date the final Office action was issued/mailed.  See 37 
C.F.R. §2.64(b); TMEP §§715.03, 715.03(a), (c).   
 
If time remains in the six-month response period to the final Office action, applicant has 
the remainder of the response period to comply with and/or overcome any outstanding 
final requirement(s) and/or refusal(s) and/or to file an appeal with the Board.  TMEP 



§715.03(a), (c).  However, if applicant has already filed a timely notice of appeal with the 
Board, the Board will be notified to resume the appeal when the time for responding to 
the final Office action has expired.  See TMEP §715.04(a). 
 
SECTION 2(d) REFUSAL – LIKELIHOOD OF CONFUSION 

The final refusal under Section 2(d) is MAINTAINED. 
 
Comparison of Marks 
 
Registrant is using EAGLE OCEAN, having disclaimed OCEAN.  Applicant is using 
EAGLE MARINE SERVICES, having disclaimed MARINE SERVICES.  Although a 
disclaimed portion of a mark certainly cannot be ignored, and the marks must be 
compared in their entireties, one feature of a mark may be more significant in creating a 
commercial impression.  Disclaimed matter is typically less significant or less dominant 
when comparing marks.  See In re Dixie Rests., Inc., 105 F.3d 1405, 1407, 41 USPQ2d 
1531, 1533-34 (Fed. Cir. 1997); In re Nat’l Data Corp., 753 F.2d 1056, 1060, 224 USPQ 
749, 752 (Fed. Cir. 1985); TMEP §1207.01(b)(viii), (c)(ii). 
 
Moreover, consumers are generally more inclined to focus on the first word, prefix or 
syllable in any trademark or service mark.  See Palm Bay Imps., Inc. v. Veuve Clicquot 
Ponsardin Maison Fondee En 1772, 396 F. 3d 1369, 1372, 73 USPQ2d 1689, 1692 (Fed. 
Cir. 2005); see also Mattel Inc. v. Funline Merch. Co., 81 USPQ2d 1372, 1374-75 
(TTAB 2006); Presto Prods., Inc. v. Nice-Pak Prods., Inc., 9 USPQ2d 1895, 1897 
(TTAB 1988) (“it is often the first part of a mark which is most likely to be impressed 
upon the mind of a purchaser and remembered” when making purchasing decisions).  
EAGLE is the first word and dominant feature of each mark.  The marks, therefore, are 
highly similar.  
 
Comparison of Services 
 
In a likelihood of confusion analysis, the comparison of the parties’ services is based on 
the services as they are identified in the application and registration, without limitations 
or restrictions that are not reflected therein.  In re Dakin’s Miniatures, Inc., 59 USPQ2d 
1593, 1595 (TTAB 1999); see Hewlett-Packard Co. v. Packard Press Inc., 281 F.3d 
1261, 1267-68, 62 USPQ2d 1001, 1004-05 (Fed. Cir. 2002); In re Thor Tech, Inc., 90 
USPQ2d 1634, 1638-39 (TTAB 2009); TMEP §1207.01(a)(iii).  Applicant has framed its 
entire argument with respect to the differences in the services based upon information in 
the websites of each party.  This analysis is not persuasive because the comparison of the 
services must be based upon the services as they are identified in the registration and the 
application.  Applicant may not rely on extraneous evidence to identify and differentiate 
the services.  
 
Applicant’s services are identified as: Operation of port facilities for others; booking and 
scheduling cargo transportation for others; Stevedoring services; cargo handling; storage 
of goods for others.  Stevedoring is the loading and unloading of cargo from a ship.  See 
http://www.dictionary.reference.com.  



 
The relevant services of registrant are identified as: attending to loading and unloading of 
vessels; cargo handling; freight transportation by sea and air; chartering of vessels, and 
freight and cargo brokerage. 
 
It is apparent that some of the services provided by each party are identical.  Applicant’s 
“stevedoring services” and “cargo handling” are identical to registrant’s “loading and 
unloading of vessels” and “cargo handling.”  Moreover, as the attached evidence 
indicates, applicant’s port facilities services, storage services and scheduling of cargo 
transportation are highly related to cargo handling as many companies routinely provide 
the kinds of services offered by both registrant and applicant. See 
http://www.ceresglobalc.om; www.cooperconsolidated.com; www.icslogisitcs.com; 
www.murphymarine.com; www.shipperstevedoring.com; 
www.schaefferstevedoring.com; www.wellsvilleterminals.com.   The similarities 
between the marks, therefore, and the relatedness of the services create a substantial 
likelihood that consumers may be confused as to the source of the services.  
 
Material obtained from the Internet is generally accepted as competent evidence.  See In 
re Davey Prods. Pty Ltd., 92 USPQ2d 1198, 1202-03 (TTAB 2009) (accepting Internet 
evidence to show relatedness of goods in a likelihood of confusion determination).  
 
The absence of actual confusion is not relevant. The test under Trademark Act Section 
2(d) is whether there is a likelihood of confusion.  It is unnecessary to show actual 
confusion in establishing likelihood of confusion.  TMEP §1207.01(d)(ii); e.g., Weiss 
Assocs. Inc. v. HRL Assocs. Inc., 902 F.2d 1546, 1549, 14 USPQ2d 1840, 1842-43 (Fed. 
Cir. 1990).  The Trademark Trial and Appeal Board stated as follows: 
  

[A]pplicant’s assertion that it is unaware of any actual confusion occurring as a 
result of the contemporaneous use of the marks of applicant and registrant is of 
little probative value in an ex parte proceeding such as this where we have no 
evidence pertaining to the nature and extent of the use by applicant and registrant 
(and thus cannot ascertain whether there has been ample opportunity for 
confusion to arise, if it were going to); and the registrant has no chance to be 
heard from (at least in the absence of a consent agreement, which applicant has 
not submitted in this case). 

 
In re Kangaroos U.S.A., 223 USPQ 1025, 1026-27 (TTAB 1984). 
 
 
The argument pertaining to the sophistication of the purchasers is not persuasive. The fact 
that purchasers are sophisticated or knowledgeable in a particular field does not 
necessarily mean that they are sophisticated or knowledgeable in the field of trademarks 
or immune from source confusion.  TMEP §1207.01(d)(vii); see In re Cynosure, Inc., 90 
USPQ2d 1644 (TTAB 2009); In re Decombe, 9 USPQ2d 1812 (TTAB 1988); In re 
Pellerin Milnor Corp., 221 USPQ 558 (TTAB 1983). 
 



 
 
 
 
 

/Kathleen M. Vanston/ 
Examining Attorney 
Law Office 107 
(571) 272-9235 
kathy.vanston@uspto.gov [for informal 
inquiries] 

 
 



 



 



 



 



 



 



 



 


