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ARGUMENT(S)

In the first Office Action dated July 23, 2010, the Examining Attorney refused registration under
Section 2(d) of the Trademark Act on the grounds of likelihood of confusion with the mark JAGUAR
COMMUNICATIONS (& Design), as shown in U.S. Registration No. 3459482.  Applicant
respectfully disagreed with the Examining Attorney’s position, and on January 24, 2011, Applicant
responded to the Office Action by presenting certain information and arguments to show that there is no
likelihood that consumers would be confused between these marks and the respective services.  The
Examining Attorney was not persuaded, and February 28, 2011, issued this final Office Action
maintaining the refusal to register on the grounds of likelihood of confusion with the mark shown in
U.S. Registration No. 3459482.   
   
Applicant maintains its position that the subject mark is not likely to cause confusion with the cited
mark.  Based on the information and arguments provided herein, as well as the information and
arguments provided in response to the first Office Action, Applicant asserts that the subject mark is
worthy of registration on the Principal Register.
First, the marks are easily distinguishable in their overall appearance.  As previously argued, Applicant
seeks to register a composite mark made up of several unique word and design elements.  Franklin Mint
Corp. v. Master Manufacturing Co., 212 USPQ 233, 234 (CCPA 1981)(“It is axiomatic that a mark
should not be dissected and considered piecemeal; rather, it must be considered as a whole.”); see also
Association of Co-operative Members, Inc. v. Farmland Industries, Inc., 216 USPQ 361, 366 (5th Cir.
1982)(a composite mark is more than the mere sum of its parts). 
Applicant reiterates that its mark comprises the words “JAGUAR TECHNOLOGIES INC.” in a
stylized font and the design of a house with a curved line extending from outside the house into the
middle of the house.  The design elements are an integral part of Applicant’s mark and create a very
unique connotation – the impression is that the services offered under this design mark will bring
something into a person’s home, and in fact, Applicant’s services involve the installation of home
theaters, computer systems, and telecommunication networks.  
The cited mark comprises its own unique design elements, namely, a gold square.  Clearly, Applicant’s
mark and the cited mark – when viewed in their entireties – have their own distinguishable
characteristics that negate any similarity in appearance or connotation.   
The design elements in Applicant’s mark are even more significant in light of the fact that Applicant’s
mark and the cited mark appear to co-exist within a crowded field.  Because the word “jaguar” is also
used by several other entities on potentially related goods/services, the design elements in Applicant’s
mark could be considered more dominant, and again, their presence negates any similarities with the
cited mark.  
Second, Registrant’s services are not so related to Applicant’s services that consumers would
mistakenly believe they come from a common source.  In re Martin’s Famous Pastry Shoppe, Inc., 748
F.2d 1565 (Fed. Cir. 1984).  A determination of likelihood of confusion must be made solely on the



basis of the goods/services identified in the application and registration, without limitations or
restrictions that are not reflected therein.  In re Dakin’s Miniatures Inc., 59 USPQ2d 1593, 1595
(TTAB 1999).   
In this case, Applicant is using its mark on the following services: “I nstallation of computer systems;
Installation of home theatres and related structured wiring; Maintenance and repair of
telecommunications networking hardware, apparatus, and instruments; Telecommunication wiring,” in
Class 37, and “Consulting in the field of information technology; Custom design and engineering of
telephony systems, cable television systems and fiber optics; Design for others in the field of computer
networks, software, and engineering for the commercial, government or residential customer.; Design of
computer hardware, integrated circuits, communications hardware and software and computer networks
for other,” in Class 42.  
On the other hand, Registrant’s mark is identified for use on the following services:
“telecommunications services, namely, local, long distance, and international voice, text, facsimile,
video and data telecommunication services; frame relay telecommunications services; virtual network
telecommunications services; electronic mail and voice mail and messaging services; electronic data
transmission packet services; computer aided transmission of messages and images; audio and video
teleconferencing services; private line voice, text, facsimile, video and data telecommunications
services; integrated services digital network (isdn) telecommunications services; transmission of voice,
text, facsimile, video and data via satellite, terrestrial and undersea telecommunications links; television
transmission services; 800 telecommunications services; 900 telecommunications services; switched
voice, data, video and multimedia services; location independent personal communications services
comprising mobile voice, data and facsimile services; digital subscriber line (dsl) telecommunications
services; providing telecommunications connections to worldwide global computer networks, other
computer networks, namely, private computer networks, on-line services and bulletin boards; providing
back bone telecommunications network services to others to enable them to display content on
worldwide global computer networks and other computer networks, namely, private computer networks,
on-line services and bulletin boards; providing telecommunications connections to on-line information
services; the transmission over cable of entertainment services and voice, video, data and facsimile
telephone services; wireless telecommunications services, namely, wireless cellular telephone services,
wireless digital messaging services and wireless facsimile mail services; providing and facilitating
connections to telecommunications services, namely, providing telecommunications connections to
local and long distance telephone services of others by electronic means, namely, providing access to an
electronic data base through a global computer network. providing on-line chat rooms for transmission
of messages among computer users concerning a wide variety of topics; the transmission over Internet
Protocol of local, long distance, and international voice, video, data and facsimile telephone services,
multimedia services and entertainment services; the transmission over fiber optic cable of local, long
distance, and international voice, video, data and facsimile telephone services, multimedia services and
entertainment services; Voice-Over-Internet-Protocol services; all aforementioned services over packet
networks,” in Class 38.
On their face, these services are not identical, nor technically related, nor do they fall within the same
international classification. 
The Examining Attorney has argued in the final Office Action that Applicant’s services are related to
those of the Registrant in that both services enable telecommunication and are the type of services
commonly provided together.  To support such a conclusion, the Examining Attorney submitted
evidence that purports to show that one company – Verizon – offers all of the services offered by both
Applicant and Registrant.  Applicant respectfully disagrees that information relating to a single
company, and a very large one at that, is not persuasive in the instant case.  Moreover, many other third
parties have registered the same mark on completely unrelated goods, such as COCA-COLA glassware
and board games, or ARTISANAT ANGKOR laundry detergent and honey.  (See Exhibit 1, copies of
registration certificates.)  The evidence of record merely suggests that a company oftentimes has a
varied line of products and services; it does not establish that consumers are likely to confuse the source
of the services of the Applicant and Registrant in the instant case. 
Third, Applicant’s channels of trade and classes of consumers are distinctive.   See In re E. I. du Pont de
Nemours & Co., 476 F.2d 1357 (CCPA 1973); Astra Pharmaceutical Products, Inc. v. Beckman

Instruments, Inc., 718 F.2d 1201, 1206 (1st Cir. 1983) (finding no confusion between the marks ASTRA
and ASTRA after consideration of dissimilar goods and sophisticated purchasers).  Applicant’s services
involve the installation of home theaters, computer systems, and telecommunication networks, and as
previously argued, Applicant counts among its clients major cable companies such as Bright House



Networks, Comcast Cable and Time Warner, as well as major residential home builders and developers. 
On the other hand, it appears that Registrant is providing phone service to individuals; according to its
website, Registrant’s services are marketed to actual home owners in small, rural towns.  
Applicant’s services and Registrant’s services do not have common channels of trade and are not
marketed in such a way that they would be encountered by the same persons in situations that would
create the incorrect assumption that they originate from the same source. 
Fourth, Applicant reiterates that it has used its mark in commerce (in some form) since at least as early
as 1994.  The cited mark claims to have been used since 1999.  In the past decade, the marks have
managed to co-exist in the marketplace without any known instances of actual confusion.  Such a fact
strongly supports the conclusion that any future is unlikely.  In the final Office Action, the Examining
Attorney states that the overriding concern is not only to prevent buyer confusion as to the source of the
services, but to protect the registrant from adverse commercial impact due to use of a similar mark by a
newcomer.  In the instant case, all the available evidence strongly suggests that Registrant has not, and
will not, be damaged by the registration of Applicant’s mark.   
In conclusion, Applicant notes that “[i]n considering the evidence of record…, we must keep in mind
that ‘the fundamental inquiry mandated by § 2(d) goes to the cumulative effect of differences in the
essential characteristics of the goods and differences in the marks.’”  Federated Foods, Inc. v. Fort
Howard Paper Co., 192 USPQ 24, 29 (CCPA 1976).  In the instant case, there is no likelihood of
confusion between Applicant’s mark and the cited mark due to the differences in the appearance,
sound, and connotation between the marks, and due to the potentially crowded field, and due to the
different types of services, and due to the different types of consumers, and due to the differences in the
activities surrounding the marketing and distribution of the respective services.  Taken all together,
these factors weigh heavily in Applicant’s favor.   
Applicant respectfully requests that the Examining Attorney reconsider the rejection of the subject
application in light of this information, and approve the subject application for publication. 
Should the Examining Attorney have any questions regarding this response, or would like clarification
of any of the points raised herein, the undersigned requests that she be contacted by telephone at (407)
841-2330 or email at blabutta@addmg.com.
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To the Commissioner for Trademarks:

Application serial no. 85012005 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

In the first Office Action dated July 23, 2010, the Examining Attorney refused registration under Section
2(d) of the Trademark Act on the grounds of likelihood of confusion with the mark JAGUAR
COMMUNICATIONS (& Design), as shown in U.S. Registration No. 3459482.  Applicant respectfully
disagreed with the Examining Attorney’s position, and on January 24, 2011, Applicant responded to the
Office Action by presenting certain information and arguments to show that there is no likelihood that
consumers would be confused between these marks and the respective services.  The Examining Attorney
was not persuaded, and February 28, 2011, issued this final Office Action maintaining the refusal to
register on the grounds of likelihood of confusion with the mark shown in U.S. Registration No. 3459482. 
 
   
Applicant maintains its position that the subject mark is not likely to cause confusion with the cited mark. 
Based on the information and arguments provided herein, as well as the information and arguments
provided in response to the first Office Action, Applicant asserts that the subject mark is worthy of
registration on the Principal Register.
First, the marks are easily distinguishable in their overall appearance.  As previously argued, Applicant
seeks to register a composite mark made up of several unique word and design elements.  Franklin Mint
Corp. v. Master Manufacturing Co., 212 USPQ 233, 234 (CCPA 1981)(“It is axiomatic that a mark
should not be dissected and considered piecemeal; rather, it must be considered as a whole.”); see also
Association of Co-operative Members, Inc. v. Farmland Industries, Inc., 216 USPQ 361, 366 (5th Cir.
1982)(a composite mark is more than the mere sum of its parts). 
Applicant reiterates that its mark comprises the words “JAGUAR TECHNOLOGIES INC.” in a stylized
font and the design of a house with a curved line extending from outside the house into the middle of the
house.  The design elements are an integral part of Applicant’s mark and create a very unique connotation
– the impression is that the services offered under this design mark will bring something into a person’s
home, and in fact, Applicant’s services involve the installation of home theaters, computer systems, and
telecommunication networks.  



The cited mark comprises its own unique design elements, namely, a gold square.  Clearly, Applicant’s
mark and the cited mark – when viewed in their entireties – have their own distinguishable characteristics
that negate any similarity in appearance or connotation.   
The design elements in Applicant’s mark are even more significant in light of the fact that Applicant’s
mark and the cited mark appear to co-exist within a crowded field.  Because the word “jaguar” is also
used by several other entities on potentially related goods/services, the design elements in Applicant’s
mark could be considered more dominant, and again, their presence negates any similarities with the cited
mark.  
Second, Registrant’s services are not so related to Applicant’s services that consumers would mistakenly
believe they come from a common source.  In re Martin’s Famous Pastry Shoppe, Inc., 748 F.2d 1565
(Fed. Cir. 1984).  A determination of likelihood of confusion must be made solely on the basis of the
goods/services identified in the application and registration, without limitations or restrictions that are not
reflected therein.  In re Dakin’s Miniatures Inc., 59 USPQ2d 1593, 1595 (TTAB 1999).   
In this case, Applicant is using its mark on the following services: “I nstallation of computer systems;
Installation of home theatres and related structured wiring; Maintenance and repair of telecommunications
networking hardware, apparatus, and instruments; Telecommunication wiring,” in Class 37, and
“Consulting in the field of information technology; Custom design and engineering of telephony systems,
cable television systems and fiber optics; Design for others in the field of computer networks, software,
and engineering for the commercial, government or residential customer.; Design of computer hardware,
integrated circuits, communications hardware and software and computer networks for other,” in Class
42. 
On the other hand, Registrant’s mark is identified for use on the following services: “telecommunications
services, namely, local, long distance, and international voice, text, facsimile, video and data
telecommunication services; frame relay telecommunications services; virtual network
telecommunications services; electronic mail and voice mail and messaging services; electronic data
transmission packet services; computer aided transmission of messages and images; audio and video
teleconferencing services; private line voice, text, facsimile, video and data telecommunications services;
integrated services digital network (isdn) telecommunications services; transmission of voice, text,
facsimile, video and data via satellite, terrestrial and undersea telecommunications links; television
transmission services; 800 telecommunications services; 900 telecommunications services; switched
voice, data, video and multimedia services; location independent personal communications services
comprising mobile voice, data and facsimile services; digital subscriber line (dsl) telecommunications
services; providing telecommunications connections to worldwide global computer networks, other
computer networks, namely, private computer networks, on-line services and bulletin boards; providing
back bone telecommunications network services to others to enable them to display content on worldwide
global computer networks and other computer networks, namely, private computer networks, on-line
services and bulletin boards; providing telecommunications connections to on-line information services;
the transmission over cable of entertainment services and voice, video, data and facsimile telephone
services; wireless telecommunications services, namely, wireless cellular telephone services, wireless
digital messaging services and wireless facsimile mail services; providing and facilitating connections to
telecommunications services, namely, providing telecommunications connections to local and long
distance telephone services of others by electronic means, namely, providing access to an electronic data
base through a global computer network. providing on-line chat rooms for transmission of messages
among computer users concerning a wide variety of topics; the transmission over Internet Protocol of
local, long distance, and international voice, video, data and facsimile telephone services, multimedia
services and entertainment services; the transmission over fiber optic cable of local, long distance, and
international voice, video, data and facsimile telephone services, multimedia services and entertainment
services; Voice-Over-Internet-Protocol services; all aforementioned services over packet networks,” in
Class 38.
On their face, these services are not identical, nor technically related, nor do they fall within the same
international classification. 
The Examining Attorney has argued in the final Office Action that Applicant’s services are related to
those of the Registrant in that both services enable telecommunication and are the type of services
commonly provided together.  To support such a conclusion, the Examining Attorney submitted evidence
that purports to show that one company – Verizon – offers all of the services offered by both Applicant
and Registrant.  Applicant respectfully disagrees that information relating to a single company, and a very
large one at that, is not persuasive in the instant case.  Moreover, many other third parties have registered
the same mark on completely unrelated goods, such as COCA-COLA glassware and board games, or
ARTISANAT ANGKOR laundry detergent and honey.  (See Exhibit 1, copies of registration certificates.) 



The evidence of record merely suggests that a company oftentimes has a varied line of products and
services; it does not establish that consumers are likely to confuse the source of the services of the
Applicant and Registrant in the instant case. 
Third, Applicant’s channels of trade and classes of consumers are distinctive.   See In re E. I. du Pont de
Nemours & Co., 476 F.2d 1357 (CCPA 1973); Astra Pharmaceutical Products, Inc. v. Beckman

Instruments, Inc., 718 F.2d 1201, 1206 (1st Cir. 1983) (finding no confusion between the marks ASTRA
and ASTRA after consideration of dissimilar goods and sophisticated purchasers).  Applicant’s services
involve the installation of home theaters, computer systems, and telecommunication networks, and as
previously argued, Applicant counts among its clients major cable companies such as Bright House
Networks, Comcast Cable and Time Warner, as well as major residential home builders and developers. 
On the other hand, it appears that Registrant is providing phone service to individuals; according to its
website, Registrant’s services are marketed to actual home owners in small, rural towns.  
Applicant’s services and Registrant’s services do not have common channels of trade and are not
marketed in such a way that they would be encountered by the same persons in situations that would
create the incorrect assumption that they originate from the same source. 
Fourth, Applicant reiterates that it has used its mark in commerce (in some form) since at least as early as
1994.  The cited mark claims to have been used since 1999.  In the past decade, the marks have managed
to co-exist in the marketplace without any known instances of actual confusion.  Such a fact strongly
supports the conclusion that any future is unlikely.  In the final Office Action, the Examining Attorney
states that the overriding concern is not only to prevent buyer confusion as to the source of the services,
but to protect the registrant from adverse commercial impact due to use of a similar mark by a newcomer. 
In the instant case, all the available evidence strongly suggests that Registrant has not, and will not, be
damaged by the registration of Applicant’s mark.   
In conclusion, Applicant notes that “[i]n considering the evidence of record…, we must keep in mind that
‘the fundamental inquiry mandated by § 2(d) goes to the cumulative effect of differences in the essential
characteristics of the goods and differences in the marks.’”  Federated Foods, Inc. v. Fort Howard Paper
Co., 192 USPQ 24, 29 (CCPA 1976).  In the instant case, there is no likelihood of confusion between
Applicant’s mark and the cited mark due to the differences in the appearance, sound, and connotation
between the marks, and due to the potentially crowded field, and due to the different types of services,
and due to the different types of consumers, and due to the differences in the activities surrounding the
marketing and distribution of the respective services.  Taken all together, these factors weigh heavily in
Applicant’s favor.   
Applicant respectfully requests that the Examining Attorney reconsider the rejection of the subject
application in light of this information, and approve the subject application for publication. 
Should the Examining Attorney have any questions regarding this response, or would like clarification of
any of the points raised herein, the undersigned requests that she be contacted by telephone at (407) 841-
2330 or email at blabutta@addmg.com.

EVIDENCE
Evidence in the nature of Exhibit 1 has been attached.
Original PDF file:
evi_6619316998-210510301_._Exhibit_1.pdf
Converted PDF file(s) (4 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
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Signature: /Bridget H Labutta/     Date: 08/29/2011
Signatory's Name: Bridget H Labutta
Signatory's Position: Attorney of record



The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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