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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application of:

Ciro Paone S.p.A.
Serial No.: 79373694 Examiner: Myriah Habeeb
Filed: May 31, 2023 Law Office: 113

Trademark: CIRO PAONE

New York, NY 10036
January 5, 2025

Trademark Trial and Appeal Board

P.O. Box 1451
Alexandria, VA 22213-1451

REQUEST FOR SUSPENSION OF EX PARTE APPEAL

Applicant respectfully requests suspension of the ex parte appeal in the above identified
trademark application under 37 C.F.R. § 2.142(d)(1), to allow applicant to introduce additional
evidence, remanding the application for further examination. In this regard, applicant has
obtained consent for registration of the present mark from the owner of the only cited

registration. Reconsideration based on the consent is expected to obviate the present appeal.

I hereby certify that this paper or fee is being transmitted
to the United States Patent and Trademark Office via the
United States Patent and Trademark Office electronic
filing system (EFS-Web) on January 5, 2025.

/kenneth f. florek/
Kenneth F. Florek, Reg. No. 33,173




Serial No.: 79373694

REMARKS

The present application is currently under appeal, based solely on a final refusal to
register the applied-for mark in Class 3 under Section 2(d) because of a likelihood of confusion
with the mark of U.S. Registration No. 5229963.

A prior final rejection to the goods in Class 18 was removed in response to a request for
reconsideration, where a Consent Agreement from the owner of U.S. Registration Nos. 6908708
and 6908709 was submitted. Applicant noted that it was also pursuing a Consent Agreement
with the owner of U.S. Registration No. 5229963 in the request for reconsideration, however,
because both applicant and the owner of U.S. Registration No. 5229963 are foreign entities, it
took additional time to obtain the signed Consent Agreement. Since the Consent Agreement was
not yet available, the Examining Attorney denied the request for reconsideration in Class 3.

Applicant has now obtained consent to register the mark of the present application from
the owner of U.S. Registration No. 5229963, which forms the sole basis for refusal of the present
application. A copy of the executed Consent Agreement is submitted herewith. Accordingly,
applicant is seeking suspension of this appeal and remand for further examination under 37
C.F.R. § 2.142(d)(1), so that the Consent Agreement can be entered into the record and
considered by the Examining Attorney in this application.

Notably, the removal of the refusal to register the present mark in Class 3 will obviate the
pending appeal, since it is the only grounds for refusal of the present application. This, of
course, will also lead to the conservation of judicial resources.

With respect to the facts, Parfums CIRO GmbH, the owner of cited U.S. Registration No.

5229963, has consented to applicant’s registration of the present mark for the Class 3 goods



Serial No.: 79373694

recited in the present application. The Consent Agreement sets out the reasons why the
confusion between two marks is not likely, considering the meanings and differences in the
marks, as well as the actions the parties plan to take in the unlikely event of any customer
confusion whatsoever.

Accordingly, it is clear that the parties have clearly considered their interests, so that the
Consent Agreement should be given great weight. In such a case, the United States Patent and
Trademark Office should not submit its judgment concerning likelihood of confusion over the
objection of the parties involved. See, In re American Cruise Lines Inc., 128 U.S.P.Q.2d 1157,
1163 (TTAB 2018).

Applicant respectfully submits that the Consent Agreement submitted herewith
establishes the absence of a likelihood of confusion with the mark of U.S. Registration No.
5229963. Favorable consideration on remand is expected to result in removal of the refusal to
register the mark in Class 3, obviating the need for an appeal in this application.

In light of the foregoing, applicant respectfully requests that the Consent Agreement be
entered into the record prior to appeal and that the application be remanded to the Examining
Attorney for reconsideration.

Respectfully submitted,
/kenneth f. florek/
Kenneth F. Florek

Reg. No. 33,173

CONTACT INFORMATION

FLOREK & ENDRES PLLC
552 Seventh Avenue, Suite 601
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New York, NY 10018
Telephone: (212) 997-1000
Facsimile: (212) 997-1060
Email: docket@feiplaw.com



COEXISTENCE AND CONSENT AGREEMENT

THIS AGREEMENT is entered into by and between Ciro Paone S.p.A., an Italian
corporation having a place of business at Via San Pasquale a Chiaia 83, I-80121 Napoli (NA),
Ttaly (hereinafter, “Ciro Paone”) and Parfums Ciro GmbH, a German limited liability company
having a place of business at Jaffestrasse 12, 21109 Hamburg, Germany (hereinafter, “Parfums
Ciro”).

The parties are owners of various trademarks.
Ciro Paone is owner of the following trademarks:

CIRO PAONE International Reg. No. 514178

CIRO PAONE Canada Reg. No. TMA374607

CIRO PAONE Italian Registration no. 362019000055101
CIRO PAONE Japanese Registration no. 4719594

CIRO PAONE US application no. 98403463

Parfums Ciro is owner of the following trademarks:

CIRO International Reg.No. 1307749,

CIRO EU Reg. No. 012702361

CIRO DE Reg. No. 3020160138072

CIRO UK Reg. No. 00912702361

CIRO UK Reg. No. 00801307749

CIRO Gardenia Sauvage DE No. 3020160138056
CIRO Le Chypre du Nil DE No.3020160138064
CIRO Chevalier de la Nuit DE No. 302016013872
CIRO Maskee DE No. 3020160257691

CIRO Floveris DE No. 3020160257705

CIRO Bougquet Antique DE No. 3020160257799
CIRO Ptah DE No. 3020160329277

CIRO L Heure Romantique DE No. 3020160329285
CIRO Columbine DE No. 3020160365443

CIRO Camelia du Maroc DE No.3020190005909
CIRO Ambre de Jadis DE No. 3020190005917
CIRO Doux Jasmin DE No. 3020190005933

WHEREAS, Parfums Ciro is the owner of the trademark CIRO for use in the United
States on and in connection with “essential oils; cleaning preparations; soap; deodorant soap;
perfumery; perfume; potpourris; toilet water; room fragrances; air fragrancing preparations; joss
sticks; cosmetic creams; cosmetic preparations for skin care; shaving soap; after-shave lotions;
shampoos” in Class 3, as set forth in its U.S. Trademark Registration No. 5,229,963 therefor (the
“Parfums Ciro Goods” as set forth in the “Parfums Ciro Registration”);



WHEREAS, Ciro Paone is the owner of the trademark CIRO PAONE, for use
internationally and in the United States on and in connection with “bleaching preparations;
cleaning, polishing, degreasing for cleaning purposes and abrasive preparations; non-medicated
soaps, perfumery; essential oils, cosmetics, hair lotion, dentifrices” in Class 3, as well as
additional goods in Classes 18 and 25 as set forth in its International Registration No. 0543546
and its corresponding U.S. Trademark Application No. 79/373,694 therefor (the “Ciro Paone
Goods” as recited in the “Ciro Paone Application);

WHEREAS, the Ciro Paone Application has been refused registration in Class 3 over the
Parfums Ciro Registration; and

WHEREAS, Ciro Paone and Parfums Ciro (hereinafter, “the Parties™) wish to resolve any
related issues regarding the Parties’ use of their respective marks on amicable terms and have
agreed that their respective trademarks can coexist without confusion in the marketplace.

NOW, THEREFORE, for and in consideration of the mutual terms, covenants, terms, and
conditions set forth herein, the Parties agree as follows:

I. Parfums Ciro hereby consents to the use and registration of the CIRO PAONE
trademark by Ciro Paone in connection with the Ciro Paone Goods in the United States and
anywhere in the world.

2. Ciro Paone hereby consents to the use and registration of the CIRO trademark by
Parfums Ciro in connection with Parfums Ciro Goods in the United States and anywhere in the
world. Ciro Paone further consents to Parfums Ciro's use and registration of the CIRO mark,
together with other word elements — except the word element PAONE - in connection with
Parfums Ciro Goods in the United States and anywhere the world. Ciro Paone will not oppose or
apply to cancel the registration of Parfums Ciro's trademarks.

3. The Parties agree and represent that their respective uses of the CIRO PAONE
and CIRO trademarks on their respective goods, as set forth above, have not, to the knowledge of
the Parties, caused any instances of actual confusion, mistake, or deception of the Parties’
respective customers or prospective customers.

4. The Partics agree that their respective uses of the CIRO PAONE and CIRO
trademarks on and in connection with their respective goods, as set forth above, are not likely to
cause confusion, to cause mistake, or to deceive customers and prospective customers. This is
due in large part to the meaning and differences in the marks, including that the term “Ciro” is
known to be a given name and that “Ciro Paone” refers to a specific, renowned designer of
luxury goods, such that the marks are distinguishable by consumers.

b} Ciro Paone agrees not (o use or seek to register the trademark CIRO alone for
Parfums Ciro Goods in the United States or anywhere in the world.



6. Parfums Ciro agrees not to use or seek to register the trademark CIRO PAONE
for goods and/or services of any kind in the United States or anywhere in the world.

7. The Parties believe that this Agreement and the basis for this Agreement, as set
forth herein, are sufficient to avoid any consumer confusion. In the event, however unlikely, that
either party may become aware of possible consumer confusion, the Parties agree to confer and
discuss the possible confusion, o cooperate with each other, and to take such other action
necessary to avoid further confusion from occurring in the future. Specifically, upon any
incident of actual confusion, the parties agree:

a) to immediately provide any confused consumer with the other party’s accurate

contact information; and

b) to inform the other party of the incident.

8. Upon execution of this Agreement, Ciro Paone will file a response in the Ciro
Paone Application informing the Examiner of this Agreement and requesting registration over
the Parfums Ciro Registration. Parfums Ciro agrees to execute any reasonably required
document, as may be agreed to by the Parties, to further the purpose of this Agreement.

9. This Agreement shall be binding upon and inure to the benefit of the Parties, their
respective successors, assigns and licensees, and any corporation, partnership or other legal
entity that owns or controls, or is owned or controlled by either party.

10. Ciro Paone shall bear a flat fee of $2,000 for the costs connected with this
Agreement.

11. This document constitutes the entire agreement between the Parties with respect
to the subject matter discussed herein, and any modification of this document shall be in writing
and shall be signed by a duly authorized representative of each party. There are no
understandings, representations, or warranties except as expressly set forth, and no rights are
granted by this Agreement except as expressly set forth herein.

IN WITNESS WHEREOF, the Parties hereto have caused this Agreement to be executed
by their duly authorized representatives. The effective date of this Agreement shall be the date
of the last signature below.

Ciro Paone, S.p.A.

LELS Cahty
ey




