To: DAVID L. REIN JR.(ekdkdocket@avekip.com)

Subj ect: U.S. Trademark Application Serial No. 79308121 - PRISM - - 1293.003
Sent: March 21, 2024 02:23:51 PM EDT

Sent As.  tmng.notices@uspto.gov

Attachments

United States Patent and Trademark Office (USPTO)
Office Action (Official Letter) About Applicant’s Trademark Application

U.S. Application Serial No. 79308121

Mark: PRISM

Correspondence Address:
David L. Rein Jr.

AVEK IP,LLC

7285 W. 132nd Street, Suite 340
Overland Park KS 66213
UNITED STATES

Applicant: Prism Spirits Pty Ltd
Reference/Docket No. 1293.003

Correspondence Email Address: ekdkdocket@avekip.com

SUBSEQUENT FINAL OFFICE ACTION

International Registration No. 1584606
Issuedate: March 21, 2024

The USPTO must receive applicant’s response to this letter within six months of the issue date
below or the application will be abandoned. Respond using the Trademark Electronic Application
System (TEAS). A link to the appropriate TEAS response form appears at the end of this Office action.
The USPTO must receive applicant’s response to this letter within six months of the issue date
below or the application will be abandoned. Respond using the Trademark Electronic Application
System (TEAS). A link to the appropriate TEAS response form appears at the end of this Office action.

Introduction
In a previous Office action dated July 12, 2023, action on this application was suspended pending

resolution of Cancellation No. 92081794, which concerned U.S. Registration No. 3317404, a registered
mark that conflicts with the applied-for mark under Trademark Act Section 2(d). The cancellation
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proceeding has been terminated, and the registered mark has not been cancelled.

In the previous Office action, registration of the applied-for mark was also refused pursuant to
Trademark Act Section 2(d) for a likelihood of confusion with the mark in U.S. Registration No.
4603054.

The Trademark Act Section 2(d) refusal for a likelihood of confusion with the marks in U.S.
Registration Nos. 3317404 and 4603054 is maintained and made FINAL. See 37 C.F.R. 82.63(b);
TMEP §714.04.

Section 2(d) Refusal: Likelihood of Confusion with the Marksin U.S. Reqgistration Nos. 3317404
and 4603054

Registration of the applied-for mark remains refused because of a likelihood of confusion with the
marks in U.S. Registration Nos. 3317404 and 4603054. Trademark Act Section 2(d), 15 U.S.C.
81052(d); see TMEP 881207.01 et seq. See the registrations attached to 9/17/21 Office action.

Summary of Section 2(d)

Trademark Act Section 2(d) bars registration of an applied-for mark that is so similar to a registered
mark that it is likely consumers would be confused, mistaken, or deceived as to the commercia source
of the goods of the parties. See 15 U.S.C. 81052(d). Likelihood of confusion is determined on a case-
by-case basis by applying the factors set forth in Inre E. 1. du Pont de Nemours & Co., 476 F.2d 1357,
1361, 177 USPQ 563, 567 (C.C.P.A. 1973) (called the “du Pont factors’). Inrei.am.symbolic, lIc, 866
F.3d 1315, 1322, 123 USPQ2d 1744, 1747 (Fed. Cir. 2017). Any evidence of record related to those
factors need be considered; however, “not al of the DuPont factors are relevant or of similar weight in
every case.” Inre Guild Mortg. Co., 912 F.3d 1376, 1379, 129 USPQ2d 1160, 1162 (Fed. Cir. 2019)
(quoting In re Dixie Rests., Inc., 105 F.3d 1405, 1406, 41 USPQ2d 1531, 1533 (Fed. Cir. 1997)).

The overriding concern is not only to prevent buyer confusion as to the source of the goods, but to
protect the registrant from adverse commercial impact due to use of a similar mark by a
newcomer. See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993).
Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor of the
registrant. TMEP 81207.01(d)(i); see Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261,
1265, 62 USPQ2d 1001, 1003 (Fed. Cir. 2002).

Although not all du Pont factors may be relevant, there are generaly two key considerations in any
likelihood of confusion analysis: (1) the similarities between the compared marks and (2) the
relatedness of the compared goods. Seeln re i.am.symbolic, llc, 866 F.3d at 1322, 123 USPQ2d at
1747 (quoting Herbko Int’'l, Inc. v. Kappa Books, Inc., 308 F.3d 1156, 1164-65, 64 USPQ2d 1375,
1380 (Fed. Cir. 2002)); TMEP §1207.01.

Similarity of the Marks

The applied-for mark is PRISM. The registered marks are PRISM (U.S. Registration No. 3317404)
and PRISMA (U.S. Registration No. 4603054).

When comparing marks, “[t]he proper test is not a side-by-side comparison of the marks.” Cai v.
Diamond Hong, Inc., 901 F.3d 1367, 1373, 127 USPQ2d 1797, 1801 (Fed. Cir. 2018) (quoting Coach



Servs, Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1368, 101 USPQ2d 1713, 1721 (Fed. Cir.
2012)); TMEP 81207.01(b). Instead, marks are compared in their entireties for similarities in
appearance, sound, connotation, and commercial impression. Sone Lion Capital Partners, LP v. Lion
Capital LLP, 746 F.3d 1317, 1321, 110 USPQ2d 1157, 1160 (Fed. Cir. 2014) (quoting Palm Bay Imps.,
Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 1371, 73 USPQ2d 1689,
1691 (Fed. Cir. 2005)); TMEP 81207.01(b)-(b)(v). “Similarity in any one of these elements may be
sufficient to find the marks confusingly similar.” Inrelnnat &. John’'s, LLC, 126 USPQ2d 1742, 1746
(TTAB 2018) (citing In re Davia, 110 USPQ2d 1810, 1812 (TTAB 2014)), aff' d per curiam, 777 F.
App’'x 516, 2019 BL 343921 (Fed. Cir. 2019); TMEP §1207.01(b).

In this case, the applied-for mark and the mark in U.S. Registration No. 3317404 are identica in
appearance, sound, and meaning, “and have the potential to be used . . . in exactly the same manner.” In
rei.am.symbolic, llc, 116 USPQ2d 1406, 1411 (TTAB 2015), aff'd, 866 F.3d 1315, 123 USPQ2d 1744
(Fed. Cir. 2017). Additionally, because they are identical, these marks are likely to engender the same
connotation and overall commercial impression when considered in connection with applicant’s and
registrant’ s respective goods. 1d.

Similarly, a non-English equivalent of the applied-for mark comprises the entirety of the mark in U.S.
Registration No. 4603054. See, e.g., Trandation Satement in U.S. Registration No. 4603054 attached
to 9/17/21 Office action; see also, trandation evidence from www.collinsdictionary.com and
http://trand ate.google.com attached to 12/21/22 Office action. Marks comprised of wording from a
modern foreign language are translated into English to determine similarity in meaning and connotation
with English word marks. See Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee en
1772, 396 F.3d 1369, 1377, 73 USPQ2d 1689, 1696 (Fed. Cir. 2005). The registered mark is in
Spanish, which is a common modern language. See Ricardo Media, Inc. v. Inventive Software, LLC,
2019 USPQ2d 311355 (TTAB 2019) (Spanish). This equivalence in meaning and connotation is
sufficient to find the marks confusingly similar. See In re Aquamar, Inc., 115 USPQ2d at 1127-28; In
re Thomas, 79 USPQ2d at 1025.

For these reasons, the applied-for and registered marks are confusingly similar.

Relatedness of the Goods

Applicant seeks to register its mark for "Spirits in the nature of beverages; gin; vodka; whisky; rum;
distilled beverages in the nature of liquor, none of the aforementioned being made from grapes or
wine’. The registered marks are for “Wine”.

Applicant suggests that there is no likelihood of confusion because the parties goods differ. See, 4/4/22
response to Office action at page 4. It is well-settled that the compared goods need not be identical or
even competitive to find a likelihood of confusion. See On-line Careline Inc. v. Am. Online Inc., 229
F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000); TMEP 81207.01(a)(i). They need only be
“related in some manner and/or if the circumstances surrounding their marketing are such that they
could give rise to the mistaken belief that [the goods and/or services] emanate from the same
source.” Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369, 101 USPQ2d 1713, 1722
(Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechder, 83 USPQ2d 1715, 1724 (TTAB 2007)); TMEP
§1207.01(a)(i).

For example, various alcoholic beverages have been shown to be related goods for purposes of a
Trademark Act Section 2(d) analysis. In re Kysela Pere et Fils Ltd., 98 USPQ2d 1261 (TTAB 2011)



(holding HB for wine likely to be confused with HB and design for beer). The goods at issue in this
case are various alcoholic beverages.

Applicant contends that its goods are not related to registrants goods because a single individua that
worked in the liquor industry says as much. 6/21/23 request for reconsideration at pages 3-5, citing
Declaration attached thereto as Ex. B. The Federal Circuit and Trademark Trial and Appea Board
have found the opposite, namely, that various types of acoholic beverages are related. See, e.g., Inre
Chatham Int'l Inc., 380 F.3d 1340, 71 USPQ2d 1944 (Fed. Cir. 2004). Moreover, the Internet evidence
of record and the evidence from the USPTO's X-Search database attached to the July 12, 2023
suspension letter establishes the relatedness of the goods. The evidence from the USPTO's X-Search
database consists of a number of third-party marks registered for use in connection with the same or
similar goods as those of both applicant and registrants in this case.

Applicant asserts that the evidence of record
from www.gervasivineyard.com, https://mountainviewvineyard.com, and https://oldhousetoday.com,
which consists of excerpts from websites of entities that produce spirits and wine, is insufficient to
establish relatedness of spirits and wine because the entities that are the subjects of the websites are not
"leading supplier[s]" of the goods. 4/4/22 response to Office action at pages 4-5; 6/21/23 request for
reconsideration at page 5. The evidence establishes that the goods are commercially related. See
Coach Servs,, Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369-71, 101 USPQ2d 1713, 1722-23
(Fed. Cir. 2012); TMEP 8§81207.01, 1207.01(a)(vi). More specifically, it shows that the same entity
commonly produces the relevant goods and markets them under the same mark and the relevant goods
are used by the same classes of consumers. The level of fame of these entities is not pertinent to the
relatedness of the goods.

Applicant takes further issue with the Internet evidence of record because several of the websites do not
allow purchase of distilled spirits online, two of the websites allow online purchases only in certain
states, and one has limited quantities of the goods available. 6/21/23 request for reconsideration at
page 5. The identification in the application and registrations at issue in this case are not limited with
regard to channels of trade, and, accordingly, it can be presumed that the goods in the application and
registration are available in al normal trade channels for the goods, which include distilleries and
online. Further, applicant seeks and registrants have geographically unrestricted registrations. The
owner of a registration without specified limitations enjoys a presumption of exclusive right to
nationwide use of the registered mark under Trademark Act Section 7(b), 15 U.S.C. 81057(b),
regardless of its actual extent of use. Giant Food, Inc. v. Nation’s Foodservice, Inc., 710 F.2d 1565,
1568, 218 USPQ 390, 393 (Fed. Cir. 1983).

Thus, applicant’s and registrants goods are considered related for likelihood of confusion
purposes. See, e.g., Inre Davey Prods. Pty Ltd., 92 USPQ2d 1198, 1202-04 (TTAB 2009).

Other Factor

Applicant suggests that the registered marks are not entitled to protection from registration of the
applied-for mark because PRISM is weak due to the fact that it is suggestive and used by multiple
entities. 4/4/22 response to Office action at pages 1-4; 6/21/23 request for reconsideration at pages 1-
3. By applicant's own explanation, PRISM is distinctive for the relevant goods. See, 6/21/23 request
for reconsideration at pages 1-2. In particular, a prism is a triangular transparent object in triangular
form with refracting surfaces at an acute angle with each other that separates white light into a
spectrum of colors. See, id. Applicant contends that, in the context of the relevant goods, the term
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"suggests that one can detect several different flavors®. 1d. The definition of prism does not relate, in
any way, to flavors or beverages. Id.

With regard to others use of the term, several of the uses identified by applicant are for goods that are
not similar to the goods at issue in this case, such as awine glass and a drinking accessory. See, id. In
the remaining six uses identified by applicant, the wording PRISM is accompanied by inherently
distinctive matter. See, id. These distinctions between the uses identified by the applicant are
sufficient for consumers to distinguish them from each other. However, the entirety of the applied-for
mark isthe term PRISM combined with generic matter.

Moreover, the weakness of a particular mark is generally determined in the context of the number and
nature of similar marks in use in the marketplace in connection with similar goods. See Nat’'| Cable
Tel. Ass'n, Inc. v. Am. Cinema Editors, Inc., 937 F.2d 1572, 1579-80, 19 USPQ2d 1424, 1430 (Fed.
Cir. 1991). While evidence of widespread third-party use of similar marks with similar goods “is
relevant to show that amark isrelatively weak and entitled to only a narrow scope of protection” in that
particular industry or field, evidence comprising only a small number of third-party uses, as in the
present case, is generally entitled to little weight in determining the strength of a mark. Omaha Seaks
Int'l, Inc. v. Greater Omaha Packing Co., 908 F.3d 1315, 1324, 128 USPQ2d 1686, 1693 (Fed. Cir.
2018) (quoting Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee en 1772, 396 F.3d
1369, 1373, 73 USPQ2d 1689, 1693 (Fed. Cir. 2005)). These few registrations are “not evidence of
what happens in the market place or that customers are familiar with them.” AMF Inc. v. Am. Leisure
Prods., Inc., 474 F.2d at 1406, 177 USPQ at 2609.

Further, the Court of Appeals for the Federa Circuit and the Trademark Trial and Appeal Board have
recognized that marks deemed “weak” are still entitled to protection under Section 2(d) against the
registration by a subsequent user of a similar mark for closely related goods. TMEP
§1207.01(b)(ix); see King Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 1401, 182 USPQ
108, 109 (C.C.P.A. 1974). Asset forth above, applicant’ s and registrants goods are closely related.

Conclusion

For the foregoing reasons, the Trademark Act Section 2(d) refusal for a likelihood of confusion with
the marksin U.S. Registration Nos. 3317404 and 4603054 is continued and made final.

Response to Office Action Required to Avoid Abandonment

How to respond. Click to file a response to this final Office action and/or appeal it to the
Trademark Trial and Appeal Board (TTAB).

/Jeanine Gagliardi/

Jeanine Gagliardi

Examining Attorney
LO120--LAW OFFICE 120
(571) 272-3177
Jeanine.Gagliardi @USPTO.GOV
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RESPONSE GUIDANCE

* Missing the response deadline will cause the application to abandon. A response or notice of
appeal must be received by the USPTO before midnight Eastern Time of the last day of the
response period. TEAS and ESTTA maintenance or unforeseen circumstances could affect an
applicant’s ability to timely respond.

» Responses signed by an unauthorized party are not accepted and can cause the application to
abandon. If applicant does not have an attorney, the response must be signed by the individual
applicant, al joint applicants, or someone with legal authority to bind a juristic applicant. If
applicant has an attorney, the response must be signed by the attorney.

» If needed, find contact information for the supervisor of the office or unit listed in the
signature block.
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United States Patent and Trademark Office (USPTO)
USPTO OFFICIAL NOTICE

Office Action (Official Letter) hasissued
on March 21, 2024 for
U.S. Trademark Application Serial No. 79308121

A USPTO examining attorney has reviewed your trademark application and issued an Office
action. Y ou must respond to this Office action to avoid your application abandoning. Follow
the steps below.

(1) Read the Office action. Thisemail isNOT the Office action.

(2) Respond to the Office action by the deadline using the Trademark Electronic Application
System (TEAS) or the Electronic System for Trademark Trials and Appeals (ESTTA), as
appropriate. Y our response and/or appeal must be received by the USPTO on or before 11:59
p.m. Eastern Time of the last day of the response deadline. Otherwise, your application will
be abandoned. See the Office action itself regarding how to respond.

(3) Direct general questions about using USPTO electronic forms, the USPTO website, the
application process, the status of your application, and whether there are outstanding deadlines
to the Trademark Assistance Center (TAC).

After reading the Office action, address any question(s) regarding the specific content to the
USPTO examining attorney identified in the Office action.

GENERAL GUIDANCE

» Check the status of your application periodically in the Trademark Status &
Document Retrieval (TSDR) database to avoid missing critical deadlines.

» Update your correspondence email addressto ensure you receive important USPTO
notices about your application.

» Beware of trademark-related scams. Protect yourself from people and companies that
may try to take financial advantage of you. Private companies may call you and pretend
to be the USPTO or may send you communications that resemble official USPTO
documentsto trick you. We will never request your credit card number or social security
number over the phone. Verify the correspondence originated from us by using your
serial number in our database, TSDR, to confirm that it appears under the “Documents”
tab, or contact the Trademark Assistance Center.
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» HiringaU.S-licensed attorney. If you do not have an attorney and are not required to
have one under the trademark rules, we encourage you to hire a U.S.-licensed attorney
specializing in trademark law to help guide you through the registration process. The
USPTO examining attorney is not your attorney and cannot give you legal advice, but
rather works for and represents the USPTO in trademark matters.
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