
To: Premier Stationery Products Ltd (dcdocketing@hdp.com)

Subject: U.S. Trademark Application Serial No. 79263434 - PREMIER - 6142-200081

Sent: November 11, 2021 09:59:51 AM

Sent As: ecom105@uspto.gov

Attachments:

 
United States Patent and Trademark Office (USPTO)

Office Action (Official Letter) About Applicant’s Trademark Application
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dcdocketing@hdp.com

 

 

 

FINAL OFFICE ACTION

 

The USPTO must receive applicant’s response to this letter within six months of the issue date below or the application will be abandoned. 

Respond using the Trademark Electronic Application System (TEAS) and/or Electronic System for Trademark Trials and Appeals (ESTTA).  A
link to the appropriate TEAS response form and/or to ESTTA for an appeal appears at the end of this Office action. 

 

 

Issue date:  November 11, 2021

 

International Registration No. 1478188

mailto:dcdocketing@hdp.com
https://www.uspto.gov/trademarks-application-process/abandoned-applications


 

This office action is in response to Applicant’s communication submitted on 10/22/21.  

 

In the most recent office action dated 4/22/21, Applicant was required to amend its identification of goods and services in classes 9, 16 and 35
because some of the wording remained unclear and included incorrect punctuations in the case of class 35.  In its response, Applicant made
several amendments to the identification, while not addressing other issues.

 

Therefore, the examining attorney is issuing the following FINAL refusal with respect to the identification of goods and services issue.  Please
note that the Section 2(d) refusal raised in the prior office actions and the denial to applicant’s request for reconsideration is hereby maintained
and continued. 

 

IDENTIFICATION OF GOODS AND SERVICES

 

As identified below, some of the wording in the identification of goods and services remains unclear and must be clarified to identify the
common commercial name of the product associated with the mark. See 37 C.F.R. §2.32(a)(6); TMEP §1402.01.

 

As stated in prior office actions, an Applicant may amend the identification to clarify or limit the goods and/or services, but not to broaden or
expand the goods and/or services beyond those in the original application or as acceptably amended.  See 37 C.F.R. §2.71(a); TMEP §1402.06. 
Generally, any deleted goods and/or services may not later be reinserted.  See TMEP §1402.07(e).  Additionally, for applications filed under
Trademark Act Section 66(a), the scope of the identification for purposes of permissible amendments is limited by the international class
assigned by the International Bureau of the World Intellectual Property Organization (International Bureau); and the classification of goods
and/or services may not be changed from that assigned by the International Bureau.  37 C.F.R. §2.85(d); TMEP §§1401.03(d), 1904.02(b). 
Further, in a multiple-class Section 66(a) application, classes may not be added or goods and/or services transferred from one existing class to
another.  37 C.F.R. §2.85(d); TMEP §1401.03(d).

 

With respect to class 35, Applicant must correct the punctuation in the identification to clarify the individual items in the list of goods and/or
services.  See 37 C.F.R. §2.32(a)(6); TMEP §1402.01(a).  Proper punctuation in identifications is necessary to delineate explicitly each product
or service within a list and to avoid ambiguity.  Commas, semicolons, and apostrophes are the only punctuation that should be used in an
identification of goods and/or services.  TMEP §1402.01(a). 

 

In general, commas should be used in an identification (1) to separate a series of related items identified within a particular category of goods or
services, (2) before and after “namely,” and (3) between each item in a list of goods or services following “namely” (e.g., personal care
products, namely, body lotion, bar soap, shampoo).  Id.  Semicolons generally should be used to separate a series of distinct categories of goods
or services within an international class (e.g., personal care products, namely, body lotion; deodorizers for pets; glass cleaners).  Id.   Therefore,
for class 35, Applicant must delete the use of semicolons to delineate separate goods sold through the retail and wholesale store channels, and
replace the semicolons with commas.

 

The USPTO has the discretion to determine the degree of particularity needed to clearly identify goods and/or services covered by a mark. In re
Fiat Grp. Mktg. & Corp. Commc’ns S.p.A , 109 USPQ2d 1593, 1597 (TTAB 2014) (citing In re Omega SA, 494 F.3d 1362, 1365, 83 USPQ2d
1541, 1543-44 (Fed. Cir. 2007)). Accordingly, the USPTO requires the description of goods and/or services in a U.S. application to be specific,
definite, clear, accurate, and concise. TMEP §1402.01; see In re Fiat Grp. Mktg. & Corp. Commc’ns S.p.A , 109 USPQ2d at 1597-98; Cal.
Spray-Chem. Corp. v. Osmose Wood Pres. Co. of Am., 102 USPQ 321, 322 (Comm’r Pats. 1954).

 

The purpose of the identification of goods and/or services is to provide the general population, including consumers and members of the relevant
industry, with an understandable description of the goods and services, which is done by using the common commercial name for the goods
and/or services. In re Gulf Coast Nutritionals, Inc., 106 USPQ2d 1243, 1247 (TTAB 2013) (citing In re Sones, 590 F.3d 1282, 1289, 93 USPQ2d
1118, 1124 (Fed. Cir. 2009)). If there is no common, ordinary name for the goods and/or services, applicant should describe the goods and/or
services using wording that would be generally understood by the average person. See Schenley Indus., Inc. v. Battistoni, 112 USPQ 485, 486
(Comm’r Pats. 1957); Cal. Spray-Chem. Corp. v. Osmose Wood Pres. Co. of Am., 102 USPQ 321, 322 (Comm’r Pats. 1954); TMEP §1402.01.

An in depth knowledge of the relevant field should not be necessary for understanding a description of the goods and/or services. TMEP
§1402.01. “[T]echnical, high-sounding verbiage” should be avoided. Cal. Spray-Chem. Corp. v. Osmose Wood Pres. Co. of Am., 102 USPQ at
322.

 

Applicant must address the following issues and may adopt the suggested language, if accurate:



Please note that the suggested language is underlined.

International Class 9 - Calculators; magnets; magnifying glasses; covers adapted for laptops, namely _________ (Applicant must specify the
types of covers, e.g. neoprene covers for laptops, vinyl covers for laptops.); headphones; bags adapted for laptops; USB card readers; protective
covers adapted for laptops

 

International Class 16 - Stationery; printed matter, namely, books and flashcards in the field of maths, science, English; paper; graph paper;
tracing paper; tissue paper; cards, namely, flash cards, greetings cards; postcards; envelopes; notebooks; note pads; writing pads; document
folders in the form of wallets; scrapbooks; sketch books; children's colouring and activity books; carbon paper; document files; ring binders;
folders, namely __________ (Applicant must specify the type of folders, e.g. hanging folders, file folders.); box files for storage of magazines,
business and personal records; paper expanding files; diaries; day planners in the nature of printed matter; clipboards; paperclips; corkboard pins;
office staplers; staples for offices; rulers, namely, drawing and ungraduated rulers; office hole punches; adhesive tape dispensers for household or
stationery use; adhesive tape for stationery and household purposes; adhesive labels; pen holders; ink stamps; pens; pencils; colouring pencils;
drawing pencils; charcoal pencils; felt tip markers; chalk; highlighters, namely, highlighter pens, highlighting pens and markers; correction pens;
erasers; pencil sharpeners; rubber bands; pencil cases; paper tags; painting sets for artists in the nature of children; painting sets for children;
paint brushes; artists canvases for painting; paint boxes and brushes for use in schools and sold as a unit; office glue; artists' materials, namely,
paint (Paint belongs in class 2 and therefore can not be added to this application.), paintbrushes, pencils, sketch pads; modelling clay; glitter pens
and glue for stationery purposes; craft glitter for stationery purposes; chalk boards in the nature of blackboards; mounting boards; memorandum
boards; printed charts; printed wall charts; educational books in the field of math, English, science; dictionaries; blank flip charts; laminating
machines for office use; set squares for drawing; T-squares for drawing; drawing compasses; paper bags; carrier grocery and merchandise bags;
cardboard tubes; cardboard boxes; air bubble plastics packs for wrapping; hand-held paper knives

 

International Class 35 - Retail and wholesale store services featuring scissors, calculators, magnets, magnifying glasses, covers adapted for
laptops, headphones, bags adapted for laptops, USB card readers, stationery, printed matter, namely, books, flash cards in the field of maths,
English, science, paper, graph paper, tracing paper, tissue paper, cards, namely, flash cards, greetings cards, postcards, envelopes, notebooks,
note pads, writing pads, document folders in the form of wallets, scrapbooks, sketch books, children's colouring and activity books, carbon paper,
document files, ring binders, folders, box files for storage of magazines, business and personal records, paper expanding files, diaries, day
planners in the nature of printed matter, clipboards, paperclips, corkboard pins, office staplers, staples, rulers, namely, drawing and ungraduated
rulers, office hold punches, adhesive tape dispensers for household or stationery use, adhesive tape for stationery and household purposes,
adhesive labels, pen holders, ink stamps, pens, pencils, colouring pencils, colouring pens, drawing pencils, charcoal pencils, felt tip markers,
chalk, highlighters, namely, highlighter pens, highlighting pens and markers, correction pens, erasers, pencil sharpeners, rubber bands, pencil
cases, paper tags, painting sets for artists, painting sets for children, paint brushes, artists canvases, paint boxes and brushes for use in schools and
sold as a unit, office glue, artists' materials, namely, paints, paint brushes, pencils, sketch pads, modelling clay, glitter pens and glue for
stationery purposes, craft glitter for stationery purposes, chalk boards in the nature of blackboards, mounting boards, memorandum boards,
printed charts, printed wall charts, educational books in the field of math, English, science, dictionaries, blank flip charts, laminating machines
for office use, set squares for drawing, T-squares for drawing, drawing compasses, paper bags, carrier grocery and merchandise bags, cardboard
boxes, air bubble plastics packs for wrapping, hand-held paper knives, paint, varnishes, bags, namely, paper bags, tote bags, plastic bags, plastic
boxes for storage purposes, hook and loop fasteners, electric glue guns, felt, namely, felt cloth, foam, namely, foam rubber, drinking bottles,
lunch boxes, aprons, metal cash boxes, cork boards, string

 

The wording in class 8 is acceptable.

 

For assistance with identifying and classifying goods and services in trademark applications, please see the USPTO’s online searchable U.S.
Acceptable Identification of Goods and Services Manual at http://tess2.uspto.gov/netahtml/tidm.html. See TMEP §1402.04.

 

Abandonment Advisory

If applicant does not respond to this Office action within the six-month period for response, the following goods and/or services will be deleted
from the application:

 

 

Class 9 – covers adapted for laptops

 

Class 16 – painting sets for artists; painting sets for children; paint brushes; artists canvases; paint boxes and brushes for use in schools and sold
as a unit; artists' materials, namely, paint, paintbrushes; Stationery; pen holders; ink stamps; pens; pencil cases; folders; staples

 

Class 35 – headphones; bags adapted for laptops, USB card readers, stationery, printed matter, namely, books, flash cards in the field of maths,
English, science; paper; graph paper; tracing paper; tissue paper; cards, namely, flash cards, greetings cards; postcards; envelopes; notebooks;

http://tess2.uspto.gov/netahtml/tidm.html


note pads; writing pads; document folders in the form of wallets; scrapbooks; sketch books; children's colouring and activity books; carbon
paper; document files; ring binders; folders; box files for storage of magazines, business and personal records; paper expanding files; diaries; day
planners in the nature of printed matter; clipboards; paperclips; corkboard pins; office staplers; staples; rulers, namely, drawing and ungraduated
rulers; office hold punches; adhesive tape dispensers for household or stationery use; adhesive tape for stationery and household purposes;
adhesive labels; pen holders; ink stamps; pens; pencils; colouring pencils; colouring pens; drawing pencils; charcoal pencils; felt tip markers;
chalk; highlighters, namely, highlighter pens, highlighting pens and markers; correction pens; erasers; pencil sharpeners; rubber bands; pencil
cases; paper tags; painting sets for artists; painting sets for children; paint brushes; artists canvases; paint boxes and brushes for use in schools
and sold as a unit; office glue; artists' materials, namely, paints, paint brushes, pencils, sketch pads; modelling clay; glitter pens and glue for
stationery purposes; craft glitter for stationery purposes; chalk boards in the nature of blackboards; mounting boards; memorandum boards;
printed charts; printed wall charts; educational books in the field of math, English, science; dictionaries; blank flip charts; laminating machines
for office use; set squares for drawing; T-squares for drawing; drawing compasses; paper bags; carrier grocery and merchandise bags; cardboard
boxes; air bubble plastics packs for wrapping; hand-held paper knives, paint, varnishes, bags, namely, paper bags, tote bags, plastic bags, plastic
boxes for storage purposes, hook and loop fasteners, electric glue guns, felt, namely, felt cloth, foam, namely, foam rubber, drinking bottles,
lunch boxes, aprons, metal cash boxes, cork boards, string

 

The application will then proceed with the following goods and/or services only: 

 

Class 8 – scissors

 

 

Class 9 - Calculators; magnets; magnifying glasses; headphones; bags adapted for laptops; USB card readers; protective covers adapted for
laptops

 

Class 16 – printed matter, namely, books and flashcards in the field of math, science, English; paper; graph paper; tracing paper; tissue paper;
cards, namely, flash cards, greetings cards; postcards; envelopes; notebooks; note pads; writing pads; document folders in the form of wallets;
scrapbooks; sketch books; children's colouring and activity books; carbon paper; document files; ring binders; box files for storage of magazines,
business and personal records; paper expanding files; diaries; day planners in the nature of printed matter; clipboards; paperclips; corkboard pins;
office staplers; rulers, namely, drawing and ungraduated rulers; office hole punches; adhesive tape dispensers for household or stationery use;
adhesive tape for stationery and household purposes; adhesive labels; pencils; colouring pencils; drawing pencils; charcoal pencils; felt tip
markers; chalk; highlighters, namely, highlighter pens, highlighting pens and markers; correction pens; erasers; pencil sharpeners; rubber bands;
paper tags; office glue; artists' materials, namely, pencils, sketch pads; modelling clay; glitter pens and glue for stationery purposes; craft glitter
for stationery purposes; chalk boards in the nature of blackboards; mounting boards; memorandum boards; printed charts; printed wall charts;
educational books in the field of math, English, science; dictionaries; blank flip charts; laminating machines for office use; set squares for
drawing; T-squares for drawing; drawing compasses; paper bags; carrier grocery and merchandise bags; cardboard tubes; cardboard boxes; air
bubble plastics packs for wrapping; hand-held paper knives

 

Class 35 – Retail and wholesale store services featuring scissors, calculators, magnets, magnifying glasses, covers adapted for laptops

 

See 37 C.F.R. §2.65(a)-(a)(1); TMEP §718.02(a).

 

Response Guidelines

 

To expedite prosecution of the application, applicant is encouraged to file its response to this Office action online via the Trademark Electronic
Application System (TEAS), which is available at http://www.uspto.gov/trademarks/teas/index.jsp.  If applicant has technical questions about the
TEAS response to Office action form, applicant can review the electronic filing tips available online at
http://www.uspto.gov/trademarks/teas/e_filing_tips.jsp and e-mail technical questions to TEAS@uspto.gov.

 

 

How to respond.  Click to file a request for reconsideration of this final Office action that fully resolves all outstanding requirements and
refusals and/or click to file a timely appeal to the Trademark Trial and Appeal Board (TTAB) with the required filing fee(s).

 

 

Alain (Alan) Lapter, Esq.

http://www.uspto.gov/trademarks/teas/index.jsp
http://www.uspto.gov/trademarks/teas/e_filing_tips.jsp
mailto:TEAS@uspto.gov
http://teas.uspto.gov/office/rfr/
http://estta.uspto.gov/


/Alain Lapter/

Trademark Examining Attorney

Law Office 105

email: alain.lapter@uspto.gov

phone: 571-272-3162

 

 

RESPONSE GUIDANCE

Missing the response deadline to this letter will cause the application to abandon.  A response or notice of appeal must be received by
the USPTO before midnight Eastern Time of the last day of the response period.  TEAS and ESTTA maintenance or unforeseen
circumstances could affect an applicant’s ability to timely respond.  

 

Responses signed by an unauthorized party are not accepted and can cause the application to abandon.  If applicant does not have an
attorney, the response must be signed by the individual applicant, all joint applicants, or someone with legal authority to bind a juristic
applicant.  If applicant has an attorney, the response must be signed by the attorney.

 
If needed, find contact information for the supervisor of the office or unit listed in the signature block.

 

https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://www.uspto.gov/trademarks-application-process/filing-online/filing-documents-during-outage
https://www.uspto.gov/trademarks-application-process/filing-online/filing-documents-during-outage
https://www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions
https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068.html
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068.html
https://www.uspto.gov/trademark/contact-trademarks/other-trademark-contact-information


To: Premier Stationery Products Ltd (dcdocketing@hdp.com)

Subject: U.S. Trademark Application Serial No. 79263434 - PREMIER - 6142-200081

Sent: November 11, 2021 09:59:53 AM

Sent As: ecom105@uspto.gov

Attachments:

 
United States Patent and Trademark Office (USPTO)

 

USPTO OFFICIAL NOTICE

 

Office Action (Official Letter) has issued

on November 11, 2021 for

U.S. Trademark Application Serial No. 79263434

 
Your trademark application has been reviewed by a trademark examining attorney.  As part of that review, the assigned attorney has issued
an official letter that you must respond to by the specified deadline or your application will be abandoned.  Please follow the steps below.

 

(1)  Read the official letter.

 

(2)  Direct questions about the contents of the Office action to the assigned attorney below. 

 

 

Alain (Alan) Lapter, Esq.

/Alain Lapter/

Trademark Examining Attorney

Law Office 105

email: alain.lapter@uspto.gov

phone: 571-272-3162

 

Direct questions about navigating USPTO electronic forms, the USPTO website, the application process, the status of your application,
and/or whether there are outstanding deadlines or documents related to your file to the Trademark Assistance Center (TAC).

 

(3)  Respond within 6 months (or earlier, if required in the Office action) from November 11, 2021, using the Trademark Electronic
Application System (TEAS).  The response must be received by the USPTO before midnight Eastern Time of the last day of the response
period.  See the Office action for more information about how to respond

 

 

 

GENERAL GUIDANCE
·         Check the status of your application periodically in the Trademark Status & Document Retrieval (TSDR) database to avoid missing

critical deadlines.
 

·         Update your correspondence email address, if needed, to ensure you receive important USPTO notices about your application.

mailto:dcdocketing@hdp.com
https://www.uspto.gov/trademarks-application-process/abandoned-applications
http://tsdr.uspto.gov/view.action?sn=79263434&type=OOA&date=20211111#tdrlink
http://tsdr.uspto.gov/view.action?sn=79263434&type=OOA&date=20211111#tdrlink
https://www.uspto.gov/trademark
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/trademarks-application-process/check-status-view-documents
http://tsdr.uspto.gov/
https://teas.uspto.gov/ccr/cca


 

·         Beware of misleading notices sent by private companies about your application.  Private companies not associated with the
USPTO use public information available in trademark registrations to mail and email trademark-related offers and notices – most of which
require fees.  All official USPTO correspondence will only be emailed from the domain “@uspto.gov.”

 

 

 

https://www.uspto.gov/trademarks-getting-started/caution-misleading-notices

