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USPTO-GENERATED IMAGE YES
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ARGUMENT(S)

REQUEST FOR RECONSIDERATION

Applicant’s Mark is not Primarily Merely a Surname

Under §2(e)(4) of the Trademark Act, 15 U.S.C. §1052(e)(4), a mark that is primarily merely a surname is not registrable on the

Principal Register absent a showing of acquired distinctiveness under §2(f), 15 U.S.C. §1052(f). The test for determining whether a mark is

primarily merely a surname depends on the primary significance of the mark as a whole to the purchasing public. In re Hutchinson Tech.

Inc., 852 F.2d 552, 554, 7 USPQ2d 1490, 1492 (Fed. Cir. 1988). The impact the applied-for term has on the purchasing public must be

evaluated to determine whether the primary, and only, significance of the term is a surname significance. TMEP 1211.01, In re Harris-

Intertype Corp., 518 F.2d 629, 186 USPQ 238, 239 (CCPA 1975). Each case must be decided on its own facts, based upon the evidence in the

record. In re Etablissements Darty et Fils, 759 F.2d 15, 17, 225 USPQ 652, 653 (Fed. Cir. 1985). Additionally, there is no rule regarding the

type or amount of evidence necessary to demonstrate that the applied-for mark would be perceived as primarily merely a surname. In re

Eximius Coffee, 120 USPQ2d 1276, 1277 (TTAB 2016).

As outlined by the Examining Attorney, the Trademark Trial and Appeal Board has identified five examples of inquiries that may lead

to evidence regarding the public’s perception of a term’s primary significance: (1) whether the surname is rare; (2) whether the term is the

surname of anyone connected with the applicant; (3) whether the term has any recognized meaning other than as a surname; (4) whether it has

the "structure and pronunciation" of a surname; and (5) whether the stylization of lettering is distinctive enough to create a separate

commercial impression. In re Benthin Mgmt. GmbH, 37 USPQ2d 1332, 1333-1334 (TTAB 1995). Additionally, if there is any doubt as to

whether a term is primarily merely a surname, the Board will resolve the doubt in favor of the applicant. In re Yeley, 85 USPQ2d at 1151; In re

Benthin, 37 USPQ2d at 1334.



The Examining Attorney has provided as evidence for his refusal, information from the Lexis database showing that over 387,000

Americans have “WATSON” as a surname; Wikipedia and Merriam-Webster information showing the term “WATSON” is defined as “a

patronymic surname of English and Scottish origin” and a “biographical name;” and internet pages that say “WATSON” is described as a

“famous Anglo-Scottish surname of great antiquity.”  However, often a word will have a meaning or significance in addition to its

significance as a surname. The examining attorney must determine the primary meaning of the term to the public. TMEP 1211.01(a). If

there is a readily recognized meaning of a term, apart from its surname significance, such that the primary significance of the term is not that of

a surname, registration should be granted on the Principal Register without evidence of acquired distinctiveness. In re Isabella Fiore LLC, 75

USPQ2d 1564 (TTAB 2005).

"The question is not whether a mark having surname significance might also have a non-surname significance, but whether, in the

context of the goods or services at issue, that non-surname significance is the mark's primary significance to the purchasing public, thus

eclipsing and relegating the mark's surname significance to secondary rather than primary status." Mitchell Miller, P.C. v. Miller, 105 USPQ2d

1615, 1621 (TTAB 2013). A Google search conducted on google.com on July 15, 2019 of the term “WATSON” shows the first non-

advertisement hit is to Applicant’s goods and services, IBM WASTON located at https://www.ibm.com/watson. (See Exhibit A attached).

Similarly, the next seven hits also refer to Applicant’s products or services. Also appearing on the right side of the first page of the Google

search results, is the link and image to the Wikipedia page for Watson, Applicant’s famous question answering computer system capable of

answering questions posed in natural language. As mentioned in the last office action response, Applicant’s Watson computer system

famously competed against two human competitors on the quiz show Jeopardy! in 2011, winning the first-place prize of $1,000,000. (See NY

Times article reporting same as Exhibit B attached).

Also on Wikipedia.org, if one enters “Watson” into the search bar, the results page shows a category titled “Computing,” which

appears before the category titled “Names.” The first entry under “Computing” is to Applicant’s Watson computer and business.

(Wikipedia.org, July 15, 2019, see Exhibit C attached). Similarly, and arguably more relevant, on Webopedia, the online tech dictionary for

students, educators and IT professionals, the first entry, as well as several additional entries, is also to Applicant’s Watson computing

platform. (Webopedia.com, July 15, 2019, see Exhibit D attached).

“A trademark is a trademark only if it is used in trade. When it is used in trade it must have some impact upon the purchasing public,

and it is that impact or impression which should be evaluated in determining whether or not the primary significance of a word when applied to

a product is a surname significance. If it is, and it is only that, then it is primarily merely a surname.” In re Harris-Intertype Corp., 518 F.2d

629, 631, 186 USPQ 238, 239 (C.C.P.A. 1975). In the instant case, WATSON as used in the mark WATSON HEALTH, and applied to

Applicant’s goods and services, clearly has a primary significance other than as a surname. As demonstrated in the evidence attached by

Applicant, in this context, it is first and foremost primarily linked to Applicant’s famous computing platform and the enormous business

surrounding it. The following excerpts, taken from the Wikipedia page on WATSON (See Exhibit C), further evidence the primary

significance WATSON has to the consuming public:

Watson is a question-answering computer system capable of answering questions posed in natural language. The computer system was initially
developed to answer questions on the quiz show Jeopardy! and, in 2011, the Watson computer system competed on Jeopardy! winning the first place
prize of $1 million.

In February 2013, IBM announced that Watson software system's first commercial application would be for utilization management decisions in lung
cancer treatment at Memorial Sloan Kettering Cancer Center in NY.



In recent years, the Watson capabilities have been extended and the way in which Watson works has been changed to take advantage of new
deployment models (Watson on IBM Cloud) and evolved machine learning capabilities and optimized hardware available to developers and
researchers. It is no longer purely a question answering computing system designed from Q&A pairs but can now 'see', 'hear', 'read', 'talk',
'taste', 'interpret', 'learn' and 'recommend'.

In 2013, it was reported that three companies were working with IBM to create apps embedded with Watson technology. Fluid is developing an app for
retailers. Welltok is developing an app designed to give people advice on ways to engage in activities to improve their health. MD Buyline is developing
an app for the purpose of advising medical institutions on equipment procurement decisions.

In November 2013, IBM announced it would make Watson's API available to software application providers, enabling them to build apps and services
that are embedded in Watson's capabilities. Thus far, roughly 800 organizations and individuals have signed up with IBM, with interest in creating
applications that could use the Watson platform.

On January 30, 2013, it was announced that Rensselaer Polytechnic Institute would receive a successor version of Watson, which would be housed at
the Institute's technology park and be available to researchers and students.

On February 6, 2014, it was reported that IBM plans to invest $100 million in a 10-year initiative to use Watson and other IBM technologies to help
countries in Africa address development problems, beginning with healthcare and education.

On June 3, 2014, three new Watson Ecosystem partners were chosen from more than 400 business concepts submitted by teams spanning 18 industries
from 43 countries. The winners were Majestyk Apps with their adaptive educational platform, FANG (Friendly Anthropomorphic Networked Genome);
Red Ant with their retail sales trainer; and GenieMD with their medical recommendation service.

On July 9, 2014, Genesys Telecommunications Laboratories announced plans to integrate Watson to improve their customer experience platform, citing
the sheer volume of customer data to analyze is staggering.

Watson has been integrated with databases including Bon Appétit magazine to perform a recipe generating platform.

Watson is being used by Decibel, a music discovery startup, in its app MusicGeek which uses the supercomputer to provide music recommendations to
its users.

The use of the artificial intelligence of Watson has also been found in the hospitality industry. GoMoment uses Watson for its Rev1 app, which gives
hotel staff a way to quickly respond to questions from guests.

Arria NLG has built an app that helps energy companies stay within regulatory guidelines, making it easier for managers to make sense of thousands of
pages of legal and technical jargon.

OmniEarth, Inc. uses Watson computer vision services to analyze satellite and aerial imagery, along with other municipal data, to infer water usage on
a property-by-property basis, helping water districts in drought-stricken California improve water conservation efforts.

In September 2016, Condé Nast has started using IBM's Watson to help build and strategize social influencer campaigns for brands.

In February 2017, Rare Carat, a New York City -based startup and e-commerce platform for buying diamonds and diamond rings, introduced an IBM
Watson-powered artificial intelligence chatbot called "Rocky" to assist novice diamond buyers through the daunting process of purchasing a diamond.

In May 2017, IBM partnered with the Pebble Beach Company to use Watson as a concierge. Watson's artificial intelligence was added to an app
developed by Pebble Beach and was used to guide visitors around the resort.

In November 2017, in Mexico City, the Experience Voices of Another Time was opened at the National Museum of Anthropology using IBM Watson as
an alternative to visiting a museum.

In healthcare, Watson's natural language, hypothesis generation, and evidence-based learning capabilities are being investigated to see how Watson
may contribute to clinical decision support systems and the increase in Artificial intelligence in healthcare for use by medical professionals.

In February 2011, it was announced that IBM would be partnering with Nuance Communications for a research project to develop a commercial
product during the next 18 to 24 months, designed to exploit Watson's clinical decision support capabilities.

In September 2011, IBM and WellPoint (now Anthem) announced a partnership to utilize Watson's data crunching capability to help suggest treatment
options to physicians.

The company has sent Watson to the Cleveland Clinic Lerner College of Medicine of Case Western Reserve University, where it will increase its health
expertise and assist medical professionals in treating patients.

On February 8, 2013, IBM announced that oncologists at the Maine Center for Cancer Medicine and Westmed Medical Group in New York have



started to test the Watson supercomputer system in an effort to recommend treatment for lung cancer.

On July 29, 2016, IBM and Manipal Hospitals (a leading hospital chain in India), announced launch of IBM Watson for Oncology, for cancer patients.

On January 7, 2017, IBM and Fukoku Mutual Life Insurance entered into a contract for IBM to deliver analysis to compensation payouts via its IBM
Watson Explorer AI.

It is said that IBM Watson will be carrying the knowledge-base of 1000 cancer specialists which will bring a revolution in the field of healthcare. IBM is
regarded as a disruptive innovation.

Several startups in the healthcare space have been effectively using seven business model archetypes to take solutions based on IBM Watson to the
marketplace.

IBM CEO Virginia Rometty said she wants Watson to generate $10 billion in annual revenue within ten years.

Watson is being used via IBM partner program as a Chatterbot to provide the conversation for children's toys.

In 2015, the engineering firm ENGEO created an online service via the IBM partner program named GoFetchCode. GoFetchCode applies Watson's
natural language processing and question-answering capabilities to the International Code Council’s 's model building codes.

IBM Watson is being used for several projects relating to education, and has entered partnerships with Pearson Education, Blackboard, Sesame
Workshop and Apple.

In its partnership with Pearson, Watson is being made available inside electronic text books to provide natural language, one-on-one tutoring to
students on the reading material.

As an individual using the free Watson APIs available to the public, Ashok Goel, a professor at Georgia Tech, used Watson to create a virtual teaching
assistant to assist students in his class.

The research group of Sabri Pllana developed an assistant for learning parallel programming using the IBM Watson.

In August 2016, IBM announced it would be using Watson for weather forecasting. Specifically, the company announced they would use Watson to
analyze data from over 200,000 Weather Underground personal weather stations, and data from other sources, as a part of project Deep Thunder.

On February 5–6, 2017, tax preparation company H&R Block began nationwide use of a Watson-based program.

In September 2017, IBM announced that with its acquisition of The Weather Company’s advertising sales division, and a partnership with
advertising neural network Cognitiv, Watson will provide AI-powered advertising solutions.

 Consumers are not likely to encounter IBM’s WATSON HEALTH computer and medical goods and services and think that

WATSON refers to someone’s surname. Rather, they are primarily likely to think WATSON refers to Applicant’s famous computing system

and the very extensive business and wide range of products and services Applicant has developed surrounding the name. The determining

factor is the primary (not secondary) significance to the purchasing public. Applicant believes it has well established that the primary

significance to the purchasing public of the name WATSON in the context of the mark WATSON HEALTH as applied to Applicant’s goods

and services, is other than a surname.

Further, the treatment of marks that include additional wording beyond what might be considered a surname, depends on the

significance of the non-surname wording. In re Hutchinson Tech. Inc., 852 F.2d 552, 555, 7 USPQ2d 1490, 1493 (Fed. Cir. 1988). In the

Hutchinson case, the mark HUTCHINSON TECHNOLOGY for computer components was found to be not primarily merely a surname when

the mark was considered as a whole. The Court in Hutchinson stated that the mark sought to be registered must be considered in its entirety

and not as two separate parts with each part being evaluated for registrability separately. The Court found “[t]he fatal flaw in the board's

analysis is that the mark sought to be registered is not HUTCHINSON or TECHNOLOGY, but HUTCHINSON TECHNOLOGY. The board

never considered what the purchasing public would think when confronted with the mark as a whole.” Id. This is similar to the instant case,

where Applicant is applying for the mark WATSON HEALTH, and the Examining Attorney is focusing solely on WATSON in his analysis



and not on the mark as a whole.

It is also worth noting Applicant’s other WATSON formative marks for similar goods and services, where the marks were not found to

be primarily merely a surname even though the non-surname material was disclaimed:

WATSON EDUCATION – Reg. No 5688407, Reg. Date March 5, 2019 – “EDUCATION” disclaimed;

WATSON EDUCATION – Reg. No. 5759765, Reg. Date May 28, 2019 – “EDUCATION” disclaimed; and

WATSON ANALYTICS – Reg. No. 5403813 Reg. Date February 20, 2018 – “ANALYTICS” disclaimed.

 

            Clearly, in each of these recent cases, it was determined that the primary significance of the mark was other than a surname. Applicant

sees no reason why the instant case should be treated any differently. It is respectfully requested that the Examining Attorney reconsider the

refusal to register and pass this application to registration in the Principal Register.

Respectfully Submitted,

International Business Machines Corporation
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been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

REQUEST FOR RECONSIDERATION

Applicant’s Mark is not Primarily Merely a Surname

Under §2(e)(4) of the Trademark Act, 15 U.S.C. §1052(e)(4), a mark that is primarily merely a surname is not registrable on the Principal

Register absent a showing of acquired distinctiveness under §2(f), 15 U.S.C. §1052(f). The test for determining whether a mark is primarily

merely a surname depends on the primary significance of the mark as a whole to the purchasing public. In re Hutchinson Tech. Inc., 852

F.2d 552, 554, 7 USPQ2d 1490, 1492 (Fed. Cir. 1988). The impact the applied-for term has on the purchasing public must be evaluated to

determine whether the primary, and only, significance of the term is a surname significance. TMEP 1211.01, In re Harris-Intertype Corp., 518

F.2d 629, 186 USPQ 238, 239 (CCPA 1975). Each case must be decided on its own facts, based upon the evidence in the record. In re

Etablissements Darty et Fils, 759 F.2d 15, 17, 225 USPQ 652, 653 (Fed. Cir. 1985). Additionally, there is no rule regarding the type or amount of

evidence necessary to demonstrate that the applied-for mark would be perceived as primarily merely a surname. In re Eximius Coffee, 120

USPQ2d 1276, 1277 (TTAB 2016).

As outlined by the Examining Attorney, the Trademark Trial and Appeal Board has identified five examples of inquiries that may lead to

evidence regarding the public’s perception of a term’s primary significance: (1) whether the surname is rare; (2) whether the term is the

surname of anyone connected with the applicant; (3) whether the term has any recognized meaning other than as a surname; (4) whether it has the

"structure and pronunciation" of a surname; and (5) whether the stylization of lettering is distinctive enough to create a separate commercial

impression. In re Benthin Mgmt. GmbH, 37 USPQ2d 1332, 1333-1334 (TTAB 1995). Additionally, if there is any doubt as to whether a term is

primarily merely a surname, the Board will resolve the doubt in favor of the applicant. In re Yeley, 85 USPQ2d at 1151; In re Benthin, 37

USPQ2d at 1334.

The Examining Attorney has provided as evidence for his refusal, information from the Lexis database showing that over 387,000

Americans have “WATSON” as a surname; Wikipedia and Merriam-Webster information showing the term “WATSON” is defined as “a

patronymic surname of English and Scottish origin” and a “biographical name;” and internet pages that say “WATSON” is described as a

“famous Anglo-Scottish surname of great antiquity.”  However, often a word will have a meaning or significance in addition to its significance

as a surname. The examining attorney must determine the primary meaning of the term to the public. TMEP 1211.01(a). If there is a readily

recognized meaning of a term, apart from its surname significance, such that the primary significance of the term is not that of a surname,

registration should be granted on the Principal Register without evidence of acquired distinctiveness. In re Isabella Fiore LLC, 75 USPQ2d 1564

(TTAB 2005).

"The question is not whether a mark having surname significance might also have a non-surname significance, but whether, in the context

of the goods or services at issue, that non-surname significance is the mark's primary significance to the purchasing public, thus eclipsing and

relegating the mark's surname significance to secondary rather than primary status." Mitchell Miller, P.C. v. Miller, 105 USPQ2d 1615, 1621

(TTAB 2013). A Google search conducted on google.com on July 15, 2019 of the term “WATSON” shows the first non-advertisement hit is to



Applicant’s goods and services, IBM WASTON located at https://www.ibm.com/watson. (See Exhibit A attached). Similarly, the next seven hits

also refer to Applicant’s products or services. Also appearing on the right side of the first page of the Google search results, is the link and image

to the Wikipedia page for Watson, Applicant’s famous question answering computer system capable of answering questions posed in natural

language. As mentioned in the last office action response, Applicant’s Watson computer system famously competed against two human

competitors on the quiz show Jeopardy! in 2011, winning the first-place prize of $1,000,000. (See NY Times article reporting same as Exhibit B

attached).

Also on Wikipedia.org, if one enters “Watson” into the search bar, the results page shows a category titled “Computing,” which appears

before the category titled “Names.” The first entry under “Computing” is to Applicant’s Watson computer and business. (Wikipedia.org,  July

15, 2019, see Exhibit C attached). Similarly, and arguably more relevant, on Webopedia, the online tech dictionary for students, educators and IT

professionals, the first entry, as well as several additional entries, is also to Applicant’s Watson computing platform. (Webopedia.com, July 15,

2019, see Exhibit D attached).

“A trademark is a trademark only if it is used in trade. When it is used in trade it must have some impact upon the purchasing public, and

it is that impact or impression which should be evaluated in determining whether or not the primary significance of a word when applied to a

product is a surname significance. If it is, and it is only that, then it is primarily merely a surname.” In re Harris-Intertype Corp., 518 F.2d 629,

631, 186 USPQ 238, 239 (C.C.P.A. 1975). In the instant case, WATSON as used in the mark WATSON HEALTH, and applied to Applicant’s

goods and services, clearly has a primary significance other than as a surname. As demonstrated in the evidence attached by Applicant, in this

context, it is first and foremost primarily linked to Applicant’s famous computing platform and the enormous business surrounding it. The

following excerpts, taken from the Wikipedia page on WATSON (See Exhibit C), further evidence the primary significance WATSON has to

the consuming public:

Watson is a question-answering computer system capable of answering questions posed in natural language. The computer system was initially developed
to answer questions on the quiz show Jeopardy! and, in 2011, the Watson computer system competed on Jeopardy! winning the first place prize of $1
million.

In February 2013, IBM announced that Watson software system's first commercial application would be for utilization management decisions in lung
cancer treatment at Memorial Sloan Kettering Cancer Center in NY.

In recent years, the Watson capabilities have been extended and the way in which Watson works has been changed to take advantage of new
deployment models (Watson on IBM Cloud) and evolved machine learning capabilities and optimized hardware available to developers and
researchers. It is no longer purely a question answering computing system designed from Q&A pairs but can now 'see', 'hear', 'read', 'talk',
'taste', 'interpret', 'learn' and 'recommend'.

In 2013, it was reported that three companies were working with IBM to create apps embedded with Watson technology. Fluid is developing an app for
retailers. Welltok is developing an app designed to give people advice on ways to engage in activities to improve their health. MD Buyline is developing an
app for the purpose of advising medical institutions on equipment procurement decisions.

In November 2013, IBM announced it would make Watson's API available to software application providers, enabling them to build apps and services that
are embedded in Watson's capabilities. Thus far, roughly 800 organizations and individuals have signed up with IBM, with interest in creating
applications that could use the Watson platform.

On January 30, 2013, it was announced that Rensselaer Polytechnic Institute would receive a successor version of Watson, which would be housed at the
Institute's technology park and be available to researchers and students.

On February 6, 2014, it was reported that IBM plans to invest $100 million in a 10-year initiative to use Watson and other IBM technologies to help
countries in Africa address development problems, beginning with healthcare and education.

On June 3, 2014, three new Watson Ecosystem partners were chosen from more than 400 business concepts submitted by teams spanning 18 industries
from 43 countries. The winners were Majestyk Apps with their adaptive educational platform, FANG (Friendly Anthropomorphic Networked Genome);
Red Ant with their retail sales trainer; and GenieMD with their medical recommendation service.



On July 9, 2014, Genesys Telecommunications Laboratories announced plans to integrate Watson to improve their customer experience platform, citing
the sheer volume of customer data to analyze is staggering.

Watson has been integrated with databases including Bon Appétit magazine to perform a recipe generating platform.

Watson is being used by Decibel, a music discovery startup, in its app MusicGeek which uses the supercomputer to provide music recommendations to its
users.

The use of the artificial intelligence of Watson has also been found in the hospitality industry. GoMoment uses Watson for its Rev1 app, which gives hotel
staff a way to quickly respond to questions from guests.

Arria NLG has built an app that helps energy companies stay within regulatory guidelines, making it easier for managers to make sense of thousands of
pages of legal and technical jargon.

OmniEarth, Inc. uses Watson computer vision services to analyze satellite and aerial imagery, along with other municipal data, to infer water usage on a
property-by-property basis, helping water districts in drought-stricken California improve water conservation efforts.

In September 2016, Condé Nast has started using IBM's Watson to help build and strategize social influencer campaigns for brands.

In February 2017, Rare Carat, a New York City -based startup and e-commerce platform for buying diamonds and diamond rings, introduced an IBM
Watson-powered artificial intelligence chatbot called "Rocky" to assist novice diamond buyers through the daunting process of purchasing a diamond.

In May 2017, IBM partnered with the Pebble Beach Company to use Watson as a concierge. Watson's artificial intelligence was added to an app
developed by Pebble Beach and was used to guide visitors around the resort.

In November 2017, in Mexico City, the Experience Voices of Another Time was opened at the National Museum of Anthropology using IBM Watson as an
alternative to visiting a museum.

In healthcare, Watson's natural language, hypothesis generation, and evidence-based learning capabilities are being investigated to see how Watson may
contribute to clinical decision support systems and the increase in Artificial intelligence in healthcare for use by medical professionals.

In February 2011, it was announced that IBM would be partnering with Nuance Communications for a research project to develop a commercial product
during the next 18 to 24 months, designed to exploit Watson's clinical decision support capabilities.

In September 2011, IBM and WellPoint (now Anthem) announced a partnership to utilize Watson's data crunching capability to help suggest treatment
options to physicians.

The company has sent Watson to the Cleveland Clinic Lerner College of Medicine of Case Western Reserve University, where it will increase its health
expertise and assist medical professionals in treating patients.

On February 8, 2013, IBM announced that oncologists at the Maine Center for Cancer Medicine and Westmed Medical Group in New York have started to
test the Watson supercomputer system in an effort to recommend treatment for lung cancer.

On July 29, 2016, IBM and Manipal Hospitals (a leading hospital chain in India), announced launch of IBM Watson for Oncology, for cancer patients.

On January 7, 2017, IBM and Fukoku Mutual Life Insurance entered into a contract for IBM to deliver analysis to compensation payouts via its IBM
Watson Explorer AI.

It is said that IBM Watson will be carrying the knowledge-base of 1000 cancer specialists which will bring a revolution in the field of healthcare. IBM is
regarded as a disruptive innovation.

Several startups in the healthcare space have been effectively using seven business model archetypes to take solutions based on IBM Watson to the
marketplace.

IBM CEO Virginia Rometty said she wants Watson to generate $10 billion in annual revenue within ten years.

Watson is being used via IBM partner program as a Chatterbot to provide the conversation for children's toys.

In 2015, the engineering firm ENGEO created an online service via the IBM partner program named GoFetchCode. GoFetchCode applies Watson's
natural language processing and question-answering capabilities to the International Code Council’s 's model building codes.

IBM Watson is being used for several projects relating to education, and has entered partnerships with Pearson Education, Blackboard, Sesame Workshop
and Apple.



In its partnership with Pearson, Watson is being made available inside electronic text books to provide natural language, one-on-one tutoring to students
on the reading material.

As an individual using the free Watson APIs available to the public, Ashok Goel, a professor at Georgia Tech, used Watson to create a virtual teaching
assistant to assist students in his class.

The research group of Sabri Pllana developed an assistant for learning parallel programming using the IBM Watson.

In August 2016, IBM announced it would be using Watson for weather forecasting. Specifically, the company announced they would use Watson to analyze
data from over 200,000 Weather Underground personal weather stations, and data from other sources, as a part of project Deep Thunder.

On February 5–6, 2017, tax preparation company H&R Block began nationwide use of a Watson-based program.

In September 2017, IBM announced that with its acquisition of The Weather Company’s advertising sales division, and a partnership with
advertising neural network Cognitiv, Watson will provide AI-powered advertising solutions.

 Consumers are not likely to encounter IBM’s WATSON HEALTH computer and medical goods and services and think that WATSON

refers to someone’s surname. Rather, they are primarily likely to think WATSON refers to Applicant’s famous computing system and the very

extensive business and wide range of products and services Applicant has developed surrounding the name. The determining factor is the primary

(not secondary) significance to the purchasing public. Applicant believes it has well established that the primary significance to the purchasing

public of the name WATSON in the context of the mark WATSON HEALTH as applied to Applicant’s goods and services, is other than a

surname.

Further, the treatment of marks that include additional wording beyond what might be considered a surname, depends on the significance

of the non-surname wording. In re Hutchinson Tech. Inc., 852 F.2d 552, 555, 7 USPQ2d 1490, 1493 (Fed. Cir. 1988). In the

Hutchinson case, the mark HUTCHINSON TECHNOLOGY for computer components was found to be not primarily merely a surname when the

mark was considered as a whole. The Court in Hutchinson stated that the mark sought to be registered must be considered in its entirety and not

as two separate parts with each part being evaluated for registrability separately. The Court found “[t]he fatal flaw in the board's analysis is that

the mark sought to be registered is not HUTCHINSON or TECHNOLOGY, but HUTCHINSON TECHNOLOGY. The board never considered

what the purchasing public would think when confronted with the mark as a whole.” Id. This is similar to the instant case, where Applicant is

applying for the mark WATSON HEALTH, and the Examining Attorney is focusing solely on WATSON in his analysis and not on the mark as a

whole.

It is also worth noting Applicant’s other WATSON formative marks for similar goods and services, where the marks were not found to

be primarily merely a surname even though the non-surname material was disclaimed:

WATSON EDUCATION – Reg. No 5688407, Reg. Date March 5, 2019 – “EDUCATION” disclaimed;

WATSON EDUCATION – Reg. No. 5759765, Reg. Date May 28, 2019 – “EDUCATION” disclaimed; and

WATSON ANALYTICS – Reg. No. 5403813 Reg. Date February 20, 2018 – “ANALYTICS” disclaimed.

 

            Clearly, in each of these recent cases, it was determined that the primary significance of the mark was other than a surname. Applicant

sees no reason why the instant case should be treated any differently. It is respectfully requested that the Examining Attorney reconsider the

refusal to register and pass this application to registration in the Principal Register.

Respectfully Submitted,

International Business Machines Corporation
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Signatory's Name: Valerie Calloway
Signatory's Position: Attorney of record, Ohio bar member
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The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the highest court of a U.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/she is currently the owner's/holder's attorney
or an associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian attorney/agent
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not currently associated with his/her company/firm previously represented the owner/holder in this matter: (1) the owner/holder has filed or is
concurrently filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior
representative to withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the owner's/holder's
appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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